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The Problem of Trademark Dilution
and the Antidilution Statutes
Walter J. Derenberg*

One of the avowed purposes of the Lanham Trademark Act of 1946*
is stated to be “to protect registered marks used in . . . commerce from
interference by State, or territorial legislation . . . .”# The reason behind
this statement of legislative intent was, of course, the realization that the
protection of trademarks should be considered a matter of national con-
cern and be so effectively regulated by federal statute under the “commerce
clause” of the Constitution® that statutory registration and protection
within each of the 48 States would become relegated to a rather minor
and subordinated role. With that objective in mind, the Senate Report on
the Lanham Act states:*

The theory once prevailed that protection of trade-marks was entirely a
State matter and that the right to a mark was a common-law right. This
theory was the basis of previous national trade-mark statutes. Many years
ago the Supreme Court held and has recently repeated that there is no
Federal common law. It is obvious that the States can change the common
law with respect to trade-marks and many of them have, with the possible
result that there may be as many different varieties of common law as there
are States. A man’s rights in his trade-mark in one State may differ widely
from the rights which he enjoys in another.

However, trade is no longer local, but is national. Marks used in inter-
state commerce are properly the subject of Federal regulation. It would
seem as if national legislation along national lines securing to the owners
of trade-marks in interstate commerce definite rights should be enacted and
should be enacted now.

It is not surprising, then, that since the enactment of the Act of 1946, few,
if any, attempts have been made by the various states to seek compulsory
state registration of locally used trademarks and that practically all state
legislation since that time has centered around the enactment of the so-
called “Uniform” or “Model State Registration Statute,”® which does not
include mandatory features and expressly reserves a trademark owner’s
common law rights in the respective state, regardless of local registration.

* Professor of Law, New York University Law School.

160 STaT. 427 (1946), 15 U.S.C. §§ 1051~127 (1952).

260 STAT. 444 (1946), 15 US.C. § 1127 (1952).

87.S. Consr, art. I, § 8.

4S. Rer. No, 1333, 79th Cong., 2d Sess. 5§ (1946).

6 The Model State Trademark Act, approved by the National Association of Secretaries
of State and the Drafting Committee of the Council of State Governments, is sponsored by
The United States Trademark Association.
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The theory now prevails that state registration statutes, as thus limited,
may have a beneficial supplementary effect on the rights of owners of
nationally used trademarks, but that any attempt by state legislation to
provide for compulsory state registration might constitute an interference
with interstate commerce and with the declared policy of the Lanham Act.’

What is rather noteworthy, however, is the realization, which has be-
come more apparent as the Lanham Act comes of age, that in certain phases
of rather fundamental importance to trademark owners, the act, as finally
enacted, is quite deficient and lacking in scope of protection. When the
more important gaps presently found in the act are closely scrutinized, it
will soon be discovered that all of them had been covered in earlier versions
of the act but were subsequently eliminated for fear that too effective
federal sanctions against trademark infringement and unfair competition
might have resulted in the misuse of trademark rights for purposes of
restraint of trade.

This paper will discuss five areas of major importance on which the
Lanham Act, as finally enacted, is silent, although all five have been much
discussed both before the enactment of the act and since that time. The
five major problems hereinafter examined have been selected because it
now appears—a curious twist in the legislative history of trademark pro-
tection—that, despite the broader national scope of the Lanham Act and
despite its provisions for “incontestability” of registered trademarks and
other new benefits, we must turn to state legislation and, indeed, may have
to encourage more state legislation in this field, for the purpose of finding
remedies in the areas in which the Federal Act of 1946 is wanting or, at
least, ambiguous. These five areas are:

1. Criminal sanctions in cases of willful trademark infringement

and certain forms of unfair competition.

6 The act has thus far been enacted, with minor variations, in fifteen states: ARk. STAT.
Ann. tit. 70, c. 5 (1947) ; Ga. Laws 1952, at 134; Ill, Laws 1955, at 1646; Ind. Acts 1955, c. 174;
Kawn. GEN. StaT. c. 81 (Supp.1953); Mp. CobE ANN. c. 63, §8§ 87a-87n (Supp. 1954) ; Mich.
Laws Reg. & 1st Extra Sess. 1955, at 448; Miss. CopE ANN, §§ 4227-01 to ~15 (Supp. 1952) ;
N.Y. Gen. Busmvess Law §§ 360-69 (Supp. 1955); Omxo Rev. CobE AnN. tit, 13, c.1329
(Supp. 1956) ; Pa. StaT. Ann. tit. 73, § 11-130 (1953); S.C. Cope AwN. tit. 66, c.4, § 201
(1954) ; SD. Sess. Laws 1953, at 336; Utah Laws 1953, at 297; Wasx. Rev. CopE tit, 19,
¢. 19.76. Two states have enacted the model act with substantial changes: La, Acts 1954, at 502;
Coro. Rev. STAT. ANN. c. 141, art. 1, §§ 1-13.

With regard to the general problem of state versus federal registration see Derenberg,
The Limited Legal Effects of State Registration, 31 TrapE-MARK BULL. 267 (1936) ; Diggins,
Federal and State Regulation of Trade Marks, 14 Law & ConTEMP. ProB. 200 (1949) ; Liddy,
Has Congress the Constitutional Power to Legislate on the Substantive Law of Trade-Marks?,
6 ForoEAM L. REV. 408 (1937) ; Perry, State Trade-Mark Legislation, 37 TRADE-MARK REP.
283 (1947); Pollack, State Trade-Marks and Marks of Ownership, 14 Omzo St. L.J. 381
(1953) ; Schechter, Fog and Fiction in Trademark Protection, 36 Corum, L. Rev. 60 (1936).
For an early study of the basic constitutional problem see Barber, The Constitution and
Trade-Marks, 8 US.TM.A. Burzr. No. 4 (1912).
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2. “Dilution” of well known trademarks through use on totally
unrelated products or services.
3. “Dilution” or “death” of a trademark as the result of “loss of
the distinctive quality” thereof.
4, “Dilution” of trademarks through unauthorized use on repaired
or otherwise altered products.
5. Other forms of “injury to business reputation” through misuse
of trademarks, such as comparative advertising or collateral ref-
erences (“a substitute for,” “equivalent of,” and the like).
While the Lanhamn Act in its final version has remained silent on these five
questions, at least four states have stepped into the gap and enacted so-
called “Antidilution” statutes which are sufficiently broad in scope to in-
clude possibilities of relief in the last four of these five categories.” There
are minor variations in the language of these four antidilution statutes, but
all provide for a private remedy in cases of “likelihood of injury to busi-
ness reputation or of dilution of the distinctive quality of a trade name or
trademark,” and injunctive relief shall be available, both in case of trade-
mark infringement or unfair competition, “notwithstanding the absence
of competition between the parties or [the absence] of confusion as to the
source of goods or services.”®
It is true, of course, that the antidilution statutes do not deal with the
first of the previously mentioned gaps in the Lanham Act, that is, the lack
of criminal sanctions; but it is a known fact that the vast majority of the
48 States many decades ago incorporated criminal sanctions not only in
their registration statutes but in numerous other special criminal statutes
as well which have become known as so-called “refillable container” stat-

7 The following states have enacted the “Antidilution” statute: Ga. Sess. Laws 1955, at
453; Irr. REv. STAT. €. 140, § 42 (1953) ; Mass. Laws AnN. c. 110, § 7A (1954) ; N.Y. Gexn.
Bus. Law § 368-c(3). The New York Act is identical with the Massachusetts act and reads
as follows: »

“Likelihood of injury to business reputation or of dilution of the distinctive quality of a
trade name or trade-mark shall be a ground for injunctive relief in cases of trade-mark in-
fringement or unfair competition, notwithstanding the absence of coinpetition between the
parties or the absence of confusion as to the source of goods or services.”

The Illinojs act and the most recent Georgia act are identical. The Georgia act adds sec-
tion 17a to the Trade-Mark Act of 1952, and reads as follows:

“Every person, association, or union of working inen adopting and using a trade-mark,
trade name, label or form of advertisement may proceed by suit, and all courts having juris-
diction thereof shall grant injunctions, to enjoin subsequent use by another of the same or any
similar trade-mark, trade name, label or form of advertisement if there exists a likelihood of
injury to business reputation or of dilution of the distinctive quality of the trade-mark, trade
name, label, or form of advertisement of the prior user, notwithstanding the absence of com-
petition between the parties or of confusion as to the source of goods or services; except that
the provisions of this section shail not deprive any party of any vested lawful rights acquired
prior to the effective date of this amendatory Act.”

8 See statutes cited at note 6 supra.
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utes and which outlaw unauthorized use of trademarks or obliteration or
defacing thereof. We shall, therefore, commence with a brief discussion of
criminal infringement, because—while not included in the state antidilu-
tion laws—the lack of federal criminal sanctions has undoubtedly become
one of the main reasons why state legislation and protection have assumed
a considerably more important role in trademark protection than the
sponsors of the Lanham Act of 1946 had anticipated.’

1
THE “CRIME” OF TRADEMARK INFRINGEMENT

It is indeed astonishing that the United States has remained perhaps
the only major nation which in its national law fails to provide for criminal
sanctions even in the case of willful trademark infringement. This becomes
even more disconcerting if it be considered that in other branches of indus-
trial and literary property law, our federal statutes do include provisions
of this sort. The Copyright Act, section 28,'° makes willful infringement for
profit of any copyright secured under the act of 1909 a misdemeanor and
any person who knowingly or willingly abets such infringement is equally
Hable.** Are we to conclude that the valuable property symbolized by a
trademark was deemed by our Legislature not to be entitled to the same
degree of protection against theft and piracy which patents, copyright and
other intangible business assets have traditionally enjoyed?

The legislative history on this point is both peculiar and revealing. It
will be recalled that our first Federal Registration Act of 1870 and the
criminal statute which was based thereon in 1876® were declared uncon-
stitutional by the United States Supreme Court in the famous Trade-Mark

9 A somewhat similar development, although on a smaller scale, seems to have become
noticeable in the antitrust field. In a recent address by the Attorney General of the State of
New York, Jacob K. Javits, on “The Role of State Antitrust Laws,” in January 1956, the
appointment was announced of a distinguished committee for the purpose of investigating the
present scope and effect of the New Vork State Antitrust Legislation. This step was taken be-
cause a necessity was found to exist in New York “to supplement the federal antitrust program
by adequate action at the state level.” The existence of local restraints was said to pose a major
problem calling for the application of adequate remedial measures within the state. Cf. AT’y
GEN., REPORT OF COMMAITTEE TO STUDY THE ANTITRUST Laws 349 (1955) which said: “Sice
State antitrust laws, with [a] few exceptions, have not been fully developed or enforced, na~
tional antitrust policy must make adequate provision for dealing with all market restraints
within its ambit.”

10 35 StaT. 1075 (1909), 17 U.S.C. § 104 (1952).

11 See Howerr, TEE CoryricET LAW 166 (3d ed. 1952).

1216 Star. 198 (1870), entitled “An act to revise, consolidate, and amend the Statutes
relating to Patents and Copyrights.” The part of this act relating to trademarks is embodied
in chapter 2, title 60, sections 4937 to 4947, of the Revised Statutes.

18 19 StaT. 141 (1876), “An act to punish the counterfeiting of trade-mark goods and the
sale or dealing in of counterfeit trade-mark goods.”
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Cases,™ on the ground that they had been erroneously based on the “patent
and copyright clause” of the Constitution. What may not be generally
known, however, are the circumstances which brought about the enactment
of the first and only criminal infringement statute which this country has
had to date. In 1868 the United States entered into its first treaty for the
reciprocal protection of trademarks with a foreign nation, which in this
instance was Russia.’® Under the treaty it was stipulated that counter-
feiting of trademarks “shall be strictly prohibited and repressed . . . .”
A similar treaty was entered into with Belgium during the same year.’® It
was thought that damages at common law for trademark infringement or
the availability of a federal registration alone would not satisfy the require-
ment of “strict prohibition and repression” and that, therefore, criminal
sanctions shonld be made available. This was the origin of the act of 1876,
entitled “An act to punish the counterfeiting of Trade-Mark Goods, and
the sale or dealing in of counterfeit Trade-Mark Goods.”™ In reporting
this bill, the following statement was made:*8

No United States statute yet exists providing penal remedies to punish
the counterfeiting of trade-mark goods or the sale or dealing in the same.
The evils and injuries to long-suffering commercial and manufacturing
interests consequent upon this omission imperatively demand prompt relief
and a speedy application of searching remedies.

When the Supreme Court held that the registration statute which un-
derlay the criminal act of 1876 was unconstitutional, the door seemed to
have been closed permanently to any determined effort to provide for erim-
inal sanctions against trademark infringement even within the scope of
the commerce clause of the Constitution. Neither the Trade Mark Act of
March 3, 1881, nor the act of February 20, 1905,%° nor the Lanham Act
of 1946 included any criminal infringement provisions whatsoever. When

14 100 U.S. 82 (1879).

15 Artrce RESPECTING TRADE-MARKS, ADDITIONAL TO THE TREATY OF NAVIGATION AND
CoraErce oF DECEMBER 6-18, 1932, concluded at Washington, Jan. 27, 1868, proclaimed
October 15, 1868. More fully quoted in RePORT OF THE COMMISSIONERS APPOINTED TO REVISE
THE STATUTES RELATING TO PATENTS, TRADE AND OTHER MARKS, AND TRADE AND COMMERCIAL
Naxes 93, 335 (1900).

16 Concluded at Brussels, Dec. 20, 1868, proclaimed July 30, 1869. Id. at 93 et seq., 326.

17 19 Staz. 141 (1876).

18 4 Cone. Rec. 4775 (1876). Mr, Sampson of the Committee on Patents quoting frv.a a
petition by “nearly 400 of the leading manufacturers, merchants, and dealers of New York,
Boston, and Philadelphia.” .

1921 Sraz. 502 (1881), entitled “An act to authorize the registration of trade-marks and
protect the same.”

2033 Sraz. 724 (1909), entitled “An Act To authorize the registration of trade-marks
used in commerce with foreign nations or among the several States or with Indian tribes, and
to protect the same.”

21 See note 1 supra.
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an effort was made, shortly after the act of 1881 was enacted, to allege
that the Criminal Act of 1876 had not been dead but “simply dormant”
until the act of 1881 became-effective,” the courts held that, contrary to
this view, the act of 1876 became a nullity when the underlying registra-
tion statute of 1870 was declared unconstitutional

Perhaps the fact that the Supreme Court’s decision in the Trade-Mark
Cases® involved a criminal indictment was the psychological reason why
we have shied away, ever since that time, from providing for criminal sanc-
tions against the infringement of registered trademarks; however, both
from an historical and practical point of view, this would seem hardly an
acceptable justification for such inaction. But we should recall at this time
that no less a statesman than Thomas Jefferson, as Secretary of State, rec-
ommended not only the enactment of federal trademark legislation but of
criminal sanctions as well. In his famous report of December 9, 1791, he
said:*

[I]t will, therefore, be reasonable for the General Government to provide
in this behalf by law for those cases of manufacture generally, and those
only which relate to commerce with foreign nations, and among the several
States, and within the Indian Tribes. )

And that this may be done by permitting the owner of every manufac-
tory to enter in the records of the court of the district wherein his manu-
factory is the name with which he chooses to mark or designate his wares,
and rendering it penal in others to put the same mark to any other wares.

In commenting upon this report, the committee, which laid the ground-
work for what subsequently became the act of 1905, stated in 1900 that the
essential features of the law suggested by Thomas Jefferson (including the
provisions for punishment of infringers) “are today the essential features
of the trademark laws of all foreign countries . . . which have any preten-
sion to commercial importance.”’?®

In the first American treatise on the law of trademarks, published in
1860,*" the author observed that the civil remedies, whether at law or in
equity, afforded but little protection to the public?®

22 BROWNE, TRADE-MARKs § 371 (2d ed. 1885).

2 It was so held in U.S. v. Koch, 40 Fed. 250-52 (C.C.E.D.Mo. 1889). For detailed
discussion of this case see HoPriNs, TRADE-MARKS, TRADENAMES AND UNFAIR COMPETITION 408
(4th ed. 1924).

24100 U.S. 82 (1879).

25 ReporT OF THE COMMISSIONERS, etc., s#pra note 15, at 89, quoting Jefferson’s Complete
Works, Washington, 1854, vol. 7, 563 ; Axr. StatE ParERs, vol. 14, p. 48. Report of Mr. Jeffer-
son, dated Dec. 9, 1791, on the petition of Samuel Breck and others of Boston, asking that
they be given exclusive right to use certain marks for designating sailcoth of their manufac-
ture. (Emphasis added.)

26 RePORT OF THE COMMISSIONERS, etc., supra note 15, at 89,

27 UproN, A TREATISE ON THE LAW oF TRADE MARKS WITH A DIGEST AND REVIEW OF THE
ENGLISE AND AMERICAN AUTHORITIES (1860).

281d. at 247.
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against the frauds and impositions of those who dress their spurious goods
in the guise and habiliinents of the honest manufacturer, in order to pass
themn off upon the unsuspicious customer.

The easily won profits that flow from such an appropriation of the repu-
tation of another, present too powerful a temptation to the unscrupulous,
to be overcome by the apprehended possibility of being stripped of their
disguises, and compelled to relinquish their ill-gotten gains, as the conse-
quence of a costly htigation.

The treatise concluded with a reference to the New York State statute®
which made willful trademark infringement a misdemeanor, and observed:

We do not remember to have seen a report of any prosecution under this or
any similar penal statute, but, the policy of such enactments, and the neces-
sity of their rigid enforcement, in all proper cases, cannot fail to be fuily
acknowledged by all who have a just appreciation of the great iinportance
to the public interests as well as to individual rights, of maintaining invio-
late, that peculiar property which serves to designate and identify the
goods, and wares, and merchandise of the artisan, the manufacturer, and
the merchant, which ininister to the constant necessities of all, and which
furnish the sole assurance and guaranty of their genuineness, purity and
integrity.

Twenty-five years later, in the second edition of his treatise on trade-
marks, Browne observed:3! “Penal restraint in the matter of fraudulent
imitations of trade-marks originated in stern necessity.” And Greeley, in
his valuable comparative study published in 1899, significantly states:®?

In practically all countries which have laws providing for the registration
of trademarks and in many countries in which registration is not provided
for, the wilful counterfeiting of a trademnark is under the law an offense
punishable by fine or imprisonment. The owner of a trademark may under
such laws not only recover damages for the injury done to his business by
the unlawful use of his trademark, but has the further protection of a penal
statute against deliberate and wilful infringement of his rights. In many of
the several states of the United States wilful infringement of a trademark
is made an offense punishable by fine or imprisonment, but under the pres-
ent United States law the only remedies are the common law remedies of
damages and injunction.

Despite this uniform and rather strong evidence of a need for criminal
sanctions, the psychological reaction from the Trade Mark Cases®® was
such as to effectively nullify all efforts in that direction after that time.
The question was not broached again until the hearings in 1932 on the
revision of the act of 1905, when the late Frank I. Schechter, in testifying

29 N.V. REv. StaT. pt. IV, tit. 6, c. 1, § 49 (5th ed. 1859).

30 UproN, supra note 27, at 247.

31 BROWNE, TRADE-MARKS § 370 (2d ed. 1885).

32 GREELEY, FOREIGN PATENT AND TRADE-MARK Laws § 179 (1899).
33 100 U.S. 82 (1879).
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before a Congressional committee, suggested the inclusion of penal pro-
visions in the new legislation.®

The early versions of the Lanham Act all included criminal provisions.*
There was some discussion of the criminal provisions during the hearings
on H.R. 4744 in March 1939, during which it was suggested that a defini-
tion of counterfeiting should be included in the bill. In 1941, the criminal
section with one minor amendment was introduced again in H.R. 102,*
but during these hearings some opposition against inclusion of criminal pro-
visions was raised, particularly in a statement submitted by the National
Retail Dry Goods Association.®® By June 1942, when the Lanham Act ap-
peared under S. 895 on the Union Calendar, No. 818,*° the criminal pro-
visions had been eliminated iz foto and were never reincorporated in the
proposed act thereafter. The elimination apparently was due primarily to
opposition by the majority of the members of the Trademark Committee
of the American Bar Association, which stated in its report:*°

The “Criminal Offenses” section, No. 41, has been the subject of much
criticism, particularly on the part of retailers and carriers who believe
that they would be put to unwarranted trouble and expense if this pro-
vision is included in a trade-mark statute. The committee, therefore, de-
cided to recommend that this section be stricken in its entirety.

Only Miss Daphne Robert, now Mrs. Daphne Leeds, Assistant Commis-

34 Hearings Before the House Committee on Patents, 72d Cong., 1st Sess., at 21 (1932).
Mr. Schechter there said: “[Ulnless, furthermore, Congress puts teeth into such Federal leg-
islation by penal provisions against infringement, then what E. S. Rogers has so aptly termed
‘the expensive futility of trade-mark registration’ will be merely facilitated and perpetuated,
pot eliminated, to the enrichment of members of the legal profession as well as to the contin~
uing aid and comfort of those commercial highwaymen who operate in security and whom
Robert Louis Stevenson has thus immortalized:

The silent pirates of the shore

Eat and sleep soft, and pocket more

‘Then any red, robustious ranger

Who picks his farthings hot from danger.”

During his testimony, the then Commissioner of Patents Robertson asked Mr. Schechter:
“Has pot our Congress always been rather reluctant to put any penal provision in our trade-
mark laws?” The reply was: “My recollection is that in the very first law they passed they
put such a penalty provision in. It was declared unconstitutional, because it scemed to cover
interstate as well as intrastate commerce; but I do not understand there was any objection on
that ground. A good many of the State statutes have made that provision.”

85H.R. 9041, 75th Cong., 3d Sess. § 35 (1938).

36 76th Cong., 1st Sess. § 42 (1939) ; Hearings Before the Subcommittee on Traode-Marks
of the House Committee on Patents, 76th Cong., 1st Sess. (1939).

37 77th Cong., 1st Sess. § 41 (1941).

88 Hearings Before the Subcommittee on Trade-Marks of the House Committee on Patents,
77th Cong., 1st Sess., at 188 (1941).

39 77th Cong., 2d Sess. (1942).

40 AMERICAN BAR Ass’N, SECTION oF PATENT TRADE-MARK anDp CoPYRIGET LAw, REPORT
or TEE COMMITTEE ON FEDERAL AND STATE TRADEMARE LEGISLATION AND PROPOSED AMEND-
MENTS TO TEE LAwEAM TrADE-MaRk Brrr 11 (1940-1941).
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sioner of Patents, appears to have voted for retention of these provisions.
She said:*

T am still of the opinion that a criminal provision is not out of place in our
trade-mark statutes. The proposed language of the Lanham Bill was un-
satisfactory, but I believe that through rephrasing this section, it could be
advantageously retained.

This, then, is where we stand today. Alone among all major nations of
the world, we have not seen fit to make deliberate piracy and fraudulent
use of well known trademarks a federal misdemeanor. We have nothing to
show that compares with the effective provisions of the British Merchan-
dise Marks Act,*” under which only recently an association of soft drink
manufacturers in England effectively brought criminal proceedings against
a manufacturer of a bleach wlio used a large number of bottles into which
the trademarks of certain famous soft drink manufacturers had been in-
delibly stamped.*® We have nothing whicli corresponds to the provisions
of the Canadian statute whiclh became effective in April 1955 ,* under which
any forgery of a trademark or false use of a genuine trademark is a criminal
offense. Under section 353(b) of the new Canadian Criminal Code, the
defacing of trademarks, the unauthorized use of trademarks on bottles, and
the use of trademarks on reconditioned articles are criminal offenses, and
the Code provides for many more misdemeanors of this type.*®

As a result of the total lack of criminal sanctions in the Lanham Act,
we are frequently forced to suggest to clients that it may be advisable for
them to register their important trademarks in some key states so as to
have at least one remedy available which might serve as an additional deter-
rent against deliberate piracy.

It could, of course, not be expected that any state legislation would be
sufficiently altruistic to make a misuse of a federally registered trademark
a state misdemeanor, but one state statute—probably the best of them all,
in any event—has been found under which such a gesture has been made.
That state is California. Interestingly enough, section 350 of the California
Penal Code,*® in addition to many other penal provisions involving trade-
marks, expressly provides that the willful counterfeiting or misuse of any
trademark which has been duly recorded in California or with the Commis-
sioner of Patents in the United States Patent Office is a misdemeanor. Thus

41 1bid.

42 Cf. MourtoN AND Davis, TEE Law oF MERCHANDISE MARKS (1954).

48 See Stevens, Containers and Trade Mark Rights, 45 TrADE-MARK REP. 1257 (1955).

4423 Fliz. 2, c. 51 (Canada) §§ 349-364; 88 Canada Gazette 3297 (1954).

45 The new Canadian provisions are dealt with in a comprehensive article by Harold G.
Fox, Criminal Offenses Under the Canadian Trade Marks Act, 46 TrapEMARK REP. 371 (1956).

46 Approved March 27, 1897.
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it would seem that the owner of a nationally famous trademark, which has
been registered under the Lanham Act but may not have been registered in
the state of California, may secure a criminal conviction in California for
infringement of a trademark bearing the notice, “Reg. U.S. Pat. Off.,” even
though he may not be able to secure such a conviction under the federal
law which forms the basis of his registration!*’

I
“PILUTION’’ THROUGH USE ON UNRELATED PRODUCTS

This is the dilution concept which immediately led to the enactment
of the State Antidilution Statutes and will, therefore, be considered first
before other forms of trademark infringement which might also fall within
the broad language of those statutes will be examined. The history of the
dilution concept is probably too well known by now to require any detailed
restatement here. Suffice it to say that the concept originated in England
when the British court protected the trademark “Kodak” against use on
bicycles,* and further developed when a lower German court held that the
famous trademark “Odol” was infringed by use of the same mark for totally
unrelated products,® and cancellation of the latter registration was ordered
by the court. Contrary to an earlier decision by the appellate court of
Hamburg,® in which the owners of the mark “Kodak” were held not en-

47 The majority of states which have enacted the “Model Act” have specific reservations
with regard to their respective penal codes which had been previously enacted and which pro-
vide criminal sanctions. Some of these states have actually added substantive criminal pro-
visions to the Model Act. This was recently done, for instance, in the State of Utah by S.B.
No. 95 (May 1955), Utah Laws 1955, at 297.

48 Eastman Photographic Materials Co. v. John Griffith Corp., 15 R.P.C. 105 (1898).

49 Civil Court, Elberfeld, 25 JuristisCEE WOCHEMSCHRIFT 502; XXV MARKENSCHUTZ
UND WETTBEWERB 264, Sept. 11, 1925. In a decision of Novemnber 1955, the Appellate Court of
Dusseldorf held that the court could not recognize the concept of “potential” dilution but that
protection should be granted only if and when the trademark had actually become famous,
58 GRUR 172, 176 (1956).

A rather extreme case of another form of dilution not mvolving actual “confusion” has
just been reported in Time, Aug. 6, 1956. According to Time, the owner of the famous “4711”
trademark for ean de cologne got an injunction in Cologne, Germany, against a manure col-
lector who used his telephone number, 4711, painted in 20-inch high numerals across both sides
of his horse-drawn fertilizer wagon. This case is reminiscent of the Patent Office proceeding
in which, many years ago, an applicant who sought to register the term “Soisette” for toilet
paper was opposed by the registrant of “Soiessette” as a trademark used on cotton goods.
Ponenah Mills v. Universal Crepe & Tissue Mills, Inc., 18 TrADE-MARK REP. 132 (1928). The
Commissioner in dismissing the opposition pointed out that the appropriation of the mark in
question by the applicant could not “cause the goods of the opposer to be brought into public
ridicule, contempt and disrepute.” In a subsequent infringement proceeding between the saine
parties involving the sane tradeinarks, the court came to the same conclusion, holding that
there was “not the slightest association in use between the two products nor in manufacture.”
The argument that there was “an mmdelicacy” about using plaintiff’s mnark in connection with
defendant’s goods was rejected. 19 Trane-MArRK REep. 220 (1929).

60 The earlier decision is reported and discussed in 19 US.T.M.A. BuiL. 105 (1924).
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titled to cancel registration of the same mark for bath tubs,” it was held
in the Odol case that a famous trademark should be protected against
“dilution” (the German word being Verwaesserung), and that it would lose
its selling power if others were allowed to use it as a designation even for
totally different products. The German court said in the course of its
decision:®

To be sure, the parties, on account of the wholly different goods put out by

them are not in actual competition. T%at, kowever, is beside the point, The

complainant has created a demand for its goods, while employing thereon

a word having drawing power, for only through the year-long activity of

the complainant was its selling power acquired . . . . Complainant’s ability

to compete with other manufacturers of mouth wash will be impaired if the
significance of its mark is lessened.

It was this language and this concept which led the late Frank I. Schech-
ter strongly to suggest that the “dilution” concept be made part of the
American law of trademarks, and that the uniqueness of well known trade-
marks should be protected as an independent property right, regardless of
the presence of confusion.” When testifying before a Congressional com-
mittee in 1932, Schechter once more urged recognition of the dilution con-
cept. He said:%

I think there is not only the question of deception of the public, but I be-
Heve from the reasoning of this German court I liave quoted, the person
who has the trade-mark should be able to prevent other people from vitiat-
ing the originality, the uniqueness of that mark. If you take Rolls Royce—
for instance, if you aljow Rolls Royce restaurants and Rolis Royce cafe-
terias, and Rolls Royce pants, and Rolls Royce candy, in 10 years you will
not have the Rolls Royce mark any more. That is the point.

In the proposed new trademark act which he drafted in 1932 and which
became known as the Perkins Bill,’ a provision was included not ouly to
protect any registered mark which was “a coined or invented or fanciful or
arbitrary mark,” against marks which may be likely to cause confusion, but
also against users which may “injure the good will, reputation, business,
credit or securities of the owner of the previously used trademark . .. .”58

51 See discussion of this case in Schechter, The Rational Basis of Trademark Protection,
40 Harv. L. Rev. 813, 831 (1927).

52 Quoted in Schechter, suzpre note 51, at 832. (Emphasis added by Schechter.)

53 “Quite apart from the destruction of the uniqueness of a mark by its use on other goods,
which will be discussed later on, once a mark has come to indicate to the public a constant and
uniform source of satisfaction, its owner should be allowed the broadest scope possible for
‘the natural expansion of his trade’ to other lines or fields of enterprise.” Schechter, supra note
51, at 823.

54 Hearings Before the House Commitiee on Patents, 72d Cong., 1st Sess. 15 (1932).

55 HLR. 11592, 72d Cong., 1st Sess. (1932).

56 Id. at § 2(d) (3).
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Congress, however, took no further action on the Perkins Bill and no simi-
larly broad proposal was ever again introduced during the many years
the Lanham Act was under consideration. The result has been that the
Lanham Act, while abolishing the old concept of “same descriptive prop-
erties” which had been used throughout the Act of 1905, and substituting
a broader test of likelihood of confusion therefor, failed to provide for the
recognition of the dilution concept even in case of famous trademarks,
unless some form of confusion, be it as to origin or as to sponsorship, can
be established. Although there has been considerable legal writing on the
subject since Schechter first suggested the adoption of this theory,” it
seems that only one distinguished American writer has spoken out clearly
in favor of recognizing “dilution” as a separate tort in the form of an in-
vasion of the trademark owner’s exclusive right even in the absence of
any finding of “competition” or “confusion.”®® It is undoubtedly true, as
George Middleton has pointed out in a provocative article of recent date,”
that even in those relatively few cases in which our courts have resorted to
the dilution concept for the purpose of granting protection against use of
a famous name on completely dissimilar products, they still found it neces-
sary to justify the granting of relief by finding some semblance of “con-
fusion.” Even in the famous Tiffany case,’® usually referred to as the land-
mark case on dilution in the United States, an element of confusion was
present as a result of use of the “Tiffany”” name on motion pictures, because
of certain slogans and other displays which the defendant used in connec-
‘tion with the name. Some vague element of confusion is also readily dis-
covered in the other cases in which the dilution theory was invoked.®* We

57 Brown, Advertising and the Public Interest: Legal Protection of Trade Symbols, 57 YALE
L.J. 1165 (1948) ; Garner, Narrow and Weak Trade-Marks, 22 GEo. WasH. L. Rev. 40 (1953) ;
Goble, Where and What a Trade-Mark Protects, 22 Iir. L. Rev. 379 (1927) ; Oates, Relief in
Equity Against Unfair Trade Practices of Non-Competitors, 25 ILL. L. REv. 643 (1931) ; Wolff,
Non-Competing Goods in Trademark Law, 37 CoLum. L. Rev. 582 (1937) ; Note, 66 Harv. L.
Rev. 1094 (1953).

583 Carzmany, UNFARR CoMPETITION AND TRADE-MARKS 1643 (2d ed. 1950) ; Callmann,
Trademark Infringement and Unfair Competition, 14 Law & ConNTEMP. ProB. 185 (1949);
Callmann, Unfair Competition Without Competition?, 95 U. Pa. L. Rev. 443 (1947).

59 Middleton, Some Reflections on Dilution, 42 TRADE-MARK REP. 175 (1952).

60 Tiffany & Co. v. Tiffany Productions, Inc., 264 N.Y, Supp. 459 (1932), af’d, 237 App.
Div. 801, 260 N.Y. Supp. 821 (1932), aff’d, 262 N.Y. 482, 188 N.E. 30 (1933). The lower court
did refer to a number of witnesses who testified that defendant’s motion pictures “marked as
indicated above [with a diamond in conjunction with the name Tiffany], its programs, electric
signs and lobby displays, have in fact caused confusion in their minds and led them to believe
that plaintiff was connected with the production of defendant’s pictures.” 147 Misc. 679, 681,
264 N.Y. Supp. 459, 461 (Sup. Ct.1932).

61 This was true, inter alig, in Triangle Publications v. Rohrlich, 167 F.2d 969 (2d Cir.
1948) ; Stork Restaurant v. Sahati, 166 F.2d 348 (9th Cir, 1948); Wall v. Rolls-Royce of
America, 4 F.2d 333 (3d Cir. 1925) ; Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 (D. Mass.
1947) ; Alfred Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 487 (SD.N.Y. 1929). For
a complete list and analysis of all dilution cases up to about 1943 see 148 AL.R. 1, 75.
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may therefore have to agree with Middleton’s conclusion that, at least as
far as our federal law is concerned, dilution as such has not been made a
statutory tort or a ground on which registration may be refused or a regis-
tered mark cancelled. We may also have to agree with him that®® “the
courts generally have not regarded dilution as a common law tort in its
own right, although they have occasionally used it as a makeweight in cases
where confusion or its Hkelihood was the ratio decidends. So far as I know
no case has turned on dilution alone.” But we do not have to concur in
his ultimate conclusion that the dilution concept has remained “alien to
the law of trade-marks” in this country and should never be recognized in
the absence of a finding of likelihood of confusion.* Nor would we have
to agree that “dilution in the last analysis is a non-statutory form of patent
or copyright infringement and as such has no legal sanction.”® On the
contrary, it is suggested that the use of a celebrated name or trademark
even by a noncompetitor on totally unrelated goods should be considered
tortious and actionable quite regardless of any far-fetched likelihood of
confusion. To condemn such misappropriation would not import patent or
copyright principles into our trademark law but would be nothing more
than an extension of modern principles of tort law to this particular phase
of business conduct. Since we must admit that our federal trademark stat-
ute falls short of giving recognition to this concept, it is doubly significant
that a step in this direction was taken by the four states which have thus
far enacted antidilution legislation.®®

Unfortunately, all four antidilution statutes are so worded as to invite
reliance thereon not only by the owners of well known or famous trade-
marks or names for whose protection this legislation was intended, but also
by others who can make no claim to such celebrity or reputation. While no
precedents relying upon or interpreting the antidilution statute have been
found in Illinois or Georgia, it has already become clear from the Massa-~

62 Middleton, Some Reflections on Dilution, 42 TrapE-MARK REP. 175, 187 (1952).

63 Ibid.

64 Ibid.

65 Tt is, perhaps, particularly significant to note that the first two states in which legisla-
tion was enacted, Massachusetts and Illinois, had always been particularly conservative and
unwilling to extend the doctrine of unfair competition beyond the narrow limits of “passing off.”
Typical of this conservative earlier trend in Massachusetts was Kaufman v. Kaufman, 223 Mass.
104, 111 N.E. 691 (1916). In Hlinois, all state court decisions prior to Lady Esther v. Lady
Esther Corset Shoppe, 317 IIl. App. 451, 46 N.E.2d 165 (1943), had held that there could be
no unfair competition without passing off. Cf. Stevens-Davis Co. v. Mather & Co., 230 Ill. App.
45, 48 (1923) (referred to by Senator Burt in introducing Senate Bill No. 292, April 1, 1953,
which became the Illinois Antidilution Statute), which stated:

“The courts in this state do not treat the ‘palming off’ doctrine as merely the designa-
tion of a typical class of cases of unfair competition, but they announce it as the rule of law
jtself—the test by whick it is determined whether a given state of facts constitutes unfair
competition as a matter of law.”
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chusetts decisions and from at least two New York decisions that until now,
no case involving protection of a famous trademark against dilution, that is,
use of the name by another party on totally different products, has been
reported in either of these states, but that the statutes have been invoked
only in cases in which, in all probability, the same result would have been
reached in the absence of such legislation.

Let us take a quick glance at recent developments in these jurisdictions.

A. Massackusetts The legislative history, meager though it may be,
which led to the adoption of the first antidilution statute by Massachusetts,
reveals some rather significant facts.’® In its original version, Massachu-
setts House Bill No. 656 of 1947 was but a short amendment to the Gen-
eral Laws of the State which would have prohibited a person from assuming
as his business name, in whole or in part," “any coined or peculiar word
which constitutes or is contained in any trademark or label recorded in this
commonwealth, or in the name of any domestic corporation or foreign cor-
poration qualified to do business in this commonwealth without the consent
in writing of the owner of such trademark or label or of such corporation.”
In a memorandum accompanying House Bill No. 656,% reference was made
to decisions in other states and in England which had protected such well
established trademarks as “Kodak,” “Philco,” “Aunt Jemima,” “Tiffany,”
and numerous others. It was pointed out that when a well-known trade-
mark was used by others on noncompeting goods, a dilution of the mark
might result and its selling power be gradually weakened. It was then em-
phasized that the law of Massachusetts had been hampered in this respect
by old precedents which would not grant relief in the absence of likelihood
of confusion or deception of purchasers even in cases involving well known
trademarks. Particularly significant, in the light of subsequent develop-
ments, is the following paragraph which was included in the special memo-
randum to the legislature:®®

No monopolies can be created by this amendment, and none are sought. It
applies only to “newly assumed” uses, and has no retroactive effect what-
ever. Further, the amendment protects only a “coined or peculiar word”
or “unique symbol.” Descriptive or geographical words, and personal
names, which have been traditionally outside the scope of trade-mark pro-
tection, will not be protected in Massachusetts either under this amend-
ment, or at common law.

66 In its original version it was House Bill No. 656, introduced by Mr. Hurwitz in 1947.

67 Ibid.

68 Prepared by memnbers of the Boston Bar and representatives of various organizations
such as the Retail Board of Trade, Better Business Bureau, and Associated Industries of Massa-
chusetts, and presented in connection with the only legislative hearing on House Bill No. 656
before the joint committee on Mercantile Affairs of the Massachusetts House and Senate,

62 1d. at 3. (Emphasis added.)
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In other words, it was emphasized that the dilution concept in the proposed
statute should not apply to all kinds of trademarks or trade names but only
to those which could be recognized as unique symbols or, at least, as coined
or peculiar words. The House of Representatives, in March 1947, approved
the proposed bill as so limited.”® However, the bill as passed by the Senate
changed the House bill by eliminating any reference to “peculiar” or
“unique” marks and by substituting therefor the exact language which
became the law in Massachusetts upon the Governor’s signature thereto
in May 1947,™ and which has served as the prototype for the Illinois, New
York, and Georgia statutes. As passed, the statute broadly refers to any
trade name or trademark and provides for protection thereof against dilu-
tion even in the absence of competition or confusion as to the source of
goods or services.

It has, however, already become quite clear that even under the statute
as now worded, there can be no “dilution” unless the mark or name in-
volved has acquired a sufficient reputation and celebrity to be included
in the class of names which led to the enactment of the statute, such as
“Kodak,” “RCA,” “Philco,” and others, even though such name may not
necessarily be a newly coined word. In other words, the courts in Massa-
chusetts, as elsewhere, have little patience with the “cry of dilution,” as the
United States Court of Appeals for the First Circuit has called it,™ if raised
by someone who has adopted an undistinctive trademark and seeks en-
larged protection—sometimes even against a direct competitor—through
an ill-founded reliance on the antidilution statute. The first case in which
the Massachusetts statute was interpreted involved the trade name “Food
Fair,” which, as such, certainly can make no claim to being a particularly
unique trademark.™ Judge Wyzanski took the unusual step in that case of
hearing testimony by a Boston attorney on the statutory background of
the antidilution act.™ In giving Hmited relief to the plaintiff, the court ex-
pressly stated that it did not have to decide the question whether a plaintiff
miglt be entitled to relief in a case where there might be “absolutely no
likelihood of deception” or in a case involving goods or services “unrelated
to supermarkets.”™ In other words, since the case before the court involved
use of the identical name on identical merchandise in territory into which

70 Commonwealth of Massachusetts, House No. 1865, March 17, 1947.

T1Mass. Laws ANN. ¢. 110 § 7A (1954).

72 Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 165 F.2d 549 (ist Cir. 1948), affirming
70 F. Supp. 1012 (D. Mass. 1947).

73 Food Fair Stores, Inc. v. Food Fair Inc., 83 F. Supp. 445, 79 USP.Q. 114 (D.Mass.
1948), aff’d, 177 F.2d 177 (1st Cir. 1949). The early Massachustts cases are discussed in Pat-
tishall, The Case for Anti-Dilution Trade-Mark Statutes, 43 TrRapE-MARK REP. 887 (1953).

7¢Food Fair Stores, Inc. v. Food Fair, Inc., 83 F. Supp. 445, 450, 77 U.SP.Q. 265, 270
(D. Mass. 1948).

76 Id. at 451, 77 US.P.Q. at 271,
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the plaintiff had not yet fully expanded, no case of dilution as to difference
in goods was present and Judge Wyzanski’s decision, as well as that of the
appellate court,™is far from holding that a name such as “Food Fair” might
be entitled to protection against use on totally unrelated goods or in the
absence of any likelihood of confusion.™

In The Pep Boys, Manny, Moe and Jack v. Pilavin,’® the antidilution
statute was referred to by the Massachusetts district court solely for the
purpose of pointing out that, contrary to earlier Massachusetts cases, no
actual market competition was any longer required before a finding of
unfair competition could be made. In other words, it was held that plain-
tiff’s trademark and trade name had become known in Massachusetts and
that plaintiff was therefore entitled to preemptive protection in that terri-
tory. Moreover, the court noted that protection based on plaintiff’s reputa-
tion in the area would, in all probability, have been granted even under
the Massachusetts law prior to the enactment of the antidilution statute.
Similarly, the plaintiff in Libby, McNeill & Libby v. Andrew G. Libby™
prevailed against defendant’s use of the name “Libby” in connection with
food products on the ground that plaintiff’s name acquired a secondary
meaning in Massachusetts and had been registered there. The antidilution
statute was referred to solely for the purpose of emphasizing that no direct
competition between the parties was required. Moreover, the defendants
were enjoined only from using the name in connection with food products,
and even with regard to those products were permitted use of the name if
qualified by adding their first name or middle initial to it. This case cer-
tainly does not represent a special antidilution problem. Reference to the
statute was also made by the Supreme Judicial Court of Massachusetts in
a case where plaintiff sought protection of the common word “Parkway”
as used in connection with the garage business.*® The case involved direct
competition between the parties but relief under the antidilution statute
was denied on the ground that the word “Parkway” had not even acquired
a secondary meaning as designating the plaintiff’s place of business, and
that the latter’s rights had not been enlarged by the antidilution statute.®*

76177 F.2d 177 (1st Cir. 1949).

77 In another “Food Fair” litigation, which arose in the District of Columbia, Food Fair
Stores, Inc. v. Square Deal Market Co., 109 F. Supp. 637 (D.D.C. 1952), aff’d, 206 F.2d 482
(D.C. Cir. 1953), cert. denied, 346 U.S. 937 (1954), the plaintiff was entirely unsuccessful be-
cause of prior use of the name by defendant in the particular area mvolved; the Massachusetts
case, supra note 73, was distinguished on the facts.

78 83 F. Supp. 445, 77 USP.Q. 265 (D.Mass, 1948).

79103 F. Supp. 968, 93 US.P.Q. 179 (D.Mass. 1952).

80 Mann v. Parkway Motor Sales, Inc., 324 Mass. 151, 85 N.E.2d 210 (1949).

81 The highest Massachusetts court had held, even before this case, in Healer v. Bloomberg
Bros., 321 Mass. 476, 73 N.E.2d 895 (1947), that plaintiffs, who had done business under the
firm name “William Bond & Son,” were entitled to enjoin defendants from using the name
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Perhaps more significant than the just-mentioned cases, which expressly
refer to the antidilution statute, is the only other Massachusetts case which
went to the Court of Appeals for the First Circuit and includes a rather
characteristic discussion of the dilution theory, even though the statute
itself had come into effect after the lower court’s decision had been handed
down. In Pro-phky-lac-tic Brusk Company v. Jordan Marsh Company®
plaintiff used the word “Jewelite” on hair brushes and sought to enjoin
defendant from using “Gemlite” on toilet sets. The district court, without
as much as mentioning any question of “dilution,” merely held that the
two terms were not confusingly similar and dismissed the complaint. The
court of appeals, however, which decided the case early in 1948% after the
antidilution statute had become effective, entered into an interesting dis-
cussion of the plaintiff’s contention that the “memory value” of its trade-
mark “Jewelite” had been diluted. To this the appellate court—and quite
correctly, it is submitted—replied:®

The answer to this contention is that the “dilution doctrine,” as it may be
called, operates to extend the protection of the trade-mark law to the situa-
tion presented when similar marks are used on dissimilar goods, and that it
has no application when the question is whether the marks being used on
goods of substantially the same descriptive properties are similar enough
to cause confusion in the minds of consumers with respect to the source of
the goods. That is to say, the statute, 15 U.S.C.A. § 96, affords protection
to the owner of a registered trade-mark against the use by others without
his consent of reproductions, counterfeits, copies or colorable imitations of
his mark on “merchandise of substantially the same descriptive properties”
and the dilution doctrine operates to give the owner of a registered trade-
mark the same protection against the use of his mark by others on goods
of different descriptive properties. Thus the doctrine may be invoked to
protect the owner of a mark for automobiles and airplanes from the use by
another of a very similar mark for radio tubes (Wall v. Rolls-Royce of
America, Inc., 3 Cir., 4 F.2d 333) or to protect the owner of a mark for
fountain pens and similar writing instruments from the use by another of
a very similar mark for safety razor blades. L. E. Waterman Co. v. Gordon,

“Bond Jewelers,” both parties having been in the jewelry business. The word “Bond” was held
to have acquired a secondary meaning and the court expressly found that there was competition
between the parties so that there was no occasion in any way to refer to the antidilution act.

In its most recent decision involving a suit by a plaintiffi wholesaler, Monroe Stationers
and Printers, Inc. v. Munroe Stationers, Inc., 332 Mass, 278, 124 N.E.2d 526 (1955), in which
a retailer used the name “Munroe Stationers, Inc.,” the Supreme Judicial Court affirned the
lower court in granting relief on the ground that some actual confusion had been shown, that
plaintiff’s name had acquired a secondary ineaning, and that it would have been easy for de-
fendant to have chosen a different corporate name. In view of these facts, it was held unneces-
sary to decide whether plaintiff might also have been entitled to injunctive relief under the
antidilution statute in an area where the plaintiff had not planned to open a branch.

8270 F. Supp. 1012 (D.Mass. 1947).

83 165 F.2d 549 (ist Cir. 1948).

84 1d. at 553.
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2 Cir., 72 F.2d 272. But the marks must be deemed similar before the
doctrine has any application. Therefore, since we agree with the district
court that the marks under consideration are not similar within the mean-
ing of the statute, whereas the goods upon which they are used undoubt-
edly are of the same descriptive properties, it follows that the dilution doc-
trine las no bearing upon the situation with which we are here concerned.

More than that, the court pointed out that plaintiff’s mark was hardly
capable of dilution because the word “jewel” was already diluted when
plaintiff first adopted “Jewelite” as a trademark. We submit that the
answer would have been exactly the same if the antidilution statute had
been expressly referred to because the two most important prerequisites
for any application of the dilution theory were absent in the case; that is,
it neither involved a unique trademark worthy of this special protection
nor was there any occasion for its application in any event because both
parties used their respective marks on almost identical goods.

The same is true of the most recently reported Massachusetts case in
which the antidilution statute was expressly invoked—and rejected.®® The
plaintiff there was manufacturing a laminated cellophane tape under the
name “Zip-Tape,” and had secured a federal registration for that mark.
Defendant manufactured machines for packaging loose material in cello-
phane bags, such as potato chips, and called his machine “Zip-Corder.”
Plaintiff alleged that defendant’s use of the syllable “Zip” diluted his dis-
tinctive trademark. Judge Aldrich held, however, that it was “not clear”
how far the antidilution statute went beyond the Lanham Act’s require-
ment of a finding of at least a possibility of confusion, and that in this case
no dilution could be found in any event because plaintiff had “little appro-
priatable reputation” and particularly because of the complete lack of dis-
tinctiveness of the syllable “Zip.” The court correctly said:*®

I might not be averse to extending protection against this sort of dilution
in the case of a fanciful or “strong” mark whose character was solely or
primarily due to the owner’s endeavors. However, it is another thing to
extend it to a mark which is hypersuggestive and by its own nature highly
fragile, if not autophagous.

And again, citing the Jewelite case:

Where dilution of the sort here objected to is inherent in the nature of the
mark because of the suggestive meaning of a component word, I will not
hold that a non-confusing and otherwise proper use of that word in a dif-
ferent mark can be enjoined simply because it may increase plaintiff’s in-
stability . . . . If a party chooses an unstable mark, he must accept the
consequences,

85 The Dobeckmun Company v. Boston Packaging Machinery Co., 107 U.S.P.Q. 350 (D.
Mass. 1955), corrected at 109 U.S.P.Q. No. 7, p. II, and No. 10, p. IIL
86 Id, at 352,
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Following his decision in the “Zip” case, Judge Aldrich had another occa-
sion in the very recent case of Esquire, Inc. v. Esquire Slipper Manufac-
turing Co.,*" on March 16, 1956, further to pass upon the applicability of
the antidilution statute in a case in which the publisher of “Esquire”” Maga-
zine sought to enjoin a manufacturer of men’s slippers from using the name
“Esquire” as part of its corporate name. While the court recognized, of
course, that “Esquire” as a name for a magazine had acquired valuable
good will and, to some extent, sold not only advertising but also what was
called “commercial blessing” for certain fashion products, it refused to
hold that the word “Esquire” was sufficiently unique to mean only one thing
to the general public, i.e., “Esquire” Magazine. On the contrary, the court
stressed the fact that some 5000 persons throughout the country had
adopted the name “Esquire” commercially, and that the name had been
attached to hundreds of services and goods with which the plaintiff’s mag-
azine had no connection. The court referred to the fact that the name had
been registered before plaintiff’s trademark was obtained for men’s fash-
ions, toilet articles, watches, and numerous other articles. It held, therefore,
that despite plaintiff’s efforts to “police” the name “Esquire” for the
purpose of avoiding a charge of constructive abandonment® the name
was not so unique or famous as to be entitled to protection against use by
a manufacturer of men’s slippers. With regard to the specific charge of
dilution, Judge Aldrich said:*®

There may also be an injury which some courts, and the Massachusetts
statute, term dilution. While dilution has been described as the whittling
away of a special meaning through use by another, this is too broad a
definition. I believe there inust be at least some “likely confusion,” and
that where there is none, a person proceeding on the strength of his own
title is not guilty of dilution. Manufactured words may have a special indi-
vidual meaning, and so may a combination of common words. But T will
not hold that a single or solitary word in common use can be entirely ap-
propriated from the public domain so that other users have no right.

The plaintiff, accordingly, must show at least a recognizable possibility
of confusion.

So much for the Massachusetts cases which have thus far interpreted
the antidilution statute. Four major conclusions may be drawn from this
analysis:

87139 F. Supp. 228, 109 U.S.P.Q. 30 (D.Mass. 1956).

88 See text beginning at note 109 infra. In Francis H. Leggett & Co. v. Premier Packing Co.,
Inc, 140 F. Supp. 328 (D.Mass. 1956), broad relief was given to the owner of the registered
trademark “Premier” with regard to both intra- and interstate commerce; in connection with
intrastate commerce in Massachusetts, the court placed express reliance on the Massachusetts
Antidilution Statute, although it would seem that if the court bad applied the doctrine laid
down by Judge Wyzanski in Cole of California, Inc. v. Collette of California, Inc.,, 79 USP.Q.
267 (D.Mass. 1948), the same result might have been reached without reliance on that statute.

89 139 F. Supp. at 232-33, 10 USP.Q. at 34-35.
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1. There is no room for the dilution theory—nor any need for it—
unless the defendant is engaged in a totally dissimilar business or operates
in an entirely different territory.

2. The dilution theory will soon be discredited in Massachusetts and
elsewhere if resorted to by the users of trademarks which, as the circuit
court of appeals in the Jewelite case said, are already “diluted” when first
adopted and which do not live up to the standard of uniqueness as did such
marks as “Kodak,” “Odol,” and others.

3. National and international fame and uniqueness may be acquired
not only in names that are arbitrarily coined, such as “Kodak,” but also
in extraordinary cases in famous family names, such as “Tiffany.” On the
other hand, it is interesting to note that section 27 of the British Trade
Marks Act of 1938 and section 38 of the Indian Trade Marks Act of 1940
limit the broader concept of so-called “defensive” registrations, which both
statutes permit, to “invented” words.?

4. Judge Aldrich’s observation in the Esquire case that the plaintiff in
a dilution action must still show “a recognizable possibility of confusion,”
may be subject to challenge, at least as a matter of theoretical approach.
While this may have been true under the specific facts of the Esquire case,
no showing of “confusion” of any sort, no matter how nebulous or far-
fetched, should be required where a party merely adopts somebody else’s
famous trademark for the obvious reason of capitalizing upon the reputa-
tion and goodwill created by its owner. As was well stated by the authors
of a comprehensive recent review of the law of trademarks and unfair
competition:

90 The statutes read: “Where a trade mark consisting of any invented word has become so
well-known as respects any goods in relation to which it is registered and has been used, that
the use thereof in relation to other goods would be likely to be taken as indicating a connection
in the course of trade between those goods and a person entitled to use the trade mark in rela-
tion to the first-mentioned goods, then . . . the trade mark may on application in the pre-
scribed manner by such proprietor be registered in his name in respect of those other goods as
a defensive trade mark ....”

This section received a very narrow construction in In the Matter of an Application by
Ferodo, Ltd., 62 R.P.C. 111 (1945), in which it was held, in effect, that the section was more
or less limited to marks which had become “household words.” The analogous provision of
the Indian law was recently criticized in a paper by K. S. Shavaksha, former Registrar of
Trademarks in Bombay, Principle Underlying Defensive Registration, 46 TRADEMARK REP. 266
(1956). It was suggested in this paper that defensive registrations of this sort sbould not be
necessarily limited to “mvented” words. The recent REPORT OF THE COMMITTEE APPOINTED BY
TEE ATTORNEY-GENERAL OF THE COMMONWEALTH (of Australia) to consider alterations in the
Australian Trade Marks Law (which resulted in the Trade Marks Act of 1955), while recom-
mending the introduction of the concept of defensive trademarks into the Australian Act, also
recommended that the limitation to “invented” words be climinated (p.9).

81 Developments in the Law—Trade-Marks and Unfair Competition, 68 Harv. L, Rev. 816,
851-52 (1955).
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Apparently, this protection has thus far been limited to marks that have
gathered about them connotations of quality that might be destroyed in the
public mind by the use of the.marks on products or services of an inferior
quality, or of such a nature that no comparable prestige could attach to
them. It might be argued that this protection should be extended to any
coined or highly distinctive mark which has no connotations other than
those attaching to it by virtue of its association with the owner’s product,
since there is no countervailing public policy in favor of allowing its use
by others.

B. New York The only reported New York case which directly applies
the recent state antidilution statute is entirely in line with the above con-
clusions.”® In that case the plaintiff sought to enjoin defendant from using
the name “Peerless Electric,” these two words being part of plaintiff’s own
corporate name. The case lacked all the elements of a dilution action, since
the name involved was a rather undistinctive name in common use, “Peer-
less,” and since the parties operated in closely related fields. The court,
however, buttressed the granting of injunctive relief by expressly referring
to the public policy of the State of New York as expressed in the antidilu-
tion statute, although the same result would clearly have been reached even
in the absence of the act.%

C. Other Jurisdictions (New Jersey, Pennsylvania and California)
Where attempts have been made in recent years to apply the dilution theory
in other jurisdictions which have not yet adopted antidilution legislation,
they were usually equally unsuccessful because “the cry of dilution” was
raised in situations in which it clearly should not be heard. In the Third
Circuit, Judge Forman held in Q-Tips, Inc. v. Johnson & Joknson® that
the words “Johnson’s Cotton Tips” constituted an infringement of plain-
tiff’s trademark “Q-Tips” and therefore refused to pass upon plamtiff’s
amended cause of action pleading dilution of the “Q-Tips” mark through
the defendant’s use of the word “Tips.” The court rightly said:®

92 Peerless Electric Company v. Peerless Electric, Inc., 135 N.¥.S.2d 885, 103 US.P.Q. 283
(1954).

93 More recently still, the antidilution act was referred to in an action by a plaintiff using
the word “Living” on girdles, brassieres and gloves, against a defendant’s use of the same word
for cosmetics. International Latex Corp. v. Revlon Products Corp., 148 N.Y.S.2d 304 (1955).
The court denied a motion for preliminary injunction because it did not appear from the papers
as filed that plaintiff’s reputation was in any way endangered by defendant’s use of the word,
and that the alleged “whittling away” of the uniqueness of plaintiff’s mark was an issue that
should not be decided without trial on the inerits. For another recent case in which the anti-
dilution statute was referred to in New York in a different context and for a different purpose,
see Wertheimer v. Milliken, 123 F. Supp. 358 (D.IN.Y.1954), discussed in text beginning at
note 169 infra.

94108 F. Supp. 845 (DN.J. 1952), af’d, 206 F.2d 144 (3d Cir. 1953), cert. denied, 346 U.S.
867 (1953).

95 108 F. Supp. at 866.
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The “dilution” theory has been applied wlhere the products of the parties
have been dissimilar or their territories are different . . . .

Protection is afforded to the owner of a trade-mark against the use by
others of imitations of his mark on a product similar enough to cause con-
fusion in the minds of the customers as to the source of the goods through
the ordinary redress for infringement without resort to the doctrine of
“dilution.” See Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 165 F.2d
549 (1st Cir. 1948). In the instant case the products are the same and the
doctrine of “dilution,” as projected by the plaintiff, appears to have no
application.

In Pennsylvania the dilution theory was invoked by the plaintiff in
Sears, Roebuck & Co. v. Johnson.®® The plaintiff had used the name
“All-State” for automobile accessories and insurance services. Judge Kirk-
patrick, in rejecting the dilution theory, said:®"

In the absence of any possibility of loss through competition on the part
of the defendant, the plaintiff seeks to support its right to an injunction
upon two theories, which may be referred to as “disrepute” and “dilution.”
There remains the “dilution” theory which is, in substance, that unless the
plaintiff can prevent the use of his trade name by anyone in any kind of
business it will lose some of its advertising value. I doubt that this theory
has crystalized into law but, in any event, it would have to be limited rather
strictly to fanciful, unique and ineaningless coined words. As pointed out in
the Certain-Teed case, supra, the word “certain-teed,” while not to be
found in the dictionary, is by no means meaningless. So with “Allstate.”
The word can be used in conversation or literature as applied to any nation-
wide business or activity, without the slightest sense of incongruity. Be-
sides, the defendant does not actually use the plaintiff’s coined word but
its components, which are two ordinary English words, and which could be
descriptive of a business like his if his course of instruction included rules
and traffic regulations of states other than Pennsylvania. It is hard to see
how the plaintiff could prevent the use of the words “all state” in connec-
tion with a book of road maps covering the United States or a pamphlet
containing the automobile laws of all the states. It seems to me that when
a person chooses a trade name which has a perfectly intelligible meaning
and can be used naturally in all sorts of connotations and is, therefore,
inevitably subject to “dilution”—in fact already diluted when chosen—
the person who adopts it, while he can, of course, restrain its use on various
grounds under the principles herefofore discussed, cannot very well stand
upon the sole theory of “dilution.”

The United States Court of Appeals for the Third Circuit reversed the dis-

trict court,’ not on any theory of dilution, but solely on the ground that

the plaintiff had built up a substantial goodwill and secondary meaning
96 121 F. Supp. 955, 101 U.S.P.Q. 243 (E.D.Penn, 1954).

971d. at 958, 101 USP.Q. at 245,
98 Sears, Roebuck and Co. v. Johnson, 219 F.2d 590 (3d Cir. 1955).
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and that confusion was likely to result in the public mind because of the
close association of plaintiff’s goods and services and defendant’s school.
The appellate court held that plaintiff had made out “a very clear case of
trade name infringement” and that under ordinary principles of unfair
competition relief should be granted because of likelihood of confusion.

It thus appears that the higher court saw no necessity to as much as
mention the dilution theory, nor to pass or comment upon the district
court’s observations with regard to dilution which, when considered in iso-
lation, would appear to be quite sound.

Cases of this sort would further seem to prove that where the “cry of
dilution” may be effectively raised (as it was in the same circuit, although
not under the label dilution, in the famous Rolls-Royce case),” an equity
court may well grant relief in the absence of a showing of any speculative
type of confusion and in the absence of a specially enacted antidilution
statute.

Our last observation would seem to be peculiarly applicable to a state
such as Califorma, in which the dilution theory was applied, infer alia, in
the famous Stork Club litigation,®® even though there is no antidilution
statute. California has, however, a very general statutory prohibition of un-
fair competition in section 3369 of the Civil Code, which in part provides:

Any person performing or proposing to perform an act of unfair competi-
tion within this State may be enjoined in any court of competent jurisdic-
tion. . . . [U]nfair competition shall mean and include unfair or fraudu-
lent business practice and unfair, untrue or misleading advertising.

As rightly pointed out by the court in the recent case of Haeger Potteries
v. Gilner Potteries,'™ this language is sufficiently broad to cover an unlim-
ited number of unfair business practices, including the tort of dilution.’*?
It is not surprising then that even in the absence of a special antidilution
statute, the concept is sufficiently well established in California to justify
the recent dictum by the United States Court of Appeals for the Ninth Cir-
cuit in a case involving the trade name “Fairway”:

It is true that unfair trade may result from the dilution of the business
good will in ways not connected directly with the possible loss of a sale
through deception or confusion. ...

99 Wall v. Rolls-Royce of America, 4 F.2d 333 (3d Cir. 1925).

100 Stork Restaurant v. Sahati, 166 F.2d 348 (9th Cir. 1948).

101323 F. Supp. 261, 267 (D. Cal. 1954).

102 Cf., with regard to the California law generally, Netterville, California Law of Unjfair
Competition: Unprivileged Imitation, 28 So. Catrr. L. Rev. 240 (1953).

103 Fairway Foods, Inc. v. Fairway Markets, Inc,, 227 F.2d 193, 196 (9th Cir. 1955).
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D. Application of the “Dilution” Concept by the Commissioner of Pat-
ents in Registration Proceedings As previously mentioned, it is true that,
as George Middleton observed,’** the registration statute of 1946 does not
expressly embody the concept of dilution. It is at least doubtful, too, as
Daphne Robert (Leeds) pointed out in T/he New Trademark Manual,'®
whether the language of the statute dealing with infringement is broad
enough to include the theory of dilution in the Schechterian sense. But
there is a rather indirect approach by which the concept has found a small
degree of statutory recognition in section 2(a) of the act. Under that sec-
tion, registration shall be refused of marks which may “falsely suggest a
connection with persons living or dead, institutions, etc.” At least two
instances have been found in which famous marks have been rejected on
the basis of this language for totally dissimilar goods. In Ex parte Galter'®®
an applicant sought to register the word “Kodak” for pyrophoric cigar and
cigarette lighters. In rejecting the application because of registrations of
the famous “Kodak” trademark for totally dissimilar goods, the Examiner-
in-Chief pointedly observed:*

It is seldom that a newcomer attempts to bodily adopt an arbitrary and
coined trade-mark as well-known and as well-advertised as the one in issue.
... It is difficult to find any reason in this case for applicant wanting to
copy the name “Kodak” except the desire to profit from another’s good will.

It will be noted that this mark was not even published for opposition but
was rejected on this basis, ex parte.!® Subsequently, the same question was
raised in a contested case, an opposition proceeding brought by the owner
of the famous “Copacabana” night club against an applicant for registra-
tion of the identical word for perfumes and other cosmetics.’® In sustain-
ing the opposition, Assistant Commissioner Leeds expressly referred to the
name “Copacabana” as a nationally, if not internationally, renowned name
and suggested that the Patent Office should refuse to register such cele-
brated names on the theory that under section 2 (a) their registration would
falsely suggest a trade connection with a well known person or business.
Although not basing the decision on dilution in so many words, but on like-

104 See note 59 supra.

105 RoBerT, THE NEW TRADE-MARK MANUAL, A HANDBOOK ON PROTECTION OF TRADE-
Marxs ¥ INTERSTATE COMMERCE 163 (1947).

108 96 U.S.P.Q. 216, 43 Trape-Marx REP. 317 (1953).

107 1bid.
. 108 This problem is discussed further in Derenberg, The Patent Office as Guardian of the
Public Interest in Trade-Mark Registration Proceedings, 14 Law & CoNTEMP. Pros. 288 (1949).

109 Copacabana, Inc. v. Breslauer, 101 U.S.P.Q. 467, 44 Trape-MARK Rep. 987 (1954).
The same principle was recently applied by the Commisioner of Patents in John Walker &
Sons, Limited v. The American Tobacco Company, 110 U.S.P.Q. 249 (1956), where it was held
that use by the applicant of the famous name “Johnnie Walker” on cigarettes might “falsely
suggest” a trade comuection with opposer.
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lihood of confusion in the sense of the possibility of a falsely suggested
trade connection, Commissioner Leeds cited and relied upon most of the
court cases in which the dilution theory had first been invoked.?

1T
“DEATH OF A TRADEMARK”’

The four state antidilution statutes speak of dilution of “the distinctive
quality of a trade name or trademark.”** While there have been no re-
ported decisions on the point in any one of the four states, it would seem
clear that this language is broad enough not only to include the traditional
case of “dilution” heretofore discussed, in which the uniqueness of a trade-
mark may be impaired as a result of trademark use by others of the same
mark on totally unrelated goods, but might also be resorted to to give some
measure of relief in the far more serious and frequent cases of dilution
through public use leading to a gradual loss of distinctiveness of a well
known trademark. In other words, loss of the distinctive quality of a trade-
mark through development of the mark into a generic term, or what the
Trademark Act of 1946 unhappily terms “a common descriptive term,”
may constitute a form of dilution which might well result in a total loss of
all trademark rights unless the trademark owner is given some redress by
statute or by the courts to prevent this form of dilution. In the recently
published guide-book on “Trademark Management,” a comprehensive
chapter is devoted to the policing of trademarks which have become so
popular as almost to assume the status of household words.™*? It is pointed
out that constant vigilance is required to police the proper use of trade-
marks both by the owner’s own sales staff and in publications and writings
of others. Indeed, as may be gathered from Mr. Bayol’s chapter, the check-
ing and policing of proper use of famous marks, such as “Kodak,” “Coke,”
“Technicolor,” “Band-Aid,” and innumerable others, has become more or
less a daily chore of a staff of experts who will send out a standard forin
letter, courteously calling attention to the misuse of the trademark and
invoking the aid of the recipient to correct the mistake and avoid similar
misuse in the future. It is of course, a known fact that in many such in-
stances the recipient of such letter, even if it be a dictionary or periodical
publisher, will cooperate; but the question must be asked, what legal reme-
dies, if any, are available to the trademark owner if no cooperation, but
further misuse, is forthcoming and at what point may our courts reach
the conclusion that, as a result of continuous nususe, the trademark itself

110 Copacabana, Inc. v. Breslauer, 101 U.S.P.Q. 467, 468, 44 TrapE-MaRk Rep. 987, 988
(1954).

111 See note 7 supra.

112 Bayol, Policing of Trademarks, UNITED STATES TRADEMARK Ass’N, A GUIDE FOR Busi-
NESSMEN, c. V (1955).
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has lost its significance? In other words, what should be the next step in
the type of case to which reference was made in the late Mr. Mencken’s
work, The American Languoge,™® where the B. F. Goodrich Company
brought to the attention of “Life” Magazine the fact that it claimed exclu-
sive trademark rights in the word “Zipper,” which it had adopted in 1923,
and where, rather than complying with the Goodrich Company’s request
not to treat the word as a common noun, the editors of the magazine were
quoted to have answered as follows:***

Life’s apologies, but the Goodrich Company must be aware that its trade-
mark has passed into the English language.

Would the publisher of the magazine be liable in a civil action on the
basis of “dilution” and “injury to the distinctive quality of the owner’s
trademark”? Is it true, as was recently asserted in a leading article in the
trade magazine, “The American Press,” that the unhappy fate of the
“Deepfreeze” product to which the author of the article refers was attrib-
utable in part, at least, to the fact that its name had become a generic term
and that, “legally, a company has the right to sue for damages when its
trademark is used improperly”?**5 The author of the article continued:*'®

But most companies hesitate to do this because they do not want to cause
bad feeling. Instead, they often write Httle notes to the editor asking for
his cooperation and pointing out the error in the use of a name. These notes
may be couched in the 1ost polite phraseology, but actually they are a cry
for mercy on the part of a businessman who realizes that his trademark
and his business can be “lower-cased” or “misspelled” to death.

I suggest that the first quoted sentence probably reflects wishful think-
ing, rather than a correct statement of our present law, at least, our federal
law, and may at best be proven to be true some time in the future in one
of those states which have enacted antidilution statutes.

Our Trademark Act of 1946 is not only silent on this point but has, if
anything, made well known trademarks more vulnerable than before to an
attack on the basis of genericness. This disconcerting conclusion is based
on reading and interpreting together three different sections of the act of
1946, two of which were included at the last moment before the act was
passed. As the law now stands, a registered mark which might otherwise
qualify for incontestability, will remain subject to cancellation at any time,
according to section 14(c), if it becomes “the common descriptive name

113 UnrrED STATES TRADEMARK Ass’N, TRADEMARK MANAGEMENT, A GUIDE FOR BUSINESS-
MEN, Supp. I, p. 344, n.4 (1955).

114 Thid,, reply of the editors to a letter protesting the use of the word “zipper” as a com-
mon noun, Jan. 3, 1938.

115 Death of @ Trademark, The American Press, Feb. 1952, p.20.

118 1bid.
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of an article or substance upon which the patent has expired” and this is
amplified by a proviso in section 15.4, so as to specifically state that no
incontestable right shall be acquired in a mark “wlich is the common de-
scriptive name of any article or substance patented or otherwise.” In sec-
tion 45, loss of trademark significance is referred to as one of the instances
of constructive abandonment if this occurs as a result of “any course of
conduct of the registrant, including acts of omission as well as commissjon.”
But liow about those cases in which the loss of distinctiveness cannot be
traced to any act of omission or commission on the part of the trademark
owner? If the innumerable letters which we are accustomed to write, ob-
jecting to reference to our clients’ trademarks without quotation marks or
without capital letters, or their inclusion in dictionaries, cannot be followed
up as a matter of law by an infringement suit, then is it safe to assume that,
as a mere result of sending hundreds of letters of protest and objection,
we may defend our clients’ trademarks against forfeiture on the ground
that there lias been no known act of omission on the owners’ parts but, on
the contrary, extreme vigilance, which many times is exercised for no other
real purpose than to create a respectable body of proof for the purpose of
avoiding a charge of constructive abandonment in the future?

In other words, is it true that the trademark owner will not be held to
have lost his trademark in the absence of any improper conduct on his part,
such as was found to be present in the “Shredded Wheat,” “Cellophane,”
and “Aspirin” cases,*” or is our present law still reflected in the much-
quoted dictum by Judge Augustus Hand in the “Cellopliane” case in which
he said: 8

It, therefore, makes no difference what efforts or money the Du Pont Com-
pany expended in order to persuade the public that “cellophane” means an
article of Du Pont manufacture. So far as it did not succeed in actually
converting the world to its gospel it can have no relief,

Judging from the latest pronouncement on this point by Judge Learned
Hand, in January 1956, we may indeed hiave to conclude that the “Cello-
plhiane” dictum is presently considered the law of the land. In his opinion
in Artype, Inc. v. Zappulla,™® Judge Hand specifically observed, quoting
the “Cellophane” and other cases for this proposition, that “no care or

117 Kellogg Co. v. National Biscuit Co., 305 U.S. 111 (1938) ; DuPont de Nemours & Co.
v. Waxed Products Co., 85 F.2d 75 (2d Cir. 1936), modifying 6 F. Supp. 958 (ED.N.Y.1934),
cert. denied, 299 U.S. 601 (1936) ; Bayer & Co., Inc. v. United Drug Co., 272 Fed. 505 (S.D.
N.Y.1921).

118 85 F.2d 75, 81 (2d Cir. 1936).

119228 F.2d 695, 108 U.S.P.Q. 51 (24 Cir. 1956).
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expense designed to preserve a mark, originally valid, will protect it, if it
has in fact come to be only descriptive.”?*

Commenting upon the dictum in the “Cellophane” case, the late Frank
I. Schechter had said:'*

Just how, under modern conditions of production, advertising and distribu-
tion, eny complainant could “succeed i actually converting the world to
its gospel” so that it can obtain relief from trade-mark piracy is not clear.
We are confronted with this paradox that the very creation of any real hold
on the public mind through trade-mark advertising and merchandising
must, by such reasoning, in and through itself, automatically involve the
self-destruction of the mark.

As a matter of federal law, this is as true today as it was in 1937 and there
would seem to be only two broad approaches in which a fair solution to
this nost vexing of all trademark probleins can be found: either our federal
statute should include a provision to the effect that a cause of action for
trademnark infringement would He against any misuse of a trademark, not
only i a commercial but in a noncommercial or collateral way as well,
or we should attempt to bring our judge-made law into accord with the
practice in almost all other countries, that is, not to declare a trademark
to have become generic in the absence of a complete loss of all trademark
significance.

With regard to legislative relief, we recently came within striking dis-
tance of a solution. Since it seems so extremely doubtful whether a trade-
mark owner under our present law may go beyond letter writing and actu-
ally sue, for example, a dictionary publisher who refuses properly to indi-
cate the trademark significance of a certain term, it was sought to include
an amendment in the act of 1946 which would be broad enough to enable
trademark owners to put soime teeth into the usual pleas for voluntary com-
pliance with the owner’s rights. When the Hawkes Bill*? was introduced
in 1947, it included an amendinent to section 32.1(a) which provided for
a cause of action for infringement against a person who used a registered
trademark in a way “which is likely to cause the registered mark to lose
its significance as an indication of origin.” The first Wiley Bill,** in sec-
tion 22(c), wmore specifically provided that any person should be liable in

120 Equally disturbing is Judge Hand’s comment in American Chicle Co. v. Topps Chew-
ing Gum, Inc., 208 F.2d 560, 562 (2d Cir. 1953), where he said: “It is reasonable to believe
that the fabulous sum—§11,000,000—that has been spent in ‘publicizing’ the plaintiff’s nug-
gets as ‘Chiclets’ has fixed the word in the minds of mmany buyers as meaning no nore than
a candy coated guin nugget; and to some degree destroyed it as a trade-mark. That is a peril to
which all such advertising is subject; its very success may prove its failure”” (Emphasis added.)

121 Trade Morals and Regulation: The American Scene, 6 Foromam L. Rev. 190, 202-04
(1937).

122 §. 1919, 80th Cong., 1st Sess. (1947).

123 5. 2540, 83d Cong., 1st Sess. (1953).



19561 DILUTION AND THE ANTIDILUTION STATUTES 467

a civil action who employed a registered mark in commerce “otherwise
than as a trade or service mark, in such manner as to be likely to cause the
mark to lose its significance as a mark.”*** When the Wiley Bill was re-
introduced in the second session of the 83rd Congress,'* section 23(c) of
the bill still included the identical provision. However, during the hearings
on the bill, in March 1954, objections to this amendinent began to be raised.
When John T. Love, one of the sponsors of the Wiley Bill, explained the
purpose of this amendment to Senator Wiley by pointing out that there
were times when a trademark might lose its significance due to no fault of
the trademark owner, the following significant colloquy occurred between
Mzr. Love and the Chairman:1*

MRr. Love: Many, many times I have heard the very valuable trade-mark
“Kleenex,” owned by International Cellucotton, used in a generic sense
over the radio by comedians and people in skits; soap operas, I think
they are called.

And consequently, on page 16 of S. 2540, section 23 of the bill, one

of the features of the proposed revision of section 32, subsection 1, is to

.give a person, a trade-mark owner, the right to proceed against a person

who shall employ a registered mark in commerce otherwise than as a

trade-mark or service mark in such manner as to be hikely to cause the
mark to lose its significance as a mark.

This would enable them to proceed against these people who had

destroyed the significance and distinctiveness of his trade-mark.

SENAaTOR WirEY: Wait a minute, now. We have got to have a little freedom
of speech. You fellows who have trade-marks wouldn’t want to kill
some of the humor that we need so much, would you? What do you
suggest about it? You mean to say that here today, if we were to make
up a song about Kleenex and sing it on the radio, Kleenex might lose
its mark, have any tendency to lose its mark? '

Mr. Love: One isolated case like that wouldn’t do it.

SENaTOR WiLEY: You mean my voice wouldn’t be appropriate? No, no.
‘We want to be sensible in this stuff, and we mustn’t make our laws any-
thing but a reflection of common sense. And if you feel that once you
got a mark for a certain commodity, anyone, without any desire to
injure, of course, commits a fraud, uses that mark in common speech or
over the radio or otherwise, he could, by such act, deprive me of my
trade-mark. Is that the law?

MRr. Love: Well, the Supreme Court seemed to think it was in the Aspirin
and Cellophane cases.

12414, at 16.

125 Amendment in the nature of a substitute to S. 2540, 83d Cong., 2d Sess. (1954).

126 Hearings Before the Subcommittee of the Senate Committee on the Judiciary, 83rd
Cong., 2d Sess. 52 (1954).
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The Chairman’s misgivings were shared, strangely enough, by the State
Department which rather unexpectedly objected to the proposed amend-
ment on the ground that its adoption may “involve substantial risks of
creating undesirable annoyances in international as well as domestic
trade.”**" The amendment might be interpreted, according to the Depart-
ment of State:'?®

to permit a trade-mark owner to secure an injunction to prevent the dis-
tribution of literature in which certain trade-mark words or expressions
appear in a manner likely to cause the mark to lose its significance as a
mark. For example, many books and dictionaries that originate abroad
contain words trade-marked in the United States, inany of which may be
generic or unprotected in the foreign country.

Assistant Commissioner Leeds, on the other hand, in commenting upon
the proposed amendment on behalf of the Patent Office, went on record as
recognizing a need to provide a right of action against improper references
to arbitrary, fanciful or coined marks in dictionaries, publications and else-
where, but conceded at the same time that the language of the amendment
was perhaps unnecessarily broad in terms since it might be held to apply
even to ordinary common words used in their common siguificance. She
then suggested a modified version of the proposal of S.2540, which would
accomplish the desired result without depriving the public of its right freely
to use the English language.’® When the Wiley Bill was reported from the
Committee on the Judiciary by Senator Wiley on August 5, 1954,'% this
amendment was deleted in its entirety and has not been restored since that
time. No mention of it or of the deletion thereof appears in the Senate
Report, and S.2540 passed the Senate on August 11, 1954, without this
amendment, which, consequently, was not reincorporated in the Wiley Bill
when it was again introduced in both Senate and House during the present
Congress.™

It remains true, then, that, at least for the foreseeable future, trade-
mark owners can have little hope of buttressing their warning letters and
pleas for cooperation with a threat of legal action under a federal anti-
dilution law which might, at least, protect themn against some instances of
flagrant misuse of their trademarks. Perhaps this absence of specific statu-
tory protection may have some superficial advantages, not only in favor of
those who believe in free use of the English language, or what is claimed
to have become part of the English language, but also for the benefit of

127 Hearings Before the Subcommittee of the Senate Committee on the Judiciary, 83rd
Cong., 2d Sess. at 52 (1954).

128 14, at 85 (letter of the Department of State, March 24, 1954).

128 Id. at 98 (Memorandum of Daphne Leeds to The General Counsel, Department of
Commerce, April 15, 1954).

130 5, Rep. No. 2266, 83d Cong., 2d Sess. (1954).

1315, 215, H.R. 7734, 84th Cong., 1st Sess. (1955).
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those trademark owners or their attorneys who may have been disinclined
to go beyond the stage of letter-writing but who may then have had reason
to fear that failure to follow up such letters by legal action under the pro-
posed amendment might be construed by a court as an act of omission and,
therefore, constructive abandonment on their part. In other words, they
may, under the present state of the law, derive a certain feeling of comfort
from the fact that they are probably powerless to go beyond the current
policing practices and, therefore, cannot be held to have foregone any
available avenues of trademark protection to which the proposed amend-
ment might have opened the door.

Be that as it may, it would now seem unrealistic to expect any solution
of this problem from the Congress and we will, therefore, now turn to an
entirely different approach toward solution which has been adopted with
notable success in many foreign countries. We refer to the trend in the
decisions of the courts in almost all foreign countries not to declare a once
famous trademark to have lost its significance unless no trademark mean-
ing whatsoever is left in the word, either in the understanding of the gen-
eral public or the competitive trade. More than that, it is most interesting
to note that defendants in trademark and unfair competition suits in other
countries rarely succeed in persuading a court that, as a result of some
misuses in publcations, dictionaries, etc., a well known trademark should
no longer be entitled to legal protection.

Let us briefly look at the law and decisions in some leading foreign
countries, to illustrate these points.

In some countries, both in Europe and in South America, any attack on
a registered trademark on the ground of genericness is precluded after the
issuance of the registration. In other words, in order to succeed in vitiating
a trademark in those countries, it would have to be shown that the mark
was in fact generic before the registration issued. The law of Argentina
offers some typical illustrations of this theory. The Federal Court of Buenos
Aires, in a decision imvolving the famous trademark, “Thermos,” which
was sought to be reregistered, rejected the Patent Office argument that the
name had in reality become a designation of the product in commercial
and domestic circles.®® Even though the word “Thermos” had been in-
cluded in the fifth edition (1925) of the dictionary of the Spanish Academy,
it was held that the fact that the mark may have become widely known
subsequent to the registration, “could not impair the right to the exclusive
use thereof as a mark, the very right which is guaranteed by the registra-
tion of such word.” Since the word “Thermos” had been registered uninter-

182 Ex parte Thermos Limited de Londres, Patentes y Marcas 378 (Argentina 1940).
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ruptedly since 1907, it was held that it had remained a registered trade-
mark throughout and had not lost its significance.’®

Similarly, in a decision involving the Spamish mark “Celofén,” the
Buenos Aires Federal Court reached the same conclusion as in the “Ther-
mos” case, even though the word “Cellophane” had become publici juris
in France and other countries as a result of patent expiration.’®* The court
there said:%

In our law, the name which was registered as a mark for a patented product,
provided legal requirements are fulfilled, would indisputably be valid per-
manently as a mark—provided that it is re-registered in time—even sub-
sequent to the expiration of the patent.

While other foreign countries do not put such decisive emphasis upon
the fact of registration, they give almost the same measure of effective pro-
tection to the trademark owner by ruling that the public alone cannot
deprive the owner of his trademark rights but that the “distinctive quality”
of a well known trademark will be upheld as long as any segmient of indus-
try or the trade remains aware of the fact that the trademark involved
designates the product of one particular manufacturer. In other words,
rather than come to the unworkable solution which Judge Learned Hand
reached in the famous “Aspirin” case,’®® by sustaining the validity of the
“Aspirin” trademark with regard to the medical and pharmaceutical pro-
fession but denying it with regard to the public in general, the courts in
these foreign countries will, as a result of such partial retention of trade-
mark significance, continue fo protect the trademark notwithstanding the
fact that, to a large extent, it may have become a “household word” in
public understanding. Thus, the Supreme Court of Switzerland held in a
series of cases that transformation of a trademark into a common name
should not be found on the sole ground that the general public had fallen
info the habit of referring to the trademark as a common noun. It would
have to be shown, in addition, that even the trademark owner’s own com-
petitors and other industry members are no longer aware of the trademark
significance of the term. On that ground the court sustained the famous
cheese trademark “Bel Paese,”**7 as well as the trademark “Lysol,” % for

133 Tt may be interesting to note that the Belgian courts reached the identical conclusion
with regard to the continued validity of the “Thermos” mark.

134 Ex parte Société Anonyme La Cellophane, Patentes y Marcas 195 (Argentina 1942).

135 1pid.

136 Bayer & Co. v. United Drug Co., 272 Fed. 505 (S.D.N.Y. 1921).

137 60 Entscheidungen des Schweizerischen Bundesgerichts [hereinafter B.G.E.] II, 249
(1934).

138 57 B.G.E. II, 609.
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a disinfectant, the trademark “Valvoline” for an oil,’*® and numerous
others. In the “Lysol” case, the Swiss court said:*°

The transformation of a protected trademark into a free name is an extra-
ordinary development and can be found only in most unusual cases, i.e.,
only where not a single person among those which come in contact with the
product is aware of its protected status. If the understanding of the buy-
ing public alone would be sufficient to bring about such transformation,
then the most valuable trademarks would be deprived of all protection. It
is in reality the aim of the manufacturer or distributor who uses a word
trademark to make his product name a household word and the more he
succeeds in this undertaking, the more valuable becomes the trademark.

Consequently, it was held that “Lysol,” “Ichthyol,” and others were still
trademarks even though they were referred to generically in certain phar-
maceutical and other scientific publications. The cheese trademark “Bel
Paese” was sustained even though that name had appeared in conjunction
with other generic cheese names in the Swiss official tariff schedule.**

Quite similar has been the development in Germany before and after
World War II. It is true that the trademark “Vaseline” was thrown into the
public domain in Germany as long ago as 1910, even though the German
Supreme Court acknowledged its validity in the United States and other
countries,*** but in the Gramophone case in 1923**® the same court refused
to hold that “Gramaphone” had become part of the general language even
though it had been already so adjudicated in England.*** It held that the
owner’s competitors were still aware of the trademark significance of the
word and that it could, therefore, not be said to have become part of the
general language.'*

A few weeks earlier, the German Supreme Court sustained the validity
of the trademark “Sacharin.”*® It there said, inter alia:*"

[S]uch a change to a trade-name can be present in the case of a registered
word only when there are particular circumstances and a very clear evi-
dence of the change of meaning of the mark is produced by the trade.
Otherwise, many of the most deserving marks would be common property;

139 55 B.G.E. IT, 149.

140 57 B.G.E. II, 606, 607. For many additional illustrations, see Davip, KOMMENTAR ZUM
SCEWEIZERISCHEN MARKENSCHUTZGESETZ 92 (Basel 1940).

141 yon Biiren, Die Entwicklung des Warenzeichens zum Warennamen (Development of a
Trademark into a Trade Name), 84 ZEITSCERIFT DES BERNISCHEN JURISTENVEREINS 116 (1948).

142 Decision of the German Supreme Court (Reichsgericht), IX Markenschutz und Wett-
bewerb (hereinafter cited as M.u.W.) 309 (1910).

143 XXTIT M.u.W. 238 (1923).

144 Application of Gramophone Company, 27 R.P.C. 689 (1910).

146 XXTIT Mau.W. 238,

146 XXTIT M.u.W. 23 (1923).

147 Ibid,
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for if any one attaches to his goods continuously a mark registered for him,
this will soon assume the character of a quality term with a part of the
public and become the designation of a class.

Twelve years later, the famous “Roquefort” mark for cheese was sustained
on identical grounds.® In 1938, the same court expressly stated that it
was an act of unfair competition for a competitor to contribute in any way
toward the development of a competitor’s trademark into a common de-
scriptive term.#?

Perhaps of even greater significance is the noticeable tendency of these
same courts in foreign countries not to place the exaggerated emphasis
upon the appearance of a trademark in a dictionary or similar work as we
are inclined to do in this country. It is perfectly legitimate and necessary,
of course, for the Patent Office carefully to determine whether any word
for which registration is sought has a generic meaning and to reject appli-
cations, even under section 2 (f), for registration of terms which are alleged
to have become distinctive but are, in fact, part of the English language.
However, entirely different and more flexible tests must be applied where a
defendant in an infringment suit seeks to take advantage of the fact—
usually as a matter of last resort—that the plaintiff’s well known trade-
mark may have been subject to some misuses in various publications and
should therefore be held to have fallen into the public domain. In most
cases of this kind the courts in foreign countries would turn a deaf ear to
such contentions on the ground that inclusion in a dictionary and other
misuses alone are entirely insufficient to deprive the trademark owner of
its mark. If we may again refer to a German precedent, the German Su-
preme Court held, in a famous case, that inclusion of the word “Lysol”
in a dictionary did not impair the trademark significance of that well known
mark. This was one of the very rare cases in which the trademark owner
went beyond the stage of letter-writing and actually sued a publisher for
infringement on the basis that the inclusion of the mark in the dictionary
resulted in a dilution of the uniqueness and integrity of the mark. In that
case the publisher had printed a reservation in the dictionary, advising the
public that use of certain terms therein was not to be interpreted as indi-
cating that those terms may not enjoy trademark protection. The German
Supreme Court said in connection with the dictionary use: "

148 XXXV M.u.W. 220 (1935).

149 XXX VITT M.u.W. 285 (1938). For many more illustrations, see Wassermann, The De-
velopment of a Trade-Mark into a Trade-Name, translated in 24 U.S.TM.A. BuiL. 129, 157
(1929).

150 XX VIT M.u.W. 12. Cited and quoted in Wassermann, Trademarks and Dictionaries,
29 US.TM.A. BurL. 92, 93-94 (1934).

151 Ibid.
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The assertion that a registered trade-mark becomes a free trade-mark, or
even only the assertion of the trade-mark owner, in consequence of the con-
duct of the defendant, that the danger exists of such transformation, is to
be treated with great caution. Hence, the transformation of a registered
word-mark to a trade-name cannot be recognized as in harmony with the
cited jurisprudence, so long as the trade circle concerned, be it only of per-
sons who are fanriliar with the business of the disinfectant produced by the
defendant and put on the market under the designation “Lysol,” sees in the
term an indication of a definite place of production.

If these principles, so well entrenched in the law of many foreign coun-
tries, were more widely accepted by our own courts then the passing of the
proposed amendment to the act of 1946 would indeed become unnecessary,
but thus far there are only a few judicial utterances which offer real en-
couragement in this connection and most of these are by lower courts. Thus,
it was held as far back as 1934, in the “Pyramidon” case (similar to the
German “Lysol” case), that the presence of a word in a dictionary should
not be held conclusive proof of genericness. The court there said:**2

[T]he presence of the word in the dictionary is not at all a conclusive
index of its generic nature. Tradenames for popular products, as used by
one manufacturer, may become so widely known as sometimes to be used
as a synonym for the generic name itself. Striking examples of this are
such names as “Kodak” and “Vaseline.” Both these are defined in the dic-
tionary and yet they are trade-marks, the use of which by any one outside
the firms which have originated them would constitute an infringement.
The fact that a large part of the public may associate a trade-name with
the generic name for a product is a tribute to the skill with which the firm
has popularized the name. To put a penalty upon such skill and to say that
the generalization of the trade-name by the public as a result of the origi-
nator’s publicity must deprive him of his monopoly in the name would, in
the absence of special circumstances, be the height of injustice.

It may be noted in passing that the dictionary problem has occupied the
attention not only of trademark lawyers but of language experts as well.*®®

162 H, A. Metz Laboratories, Inc. v. Blackman, 275 N.Y. Supp. 407, 414, 24 TRADE-MARK
REP. 504 (1934). Cf. DERENBERG, TRADE-MARK ProTECTION AND Unramr Trapme 630-31
(1936). For other illustrations see Rogers, Some Suggestions to Publishers about Trade-Marks,
36 TraDE-MARK REP. 131 (1946) ; Rogers, Trade-Marks and Dictionaries, U.S.TM.A. BuLL. 10
(1934).

163 The problem is unusually graphically outlined in an article by Professor Vizetelly, Pil-
laging the Language, The Atlantic Monthly, Aug. 1932. Professor Vizetelly said:

“The work of making dictionaries frequently brings one face to face with problems that
make things very interesting. One of these is the problem of inclusion and exclusion of trade
names. Around these, political interests may revolve, as they may around the geographical
names of foreign countries. So far as the trade names are concerned, there was a time when
the owners of these urged dictionary makers to include them in the pages of their books.

“The experience is somewhat as follows. The proprietors advertise their goods widely;
writers take the terms and introduce them in their stories or in general literature, and for ten
or fifteen years all goes well. Then the owning company reorganizes, appoints new officers, en-~
gages new attorneys, and soon after this the dictionary inaker receives letters requesting the
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To revert to the more recent cases, by far the most significant would
seem to be the “Polaroid” decision,® in which one of the defences raised
was that the name had lost all trademark significance. In rejecting this
contention, the court said:**

On the showing made by the plaintiffs on the question of loss of distinc-
tiveness of the trademark, one would have to be blind to deny that there
has been a widespread generic use of the word ‘“polaroid.” This use has
been so widespread in fact that it has found its way to the lexicographers,
though most dictionary definitions quoted also recognize that the word is a
trademark. It is further evident that the use of “polaroid” as a common
noun has extended to stereoscopic viewers as well as to polarizing material
in other applications.

As I view the cases, a defendant alleging invalidity of a trademark for
genericness niust show that to the consuming public as a whole the word
has lost all its trade-mark significance. That such is the burden placed
upon a defendant in cases like this one seems evident from the courts’ find-
ings and dicta in Du Pont Cellophane Co. v. Waxed Products Co., 2 Cir.,
85 F.2d 75, and Bayer Co. v. United Drug Co., D.C. 272 F. 505. But I
cannot find that the trademark “Polaroid” has come to be so public and in
such universal use that nobody can be deceived by use of it. Where the pos-
sibility of some deception remains real and the need of competitors to satis-
factorily describe their products is satisfied by the availability of several
common nouns or adjectives suitable for that purpose, this Court will pro-
tect the interest of the owner in his trademark.

It is gratifying to realize that this was not a decision by a European
or South American court, but an unusually thoughtful and forward-looking
decision by a federal district court. If followed by other courts in this coun-
try, the Polaroid decision alone might accomplish almost all we had hoped
to gain by the proposed amendment to section 32 of the act of 1946. It
would then be realized: (a) that a well known trademark does not become
a generic term unless it has lost a// trademark meaning, not only within
part of the general public but within the entire industry and trade, as well;
(b) that occasional references to the word in dictionaries or scientific books
or publications should not, in the average case, have nearly the destructive

removal of the terms from the pages of the dictionary, as inclusion infringes the owners’ rights,
and protesting against such inclusion in peremptory terms. Naturally, to one who knows the
circumstances, these proceedings appear as a joke, but there is another side to them. Patented
articles or products are protected for a certain period of years; but if, before the expiration of
that period, the rights are sold to another company, and that company does the work that the
first company may or may not have neglected to do—goes to the Patent Office and registers
its trademark—the new company acquires a fresh lease of life for the name of the property that
should, on the expiration of patent rights, bclong to the public.

“Men who make dictionaries do not like to omit terminology about which the public is
likely to inquire, nor do they care to be threatened with vexatious lawsuits when their good
faith is shown by the care that they exercise in the work they do.”

154 Alvin M. Marks v. Polaroid Corp., 129 F. Supp. 243, 105 U.S.P.Q. 10 (D. Mass. 1955).

155 Id. at 270, 105 U.S.P.Q. at 37.
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significance which they have often been held to have in this country in the
past; and (c) that an equity court will not encourage unscrupulous com-
petitors to bring about the transition of a trademark into the public domain
or to defend their own unfair practices by an attack on the validity of a
plaintiff’s trademark. Here is, at last, one recent decision in which a federal
court unhesitatingly protected the distinctive quality of a famous trade-
mark against dilution without having to resort to any federal statute or
any state antidilution statute for this purpose and this even though the
case arose in the state which had been the first to enact an antidilution
statute.

Should it be deemed advisable or become necessary to formulate an
amendment to our existing federal statute which would embody these prin-
ciples in a way which would both satisfy the needs of trademark owners
and protect the public in its right to free use of the English vocabulary,
then much may be gained by recent experience in Great Britain and by
careful study of the solution there found in the Trade Marks Act of 1938,
section 15, which subsequently also became part of the Indian Trademarks
Act of 1940, section 27. The Goschen Committee of 1934, after giving a
great deal of thought to the problem, concluded as follows:5

We accordingly recommend that a provision be inserted in Section 6 to the
effect that the rights, whether under common law or by Statute, of the
proprietor of a registered word trade mark should not be prejudiced by the
fact that that word is or has become used as the name or description of an
article or substance, unless it is proved that there has been and is a well-
known and established use of such word in the course of trade by some
person other than the proprietor of the trade mark or a registered user, to
describe in trade the particular article or substance, not being goods having
any connection in the course of trade with the proprietor of the trade mark
or a registered user. In the last-mentioned case, either such word should no
longer be deemed to be a distinctive mark and should be removable by the
Court or the Registrar from the Register on the application of any person
aggrieved, or the Court or the Registrar should be empowered to give such
other relief as may be suitable in the circumstances.

The Committee was motivated by the fear expressed by numerous wit-
nesses that the employment by them of certain beneficial sales and adver-
tising policies would, at the same time, jeopardize their trademark rights
because the purchasing public might tend in practice to refer to the trade-
marks as the generic names of the products themselves. As a result of the
Report’s carefully worded recommendation, the British Trade Marks Act
now expressly provides that: "

156 BoArD OF TRADE, REPORT OF THE DEPARTMENTAL COMMITTEE ON THE LAW AND Prac-
TICE RELATING TO TrADE MARKS 80, 287 (1934).
157 British Trade Marks Act § 15 (1938).
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[T]he registration of a trademark shall not be deemed to have become
invalid, by reason only of any use, after the date of the registration, or a
word or words which the trademark contains, or of which it consists, as a
name or description of an article or substance.

This broad provision is then modified by certain important exceptions in
case of formerly patented articles and situations in which it is proven that
another competitor in the same line of business, although not associated
with the trademark owner, is making “a well known and established use of
the word or words as the name or description of the article or substance.”®
It seems clear that the affirmative benefits conferred by this section upon
trademark owners far outweigh its negative implications in certain excep-
tional situations; the statute makes it clear that, under British law, a trade-
mark will be protected at least to the same extent as it was under the above-
mentioned “Polaroid’”*® decision, and will not be held destroyed or im-
paired as a result of dictionary and similar misuses. On the contrary, it
will be upheld and protected unless it can be shown that the word in fact
designates a product legitimately manufactured under the same name by
more than one unconnected commercial source. Legislation tending in this
direction may well be suggested for our own country as overcoming some
of the objections raised against too broad an amendment of section 32 of
the Act of 1946 and at the same time providing at least some measure of
statutory protection against this most contagious form of “dilution.”

v

DILUTION THROUGH IMPROPER TRADEMARK REFERENCE ON REPAIRED,
REBOTTLED OR RECONDITIONED ARTICLES

Another important area in which some specific protection under the
federal statute might have been desirable involves the numerous cases in
which the distinctive quality of a well known trademark is impaired or
diluted as the result of unauthorized reference thereto, without the owner’s
consent, on rebottled, repackaged or otherwise altered products. Since the
Supreme Court’s decision in Prestonettes v. Coty,*® it had been the law
that the rebottler of a famous perfume could not be absolutely enjoined
from referring to the trademark as long as no other elements of unfair
competition were present; in other words, it was held that the trademark
was not “taboo.” In its more recent decision in the Champion Spark Plug
case,’® the Supreme Court largely reaffirined the doctrine of the Cozy case,
but there was a dictum in Mr. Justice Douglas’ opinion that the doctrine

158 British Trade Marks Act § 15, 1(a) (1938).

159 See note 152 supra.

160 264 U.S. 359 (1923).

161 Champion Spark Plug Co. v. Sanders, 331 U.S. 125 (1947).
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should be strictly limited to situations in which the identity of the original
article was still preserved. The opinion states:?

Cases may be imagined where the reconditioning or repair would be so
basic that it would be a misnomer to call the article by its original name,
even though the words “used” or “repaired” were added.

The Champion case did not, however, put this question to rest. The Singer
Sewing Machine Company in Singer Mfg. Co. v. American Appliance
Co.,*® secured drastic but not complete relief against a defendant who had
rebuilt old “Singer” machines, and got an even more sweeping injunction
in a subsequent case in California, in which the court observed that “a
rebuilder’s notice on the machines is not a license to use plaintiff’s trade-
mark.”?%* In the latter case, any mention of the word “Singer” was en-
joined except a carefully worded reference to the fact that a used “Singer”
head was used as part of the machine.'®

In Green v. Electric Vacuum Cleaner Co.,*% the court’s decree enjoined
the defendant “from offering for sale or selling reconditioned or recon-
structed vacuun cleaners using plaintiff’s trademarks Premier or Premier
Duplex, or either of them, in the manner which has been employed; but
not if the reconditioned or reconstructed vacuum cleaners are marked as
prominently as the trademarks, to indicate that the reconditioning or re-
construction was done by the appellant.”%” Another plaintiff inore recently
succeeded in securing a court order compelling a rebuilder to remove the
name “Electrolux” from its “rebuilt” cleaners.’® The court there said:®

It is no answer to say that the cleaner will function even with parts or
equipment made by other manufacturers. Plaintiff is not to be subjected to
the possibility of imefficient functioning by reason of the use of parts or
equipment made by others. Unless the entire cleaner as it reaches the user
is wholly and completely the product of plaintiff, plaintiff’s name may not
be used in connection with the cleaner or the sale thereof.

All these cases, to a lesser or greater extent, seem to reflect Judge
Learned Hand’s much quoted observation in the Yale case that, “. .. a

reputation like a face is the symbol of its possessor and creator, and an-
other can use it only as a mask . . . ,”*" and his further comment that a

16214, at 129.

163 86 F. Supp. 737 (N.D. Ohio 1949).

164 Singer Mfg. Co. v. Redlich, 109 F. Supp. 623, 625 (S.D. Cal. 1952).

165 The most recent Singer case is Singer Mfg. Co. v. Singer Upholstering & Sewing Co.,
130 F. Supp. 205 (W.D. Penn. 1955).

168 132 F.2d 312 (6th Cir. 1942).

167 14d. at 315.

168 Electrolux Corp. v. Michaels Bros., 207 Misc. 60, 137 N.Y.2d 92 (1954).

109 1d. at 63-64, 137 N.Y.2d at 95-96.

170 Vale Electric Corp. v. Robertsor, 26 F.2d 972, 974 (2d Cir. 1928).
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complaining party need not “permit another to attach to his goodwill the
- consequences of trade methods not his own, and need not expose his good
name to the hazards of another’s conduct.”*™

It was, therefore, but a further step in this direction when the earlier
versions of the Lanham Act, until shortly before its enactment, included
the following provision:*™

If goods bearing a registered mark have been put on the market by or with
the authority of the registrant of a registered mark, or in any package or
other container bearing said mark, and a notice that the goods may be
resold only unaltered or unrenovated or in the original package or con-
tainer, and said goods or any part thereof have, without the authority of
the registrant, been transferred to another package or container or been
in any way altered or renovated, any person who shall, in commerce, make
any use of or refer to said registered mark upon or in connection with the
sale or advertising of such transferred or altered or renovated goods, shall
be Hable to a civil action by the registrant for any or all of the remedies
hereinafter provided.

Strong opposition by the representatives of the Antitrust Division of the
Department of Justice during the hearings on H.R. 82 was raised against
this proposal:**®

In connection with used or second-hand products this section would in
many industries give the manufacturer a right of veto on every sale of
machines or products in a renovated or repaired condition if the original
trade-mark were still affixed or if the trade-mark name were necessary to
identify a product or a part which was being sold. This is an unprecedented
grant of power to control a chattel after its sale and throughout its existence.
Such power would tend to further concentrate control over distribution in
the hands of large manufacturers and in many industries might place exist-
ing independent dealers in used and renovated products in the same posi-
tion and subject to the same controls as sales agencies of the manufacturer.

The provision was eventually eliminated from the statute, so that our pres-
ent federal trademark act includes neither criminal nor civil provisions
specifically directed against unauthorized or misleading use of trademarks
on reconditioned, rebottled, repackaged, or otherwise altered articles.
While Iiberal court decisions have provided trademark owners with some
relief in cases of palpable fraud, it is still believed in many quarters that
more specific and effective federal protection should be available in cases
of this sort (as is true in the majority of foreign countries).

We may well inquire, therefore, to what extent existing state statutes

171 Yale Electric Corp. v. Robertson, 26 F.2d 972, 974 (2d Cir. 1928).

172 H R. 82, 78th Cong., 2d Sess. § 32(3) (1944).

173 DEPARTMENT OF JUSTICE, REPORT oN H.R. 82 at 63 (1944) ; Hearings Before the Sub-
committee of the Senate Committee on Patents, 78th Cong., 2d Sess. at 71, 141 (1944).
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and, more particularly, the antidilution statutes may be resorted to to fill
this gap. In this respect, attention is immediately focused on the fact that
quite apart from the antidilution statute, almost all the states have so-called
“refillable container” statutes and other criminal provisions which make
the use of trademarked bottles, containers and the like a misdemeanor;
these state statutes may, therefore, be used in a variety of cases in which
our federal law has remained ineffective, if not, indeed, nonexistent. That,
quite apart from these criminal provisions, the broad language of the anti-
dilution statutes may also be relied upon by the trademark owner, may be
gathered from at least one recent case which arose in the federal court in
New York and in which the New York Antidilution Statute was expressly
relied upon as at least one important basis for protection. This was the case
of Wertheimer v. Milliken,™ in which the defendant had purchased certain
dental X-ray film bearing plaintiff’s trademark, the containers of which
were marked “Not Fit for Use,” and which were to be offered by defend-
ants to the public only as scrap. Defendants, however, obscured the words
“Not Fit for Use” so that the film was not sold as scrap but in such a man-
ner as to injure the good name and reputation of plaintiff and its trade-
mark. In granting rehef, the federal court relied expressly on the New York
Antidilution Statute, saying:*™

The right to injunctive relief under such circumstances is clear, in view of
the recent amendment to the New York General Business Law, McK. Con-
sol. Laws, c. 20, which became effective July 1, 1954.

A temporary injunction was granted and the conduct of defendant was
Leld to constitute unfair competition under the Antidilution Statute.

It is interesting to compare this recent case with the decision of the
Court of Appeals for the Seventh Circuit in Stakly, Inc. v. M. H. Jacobs
Co.,*"® which was decided before the Illinois Antidilution Statute was en-
acted. The defendant there was enjoined from selling plaintiff’s razor
blades without indicating to the public that they were defective, but relief
was granted solely on the basis of protection of the public against fraud
and it was not suggested that the sale of plaintiff’s trademarked product in
such a manner might, without inore, constituted trademark infringement
or dilution, as that term was defined in the subsequently adopted Illinois
Antidilution Statute.

It may thus be confidently expected that the coverage of the state anti-
dilution statutes will be lield broad enouglh to give relief even in some situa-

174 123 F. Supp. 358 (S.DN.Y.1954) ; see also note 93 supra.
175 123 F. Supp. at 360.
176 183 F.2d 914 (7th Cir. 1950).
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tions in which a federal court might hesitate to do so under the more re-
stricted language of the Coty and Champion Spark Plug cases.'™

The same is perhaps even more true in cases not involving reconditioned
or otherwise changed products but unnecessary and unfair references to
the trademark owner’s product for the purpose of gaining a competitive
advantage. Typical illustrations of this sort occur where the trademark is
referred to in such form as “a substitute for............ )’ or “X-type............ )
or “equivalent of............ ,” or “as good as............ ,” etc. Under the laws of
most foreign countries such references, unless excusable as a matter of
commercial necessity, would fall within the category of trademark infringe-
ment; they might readily fall within the broad scope of the language of the
antidilution statutes in our country. It is true that even in the absence of
statutory provision to this effect, some progressive courts have enjoined
such uses as unfair competition; for instance, the New York State Court
in Winthrop Chemical Co. v. Blackman™® A majority of the court held
that the practice of using the words “introduced as” or “equivalent of” in
conjunction with the plaintiff’s trademark name was “designed to foist the
defendant’s product on the buyer without any necessity of so doing in the
interest of the public to prevent monopoly.”*™ It would undoubtedly add to
the security of trademark owners if some statutory basis either in the fed-
eral law or in the state antidilution statute were available on which to
prosecute practices of this sort.

Here, again, a casual glance at the present British law may not be
amiss. After the House of Lords had held in the famous Veast-Vite case®?
that a collateral reference to a trademark in the form of “a substitute for”
did not constitute trademark infringement, the Goschen Committee recom-
mended that the statute be changed so as to make any such reference with-
out the proprietor’s consent an infringement of the trademark, even if such
use may not be likely to lead to the belief that there was a connection in
the course of trade between the goods involved.’® In accordance with this
recommendation, the Trade Marks Act of 1938 expressly defines trade-
mark infringement so as to include this type of collateral use and the new
section was successfully invoked by the plaintiff in the subsequent case of
Bismag Ltd. v. Amblins (Chemists) Ltd.,'®* although the language and
scope of the amendment was criticized by the British court.!s

177 See notes 160 and 161 supra.

178 246 App. Div. 234, 285 N.Y. Supp. 443 (Sup. Ct. 1936).

179 Id. at 235, 285 N.Y. Supp. at 444.

180 Trving’s Yeast-Vite Ltd. v. Horsenail, 51 R.P.C. 110 (1934).

181 Boarp or TRADE REPORT, note 156 supra at § 185, p. 50.

182 57 RP.C. 209 (1940).

183 1bid. Interestingly enough, as a result of such criticism the recent REPORT OF THE
COoMMITTEE APPOINTED BY THE ATTORNEY-GENERAL OF THE COMMONWEALTH (of Australia)
to consider alterations in the Australian Trade Marks Law, note 90 supra, did not recommend
an amendment to the Australian Act in this respect.
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The New Canadian Trade Marks Act of 1953 has generally followed
the lead of the English statute but has much improved the wording of the
British law by providing as follows:%

22. (1) No person shall use a trade mark registered by another person in a
manner likely to have the effect of depreciating the value of the goodwill
attaching thereto.

This, of course, in one short sentence incorporates the philosophy of our
antidilution statutes into the new Canadian Trade Marks Act since this
language is broad enough to cover not only the situations under discussion
but all those previously referred to as well. In recommending this salutary
legislative provision, the Report of the Canadian Trade Mark Law Re-
vision Committee stated:s

‘We have been impressed by the fact that infringement actions have some-
times been decided on wholly artificial rules, as the Yeasi-Vite case above
noted indicates. A frade mark statute should be designed to protect fair
trading and, in our view, anything that depreciates the value of the good-
will attaching to a trade mark should be prohibited. We have, therefore,
made a positive provision to that effect in Section 22. If, therefore, a well
known trade mark is used by other than the trade mark owner in such a
manner as would not previously have constituted grounds for an action
either of infringement or passing off, but which has the effect of bringing
the trade mark imto contempt or disrepute in the public mind, the trade
mark owner will be in a position to seek a remedy.

The Report expressed the hope that with this broad provision as part of
the trademark statute, “unfair competition will be minimized and . . . the
honest and healthy use of trade marks will be encouraged.”**® The inclu-
sion of a similar provision in our Federal Trademark Act would signify the
acceptance of the philosophy of the State Antidilution Statutes.®?

v
“INJURY TO BUSINESS REPUTATION”

Little attention has been given thus far by our courts or by writers in
the field to the fact that the four antidilution statutes which have thus far

184 An Act relating to Trade Marks and Unfair Competition, 1 & 2 Exiz. 2, c.49 (Canada
1953).

185 CanaADIAN TRADE MARE Law RevisioN COMMITTEE, REPORT 26-27 (1953).

186 Ibid.

187 See note 7 supra. It is perhaps interesting that this form of dilution by use of trade-
marks on repair parts and altered goods has also been suggested as a topic for international
regulation. The International Association for the Protection of Industrial Property has long
favored the inclusion of a provision in the, Convention making unauthorized use of trademarks
on repair parts an act of trademark infringement. However, neither the International Chamber
of Commerce nor the International Law Association are in favor of the proposal, but rather
have expressed the opinion that each country should deal with this particular problem in its
own domestic legislation.
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been enacted all refer not only to “dilution of the distinctive quality of a
trade name or trademark” but, in the first place, to “likelihood of injury
to business reputation.”*® While the history of these statutes, particularly
the Massachusetts statute, seems to indicate that they are directed primar-
ily toward protecting the trademark owner against use of his trademark
on totally unrelated products, the language of the acts apparently covers
a far greater range by making actionable “injury to business reputation,”
in addition to or independent of any other element of dilution. It is sig-
nificant, in this connection, that the statutes use the disjunctive “or” in
distinguishing between these two types of injury. Thus far there has been
no decided case in any of the four states in which other previously un-
recognized forms of injury to business reputation have been successfully
enjoined under the antidilution statutes. It would certainly not seem far-
fetched, however, to suggest that in states such as New York, certain other
forms of injury to business reputation may now have become actionable
for which no equitable remedy was held to exist prior to the enactment of
the antidilution statute. It may not be too optimistic to prophesy that the
form of injury to business reputation which we have always referred to
under the misnomer of “trade libel” may soon be effectively restrained
even in New York as a form of unfair competition under this recent statute,
even though neither the New York Court of Appeals'® nor the Court of
Appeals for the Second Circuit'®® has thus far deviated from the outmoded
and unfair doctrine of the old Marlin Firearms decision.” In this way,
that part of the New York State Antidilution Statute which refers gener-
ally to “injury to business reputation” may pave the way not only to more
effective trademark protection but to the gradual recognition of other
actionable forms of unfair business conduct as well.»**

vi

THE “DILUTION’ PROBLEM UNDER THE INTERNATIONAL
AND INTER-AMERICAN CONVENTIONS

-

The problem of protecting well known trademarks against dilution has,
of course, arisen not only on the domestic level but in the realm of inter-
national trademark protection as well. While the International Convention

188 See statutes cited at note 7 supra.

189 Advance Music Corp. v. American Tobacco Co., 296 N.Y. 79, 70 N.E.2d 401 (1945).
Although applying a inore liberal rule with regard to the requirement of “special damages” in
trade libel cases, the court of appeals made no mention of the Marlin Firearms case, note 191
infra, and gave no indication that it meant to overrule that decision.

190 Eversharp, Inc. v. Pal Blade Co., 182 F.2d 779 (2d Cir. 1950).

191 Marlin Firearms Co. v. Shields, 171 N.Y, 384, 64 N.E. 163 (1902).

192 Cf,, with regard to this problem generally, Note, The Low of Commercial Disparage-
ment: Business Defamation’s Impotent Ally, 63 YaLE L.J. 65 (1953).
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for the Protection of Industrial Property™® in its original version did not
include any stipulation for the protection of well known trademarks, the
now famous article 6bis was incorporated in The Hague Revision of 1925,
which, in its first two paragraphs, provides as follows:

1. The countries of the Union agree to refuse or invalidate either adminis-
tratively, if their legislation so permits, or at the request of an interested
party, the registration of a frade-mark which constitutes a reproduction,
imitation or translation, liable to create confusion with a mark considered
by the competent authority of the country of registration to be well known
there as being aiready a nark of a person entitled to the benefits of the
present Convention and used for identical or similar products. The same
action shall be taken when the essential part of the mark constitutes a re-
production of a well-known mark or an imitation likely to cause confusion
therewith.

2. A period of at least three years must be granted in order to claim the
cancellation of these marks. The period shall start from the date of regis-
tration of the mark.

This Convention article introduced the concept of the “notoriously well
known trademark” into the law and it would seem at first glance as if the
concept of dilution thus found its way into the international sphere of
trademark protection and unfair competition even before the problem
itself was first recognized in our own domestic law. Upon closer scrutiny,
however, it becomes apparent that article 6bis in its present form is a far
cry from establishing an effective international system of protection for
world-famous trademarks, but is strictly limited to grant protection to the
first user of a trademark in one Convention country against a person who
may have succeeded in getting a registration for the same mark in another
member country before the first user had secured a registration there. In
such a situation—and only in that case—the first user is given a three-year
period within which he may seek cancellation of such registration by a
third party. In other words, it was the primary purpose of article 6bis to
remove the inequities which flow from first registration of well known
trademarks by pirates in countries in which trademark ownership is ac-
quired by registration rather than by first use. The courts of most coun-
tries have held that, for the purpose of taking advantage of article 6bis, it
must be shown that the mark is well known not only in the country of origin
but likewise in the country where protection is sought against the prior
registrant.

While article 6bis, in this limited scope, was an important step forward
at the time of its adoption, it has since been clearly recognized that it is

193 Convention of Union of Paris for the Protection of Industrial Property, March 20,
1883 ; revised at Brussels, Dec. 14, 1900; at Washington, June 2, 1911; at The Hague, Nov. 6,
1925; and at London, June 2, 1934.
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still far too restricted and that it should be amended at the forthcoming
Diplomatic Conference at Lisbon in at least three vital respects, one of
which has direct reference to the subject of “dilution.” As a result of ex-
tensive studies not only by various international groups, such as the Inter-
national Association for the Protection of Industrial Property, the Inter-
national Chamber of Commerce, the International Law Association, and
others,** but also by distinguished writers and scholars,'® both here and
abroad, the following recommendations may be offered.

A. All writers and international study groups are agreed that the 3-year
cancellation period presently included in article 6bis is too short and should
be extended to at least five years.

B. The owner of a well known trademark should be protected in other
Convention countries in advance of actual use in such countries, provided
the mark has become known there. In other words, actual use of the mark
on goods imported into other Convention countries should not be required
and use by way of advertising or other means of publicity should be held
sufficient. This could be accomplished if a provision were added to article
6bis which would read as follows:*%

A mark should be deemed “well known” for the purposes of this article if
such mark has been used in the country involved or has been made known
to the trade or the general public by local or foreign advertising, or by other
means of publicity.

194 The International Chamber of Commerce was particularly active; ¢f. Memorandum
prepared by Dr. Stephen P. Ladas, Chairman, and Mr. Charles Magnin, Rapporteur, of the
International Chamber of Commerce Commission on International Protection of Industrial
Property, entitled “Well-Known Trade Marks,” presented at Lisbon, June 1951, at the 13th
Congress of the I.C.C., published in English in booklet form by the Commission, C.C.I.
Brochure 138, also published by the Trade Marks Patents and Designs Federation as a supple-
ment to its monthly report (London, May 1951). Cf. also, INTERNATIONAL LAwW ASSOCIATION
REPORT OF THE FORTY-FIFTH CONFERENCE, LUCERNE, 1952, 201 et seq. (London, 1953) ; INTER-
NATIONAL LAW ASSOCIATION, REPORT OF THE FORTY-FOURTH CONFERENCE, COPENHAGEN, 1950, 86
(London, 1952).

193 Cf, in English, Callmann, Thoughts on the Protection of World Marks, 44 TRADE-MARK
Rer. 1134 (1954) ; Ladas, International Protection of Well-Known Trade-Marks, 41 TRADE-
Mark REP. 661 (1951) ; in French, Fernand-Jacq, Réflexions sur les Marques Dites “Notoires,”
68 LA ProPRIETE INDUSTRIELLE 189 (1952) ; Martin-Achard, La Protection des Margues No-
toirement Connues, 46 SCEWEIZERISCEE JURISTEN ZEITUNG 117 (1950); in German, REIMER,
WETTBEWERBS UND WARENZEICHENRECET (Commentary to the Law of Unfair Competition
and Trade-Marks), 48 et seq. (3d ed. 1954); Becher, Der Schutz der beriihmten Marke,
53 GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT 489 (1951); Moser von Filseck und
Schreiber, Der Schutz Notorisch Bekannter Marken, AUSLANDS UND INTERNATIONALER TEIL zU
GRUR 70 (1952); Troller, Die Beriikmte Marke, FESTGABE DES LUZERNISCHEN ANWALTSVET-
BANDES ZUM SCHWEIZERISCHEN ANWALTSTACG (1953). For the latest discussion of the need for
amending Article 6bis of the International Convention, see Bodenhausen, 46 TRADEMARK
Rep. 718 (1956).

196 Tnternational Law Association, American Branch, Report for the meeting at Lucerne,
Aug. 31-Sept. 6, 1952, printed in Report of the 45th Conference, note 194 supra, at p.203.
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This recommendation was made and adopted at the Lucerne Meeting of
the International Law Association and had been previously recommended
in identical form in the Ladas-Magnin Report to the International Cham-
ber of Commerce.®” It will be noted that this proposal goes beyond arti-
ticles 7 and 8 of the Inter-American Convention of Washington, 1929,1%8
which authorized the owner of a mark to apply for cancellation of marks
registered in another Convention country which had been previously used
by the petitioner, provided the registrant of the mark sought to be can-
celled or opposed had actual krowledge of the prior use or registration of
the petitioner’s mark in his home country. As pointed out by Dr. Ladas,*®
it would be difficult to prove the subjective element of actual knowledge,
and it would be far better, therefore, to write into the Convention the con-
cept of “made known” as first used in the Canadian Unfair Competition
Act of 1932%% and as re-embodied in the Canadian Trade Marks Act of
1953.2% Section 5 of the latter act expressly provides that a trademark
will be deemed to have been made known in Canada, infer alia, if the goods
or services to which the mark relates have been advertised in any printed
publication circulated in Canada “in the ordinary course of cominerce
among potential dealers in or users of such wares or services” or have been
similarly advertised in radio broadcasts “ordinarily received in Canada by
potential dealers in or users of such wares or services.” Any trademark that
“has become well known in Canada by reason of such distribution or ad-
vertising” shall be deemed to be in use there and to be entitled to Con-
vention protection.

It would indeed be a considerable step forward if international protec-
tion of trademarks owned by persons entitled to Convention protection
would become available not only as a result of use and registration in Mem-
ber Countries, but also on the basis that they have been “made known” in
such countries as the result of advertising, broadcasting and similar means
of publicity.

C. Thus far, the proposals referred to affect only the extraterritorial
protection of trademarks without going beyond the normal substantive
scope of the mark itself and without even beginning to approach the dilu-
tion problem. On the contrary, article 6bis limits the protection of notori-
ously well known marks expressly to use of the mark by others oz identical
or similar products. No provision is made in any existing international con-
vention for protection of any mark, no matter how famous, against use on

197 Note 194 supra.

198 RoperT, THE NEw TRADE-MARK MANUAL 313 (1947) in which is printed the General
Inter-American Trade-Mark Convention, February 20, 1929.

199 41 TrapE-MARE REP, 661, 663 (1951).

200 22-23 GEORGE 5, c.38 (Canada 1932).

201 Note 184 supra. .
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completely unrelated or dissimilar products. In other words, neither article
6bis nor any other Convention provision (unless, conceivably, the rather
broad provision of article 10bis, may be resorted to for this purpose) may
be invoked by owners of famous trademarks, such as “Lucky Strike,”
“Kodak,” “Leica,” Chanel,” “Omega,” or innumerable others, to prevent
dilution of these names as the result of use on totally unrelated products.
This is the reason why it has been repeatedly pointed out by well known
foreign scholars®*? that the concept of notoriously well known trademarks,
as defined in article 6bis, should be strictly distinguished from that of a
“celebrated” or “famous” trademark, because such celebrated trademarks
have been held entitled, in many foreign countries, to protection far beyond
the limited scope of so-called “notoriously well known” marks under arti-
cle 6bis. This is the reason, too, why proposals have been made in the
past®®® and are still being suggested®** for the creation of the concept of a
“world trademark” entitled to worldwide protection not limited to the same
or similar goods for which the mark has become famous.

In order to meet this challenge, the International Chamber of Com-
merce suggested an amendment to article 6bis, which read as follows:2*®

The stipulation of the first paragraph of this Article shall also be applied
in the case where the mark attacked by the interested party is used on dis-
similar products provided, however, the competent authorities shall con-
sider that the mark, by reason of its uniqueness or originality or its long
and exclusive use by the interested party or its exceptional advertising, if
used by the other person may lead the public to believe that such dissimilar
products originate with the interested party or their standards are guaran-
teed by him or are made by a person in relation to him,208

It should be noted that even this proposal, which goes far beyond the pres-
ent scope of article 6bis, does not go as far as to create a cause of action
on the ground of “dilution” of a famous name in the absence of any pos-
sibility of confusion, even in the broadest sense of that term, but would

202 Becher, Troller, supra note 195.

203 The first such proposal was made by the late Edwin Katz in a book entitled WELT-
MARKENRECHT (Berlin 1926).

204 Callmann, Thoughts on the Protection of World Marks, 44 TraDE-MARK Rep. 1134
(1954).

205 Ladas-Magnin Report, supra note 194.

206 The International Law Association at the Lucerne meeting reformulated this proposal
in the following language, which, it is suggested, is preferable to that adopted by the Inter-
national Chamber of Commerce: “The first paragraph of this article shall also be applicable
in cases in which a well-known mark has been registered in another Convention country for
dissimilar goods, provided a proper showing can be made that the mark, as a result of its unique-
ness and celebrity, has become so well-known as to induce members of the trade or the general
public to assume that there may be a connection in trade between the user or registrant of the
mark on dissimilar products and the owner of the well-known mark.” (Report of the 45th
Conference, supra note 194, at 204.)
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still be restricted to situations in which the simultaneous use of the name
or mark by more than one party on totally different goods might give rise
to the erroneous belief that some connection in trade may exist between
the parties involved. It has been suggested that even this limitation should
not be necessary and that actually celebrated trademarks or names, such
as, for instance, “Mickey Mouse,” should be entitled to Convention pro-
tection merely on the ground that their use by others than their well-known
owners forms an act of piracy or misappropriation or unjust enrichment,
whichever of these terms may seem best to characterize such unfair conduct.

We are all aware, of course, of the great difficulty which would have
to be faced in trying to define the meaning of famous or celebrated trade-
marks, as distinguished from notoriously well known marks presently en-
compassed within article 6bis of the Convention. Dr. Troller’s and Dr.
Becher’s studies®® may go a considerable way toward suggesting a solu-
tion to this problem.*® Becher states in this respect:2°

“Celebrated” means known to the people of a sovereign territory irrespec-
tive of class of purchasers, of friend or foe, of differences of class or educa-
tion, of age or youth. A mark is celebrated when it has entered into the
language of a people with a definite and therefore single signification.

He also points out®® that ordinarily a mark might not be “celebrated”
unless a court took judicial notice of its fame:*

For a mark that is not familiar and does not convey an exact meaning as a

- household word to even one judge is certainly not celebrated. If the court
has to ask for proof that the mark is celebrated, especially in the form of
letters from abroad (1), I regard this as confirmation that it is not a ma.rk
celebrated outside its own class of goods.

D. Finally, it has been proposed that rather than amend article 6bis
along the lines previously referred to, one broad amendment to article 10bis
of the Convention might satisfy the need for more effective protection of
famous trademarks. Such a proposal was made before the Quebec Congress
of the International Chamber of Commerce and led to a resolution recom-
mending the inclusion of the following provision in article 10bis:***

207 Becher, Troller, supra note 195.

208 An excellent English translation of the Becher article was prepared by L. A. Ellwood,
for the Trade Marks Patents and Desigris Federation and published as Part I of its Report
for March 1952.

209 1d. at 2.

210 14, at 3.

211 Cf. Heydt, Zum Begriff der Weltmarke (World Trade-Mark), 54 GEWERBLICHER
RrrcETSscHUTZ UND UREEBERRECHT 321 (1952).

212 12th Congress (Summer 1949).
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The use or registration by a person of a mark which by reason of its origi-
nality and uniqueness or of its long and exclusive use by another has come
to symbolize and identify his entire business or commercial activity shall
be deemed to be an act of unfair competition.

This provision was also adopted at the Copenhagen Conference of the
International Law Association.®® It would seem, however, that if the pro-
tection of famous trademarks against dilution were made an act of trade-
mark infringement by way of appropriate amendments to article 6bis,
rather than by including it merely in a general program of international
protection against unfair competition, a more specific and more readily
enforceable mode of protection would become available.

Whichever of these proposals may meet with the approval of the forth-
coming Diplomatic Conference on the revision of the International Con-
vention at Lisbon, it cannot be doubted that the ultimate adoption of any
one of these proposals would constitute a welcome and necessary strength-
ening of the protection of famous trademarks against dilution in the chan-
nels of international trade.

213 Report of the 44th Conference, supra note 194, at 86.



