Copyright and Free Speech:
Constitutional Limitations on the
Protection of Expression
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The excitement attending the passage of the new Copyright Act!
must be apparent even to the most casual observer of intellectual prop-
erty law. It readily can be appreciated by any who have had to con-
front the copyright problems created by modern photocopyers,
computers, or cable television, armed only with a 1909 statute still
struggling mightily to assimilate the player piano roil.> The Copyright
Act of 1909* did not succumb without a struggle. It survived for more
than two decades after the revision effort had begun,* and the renova-
tions remaim incomplete.> Nevertheless, the courts will soon be search-
ing the seventy-odd sections of the new legislation for answers to a host
of foreseen and, inevitably, unforeseen problems. Legal scholars,
unencumbered by notions of cases or controversies, are already busily
surveying the contours of the new landscape.® Yet, even as the com-
mentators focus on the intricacies of the congressional handiwork, an
issue of constitutional dimensions is slowly crystallizing in a series of
judicial decisions.

A publisher who has printed abstracts of copyrighted financial re-

ports defends against a charge of copyright infringement by arguing
that the abstracts are financial news coverage protected by the first
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amendment guarantees of free speech and free press.” A lawyer who
has written a book analyzing the espionage trial of Julius and Ethel
Rosenberg argues that the inclusion of portions of twenty-eight copy-
righted letters written by the Rosenbergs should not be considered an
infringement because of the public interest in the free dissemmation of
information.® A federal court in Florida is persuaded that the first
amendment prohibits an order enjoining a newspaper from depicting
the cover of a competing copyrighted television guide in a comnparative
advertising campaign,” while the McDonald’s Corporation, pressing -
exorably toward its twenty-sixth billion hamburger, attempts to con-
vince the United States Court of Appeals for the Ninth Circuit that the
broad scope of protection given to copyrighted television characters im-
pinges on its freedomn of speech.!® These cases, and others like them,
have compelled judicial consideration of the potential conflict between
copyright law and the first amendment guarantees of free speech and
free press.

This Article will attempt to structure a workable accomninodation
between the first amendinent and the property rights in “origimal works
of authorship” granted by federal copyright law. The internal rules of
copyright doctrine first will be examined to see how they themselves
operate to avoid potential confrontation with first amendment values.
Then, to the extent that possible conflict remains, the scope of the ex-
ternal first amendment privilege necessary to insure the constitutional-
ity of the system will be considered. First amendment challenges to the
rights of copyright owners are becowning mnore frequent. The task is to
determine which of these challenges safely may be cast aside, and
which, if any, are entitled to constitutional recognition.

1

THE CONFRONTATION

Even a cursory exainination of the origins of copyright law reveals
the potential conflict between property rights in intellectual creations
and freedom of expression. In its earliest stages, the copyright system
was a device to enable the English Crown to control the output of the
newly invented printing press. Initially, the control took the forin of
royal grants for the exclusive printing of particular books. Later, a

7. Wainwright Sec. Inc. v. Wall St. Transcript Corp., 558 F.2d 91 (2d Cir. 1977), cert. de-
nied, 434 U.S. 1014 (1978).
8. Meeropol v. Nizer, 560 F.2d 1061 (2d Cir. 1977), cert. denied, 434 U.S. 1013 (1978).
9. Triangle Publications, Inc. v. Knight-Ridder Newspapers, Inc., 445 F. Supp. 875 (S.D.
Fla. 1978).
10. Sid & Marty Krofft Television Prods., Inc. v. McDonald’s Corp., 562 F.2d 1157 (9th Cir.
1977).
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printing monopoly was granted to the Stationers’ Company, a trade
association of favored printers.!! Although direct attempts at censor-
ship had ceased by 1709 when the first modern copyright statute was
enacted,'? the tension between copyright and free speech still persists.

The United States Constitution grants to Congress the “Power to
Promote the Progress of Science and useful Arts, by securing for Lim-
ited Times to Authors and Inventors the exclusive Right to their respec-
tive Writings and Discoveries.”!* The Supreme Court has said that the
“economic philosophy behind the clause empowering Congress to
grant patents and copyrights is the conviction that encouragement of
individual effort by personal gain is the best way to advance public
welfare through the talents of authors and mventors in ‘Science and
useful Arts.’ ' The copyright law provides this encouragement by
granting a right to exclude others from certain uses of the copyrighted
work. Section 102 of the New Act extends federal copyright protection
to “original works of authorship fixed in any tangible medium of ex-
pression.”’® Section 106 gives the copyright owner the exclusive right
to reproduce the work, prepare derivative works, distribute copies, and
performn or display the work in public.'®

In contrast, the first amendment provides that “Congress shall
make no law . . . abridging the freedom of speech, or of the press.”
The Court repeatedly has stated that freedom of speech and freedom of
the press necessarily protect the right of the public both to speak and to
receive inforination.!” The commitment to an ideal of freedom of

11. See B. KAPLAN, AN UNHURRIED VIEW OF COPYRIGHT 2-6 (1966).

12. Act for the Encouragement of Learning, 1709, 8 Anne, c. 19.

13. U.S. ConsT. art. I, § 8, cl. 8.

14. Mazer v. Stein, 347 U.S. 201, 219 (1954).

15. To illustrate the range of works eligible for protection, the section specifically lists liter-
ary, musical, and dramatic works; pantomimes and choreographic works; pictorial, graphic, and
sculptural works; motion pictures and other audiovisual works, and sound recordmgs. 17 U.S.C.
app. § 102(a) (1976). The statutory list is “illustrative and not limitative.” H.R. REP. No. 94-1476,
supra note 4, at 53.

16. 17 U.S.C. app. 106 (1976). The entire section reads:

Subject to sections 107 through 118, the owner of copyright under this title has the
exclusive rights to do and to authorize any of the following:

(1) to reproduce the copyrighted work in copies or phonorecords;

(2) to prepare derivative works based upon the copyrighted work;

(3) to distribute copies or phonorecords of the copyrighted work to the public by
sale or other transfcr of ownership, or by rental, lease, or lending;

(4) in the case of literary, musical, dramatic, and choreographic works,
pantomimes, and motion pictures and other audiovisual works, to perform the copy-
righted work publicly; and

(5) in the case of literary, inusical, dramatic, and choreographic works,
pantomimes, and pictorial, graphic, or sculptural works, including the individual images
of a motion picture or other audiovisual work, to display the copyrighted work publicly.

17. See, eg, Klemdienst v. Mandel, 408 U.S. 753, 762-63 (1972); Red Lion Broadcasting Co.
v. FCC, 395 U.S. 367, 390 (1969); Stanley v. Georgia, 394 U.S. 557, 564 (1969); Martin v. City of
Struthers, 319 U.S. 141, 143 (1943).
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speech reflects a series of political and social value judgments.!® The
Supreme Court has rationalized freedom of speech as a means of
“preserv[ing] an uninhibited marketplace of ideas in which truth will
ultimately prevail.”!® Freedom of speech can also serve to strengthen
the fabric of society itself. Free speech allows individuals to gather the
information necessary to make informed decisions as part of the demo-
cratic process.?® It can act as a stabilizing force in society in that it
channels potentially disruptive energy into a more useful public dia-
logue and provides a feeling of individual participation that enhances
acceptance of the governing consensus.?! Finally, freedomn of speech
may also be justified as a goal in itself. In the words of Justice Bran-
deis: “Those who won our independence believed that the final end of
the State was to make men free to develop their faculties . . . .”22
Limitations on the freedon to speak and hear interfere with the ability
of individuals to achieve their full potential, and thus may be viewed as
an unacceptable exercise of governmental authority.??

These first amendment values have been incorporated into our le-
gal systein from its inception. The problem thus is to determine
whether a statutory scheine that recognizes property rights in “original
works of authorship” can operate in a fashion consistent with these
fundainental values. In a series of cases presenting an analogous di-
lemma, the Supreine Court has been called on to reconcile the first
amnendinent with private law doctrines touching on individual expres-
sion. Its approach seems to be to ask whether the activity that is
threatened with liability is of a sort that furthers the interests underly-
img the first amendment. When the recognition of private rights would
prohibit or curtail forms of communication that advance these inter-
ests, the private rights mnust yield to the constitutional interests.

In New York Times Co. v. Sullivan* for exainple, the Court con-
sidered the relationship between freedoin of speech and state libel law.
After reviewing the basic principles behind the commitment to free
speech, the Court held that the first amendment precluded recovery by
public officials for defamatory stateinents relating to their official con-
duct unless the statements were made with knowledge of their falsity or
in reckless disregard of the truth.?* Presuinably, defamatory statements

18. See Emerson, 7oward a General Theory of the First Amendment, 72 YALE L.J. 877, 878-
86 (1963).

19. Red Lion Broadcasting Co. v. FCC, 395 U.S. 367, 390 (1969).

20. See Meiklejohn, The First Amendment Is an Absolute, 1961 Sup. C1. REV. 245, 255-57.

21. Whitney v. California, 274 U.S. 357, 375 (1927) (Brandeis, J., concurring).

22, /.

23. Emerson, supra note 18, at 879-81.

24. 376 U.S. 254 (1964).

25, Id. at 279-80.
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made with knowledge of their falsity were not included within the pro-
tective sphere of the first amendment because such statements do not
further the values underlying the ideal of free speech.?® In 7ime, Inc. v.
Hill,*" the Court applied the Su//ivan limitations on recovery to a suit
brought under the New York right of privacy statute for false reports of
matters of public interest. Such reports, unless made with knowledge
of falsity or in reckless disregard of the truth,® are constitutionally in-
sulated from the threat of legal sanction.

New York Times and Time both were concerned with the constitu-
tional limits imposed by the first amendment upon legal doctrines regu-
lating forms of expression that intrude upon personal interests. In the
copyright sphere, the task is to reach an accommodation between the
first amendment and property interests in forms of expression. The
Supreme Court recently upheld against first amendment challenge a
cause of action based on an analogous property interest in Zacchini v.
Scripps-Howard Broadcasting Co.*® The defendant in that case broad-
cast a fifteen second film showing an entire performance of plaintiffs
“human cannonball” act on the eleven o’clock news. Zacchini insti-
tuted an action for damages alleging that the defendant had unlawfully
appropriated his professional property.>*® The Supreme Court of Ohio
treated the claim as one founded on the right of publicity, noting that
“the fundamental wrong is the appropriation for one’s self of the bene-
fits of another’s name, likeness, or identity.”®! It nonetheless denied
recovery, holding that the first amendment as interpreted in New York
Zimes and Time gave the television station a constitutional privilege to
report on matters of legitimate public interest.?> The question to be
resolved on appeal to the United States Supreme Court thus was
whether the guarantees of free speech and free press immunized the
defendant from potential Hability arising from the invasion of plain-
tif’s proprietary right.

In determining whether recognition of a property right in the pub-

26. See Garrison v. Louisiana, 379 U.S. 64, 75 (1964).

27. 385 U.S. 374 (1967).

28. [Jd. at 387-88.

29. 433 U.S. 562 (1977).

30. /7d. at 564.

31. 47 Ohio St. 2d 224, 229-30, 351 N.E.2d 454, 458 (1976), rev’d 433 U.S. 562 (1977). The
right of publicity historically lias been viewed as a segment of the general law of privacy. See W.
PROSSER, HANDBOOK OF THE LAW OF ToRrTs 804-07 (4th ed. 1971). It differs from the other forms
of that tort, liowever, in that it rests not on a concern for reputation or personal feelings but rather
on the acknowledgement of a proprietary interest in the pecuniary value of a person’s identity. /d.
at 807; Comment, Zransfer of the Right of Publicity: Dracula’s Progeny and Privacy’s Stepchild, 22
UCLA L. Rev. 1103, 1103-04 (1975). See Zacchini v. Scripps-Howard Broadcasting Co., 433 U.S.
562, 573 (1977).

32. 47 Ohio St. 2d at 233-36, 351 N.E.2d at 460-62.
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licity value of Zacchini’s performance would place unconstitutional
Hinitations on tlie defendant’s news coverage, the Supreme Court did
not overlook thie analogy to copyright principles: “[T]he State’s mterest
[in recognizing a right of publicity] is closely analogous to the goals of
patent and copyright law, focusing on the right of the individual to reap
the reward of his endeavors . . . .”** One factor the Court considered
was the function of the right of publicity in protecting an individual’s
interest in being compensated for past investments of time and effort
and providing an incentive to produce future performances worthy of
public attention. Since the defendant’s broadcast posed a threat to the
economic value of Zacchini’s performance, both of these interests were
jeopardized. The Court also assessed the extent to which a limitation
on the defendant’s activities would conflict with first amendment val-
ues. It first noted that the real question in a right of publicity case is
usually not whether publication of the information will be minimized
or eliminated, but rather which party ought to do the publishing. The
Court obviously believed that recognizing a property right in
Zacchini’s act would not seriously curtail public access to the perform-
ance.>* Second, the Court considered the internal limits of the right of
publicity, noting that the right would not prevent the defendant from
reporting the facts surrounding plaintiff’s act. The intrusion on the free
flow of information therefore was minimal. When the insubstantial ef-
fect on free speech was compared to the potential harm to the plamtiff’s
property interest, the Court found the balance to be in favor of the
latter. “Wherever the line in particular situations is to be drawn be-
tween media reports that are protected and those that are not, we are
quite sure that the First and Fourteenth Amendments do not immunize
the media when they broadcast a performer’s entire act without his
consent.”*?

The Court could have drawn the line elsewhere. Three Justices
urged in dissent that plaintiff’s proprietary right should give way when-
ever the defendant’s use in part of a “routine portion of a regular news
program” and there is no showing of “private or commercial exploita-
tion.”*® The point remains that private law doctrines that create pro-
prietary interests in forms of expression inust be analyzed carefully to
insure that they do not infringe on the constitutional guarantees of free
speech and free press.’” In some instances, the internal structure of the

33. 433 U.S. at 573.

34. Id at 578.

35. 7d. at 574-75.

36. 7d. at 581 (dissenting opinion).

37. Paulsen v. Personality Posters, Inc., 59 Misc. 2d 444, 299 N.Y.S.2d 501 (Sup. Ct. 1968).
See Factors Etc., Inc. v. Pro Arts, Inc., 579 F.2d 215, 222 (2d Cir. 1978), cert. denied, 99 S. Ct. 1215
(1979).
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private law doctrine may itself limit application to a constitutionally
permissible sphere. In others, an external constitutional privilege must
be imposed to prevent interference with first amendment ideals.

The remaider of this Article will address the conflict between
freedom of speech principles and property principles m copyright law,
borrowing tlie approach taken in cases weighing otlier private law doc-
trines against the first amnendment. First, the effects of the internal
structure of copyright law will be examined. Then, where the internal
accommodations in copyright law between property and first amend-
ment interests are inadequate to protect constitutional rights fully, ex-
ternal constraints will be explored.

II
THE INTERNAL ACCOMMODATION

A. Ideas and Expressions

On the relationship of copyright to tlie first amendinent, as on so
many otlier aspects of the law of copyright, the work of Professor Mel-
ville Nimmer set tlie stage for much of the subsequent judicial and aca-
demic analysis. In 1970, lie accurately forecast that the courts
eventually would be required to “delineate the respective elaims of
copyright and freedom of speech.”?® In assessing the extent to which
copyright might intrude upon the guarantees of free speech and free
press, Professor Nimmer stressed the fundamental principle that copy-
right protection does not extend to the ideas contained in the copy-
righted work.

Long establislied by case law,? the principle is now codified in the
new Copyright Act.*® Copyright protection extends not to abstract
ideas, but rather to the particular forin in which the ideas are ex-
pressed.*! For example, the author of two scholarly works that impli-
cated Secretary of War Stanton in the assassination of President
Lincoln camiot object to the “borrowing” of the theory in a popular
article.#? Similarly, the owner of the copyright in a graphic work sucli

38. Nimmer, Does Copyright Abridge the First Amendment Guarantees of Free Speech and
Press?, 17 UCLA L. Rev. 1180, 1185-86 (1970). For other early works that consider the problem,
see Goldstein, Copyright and the First Amendment, 10 CoLuM. L. Rev. 983 (1970); Sobel, Copy-
right and the First Amendment: A Gathering Storm?, 19 CopYRIGHT L. Symp. 43 (1971).

39. See cases cited in 3 M. NIMMER, NIMMER oN CoPYRIGHT § 13.03[A] n.10 (1978).

40. “In no case does copyright protection for an original work of authorship extend to any
idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless
of the forin in which it is described, explained, illustrated, or embodied in such work.” 17 U.S.C.
app. § 102(b) (1976).

41, See, eg, Mazer v. Stein, 347 U.S. 201, 217 (1954).

42. Eisenschiml v. Fawcett Publications, Inc., 246 F.2d 598 (7th Cir.), cert. denied, 355 U.S.
907 (1957).
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as a photograph or painting receives no monopoly over the subject
matter of the work.#* In these illustrations, the copyright owner gener-
ally is able to prohibit substantial copying of the language he chose to
express his theory or the reproduction of his particular photograph or
painting. Clearly the scope of protection cannot be limited to virtual
duplication, or the protection in most instances would be illusory. In
wlat is perhaps thie most well-known decision on the scope of copy-
right protection, Judge Learned Hand stated:
It is of course essential to any protection of literary property, whether at
common law or under the statute, that the right cannot be limited liter-
ally to the text, else a plagiarist would escape by immaterial variations.
That has never been the law, but, as soon as literal appropriation ceases
to be the test, the whole matter is necessarily at large . . . .*
Where then is the line separating the unprotected idea from the pro-
tected expression of the idea? Again, in the words of Judge Hand:
Upon any work, and especially upon a play, a great number of patterns
of increasing generality will fit equally well, as more and more of the
incident is left out. The last may perhaps be no more than the most
general statement of what the play is about, and at times might consist
only of its title; but there is a point in this series of abstractions where
they are no longer protected, since otherwise the playright could pre-
vent the use of his “ideas,” to which, apart from their expression, his
property is never extended.*

The Hand forniulation clearly does nothing to tarnish copyright’s
reputation for evanescent distinctions.* Nevertheless, it captures the
essence of the idea-expression dichotomny. At sowne point, as the bor-
rowing becomnes 1nore extensive, it seems fair to say that the second
author is appropriating not only the ideas of the first but also the man-
ner in whicli they are expressed. This soinetimes fragile distinction rep-
resents perliaps the inost significant internal bulwark provided by
copyright law against infringement of first amendment rights.

The Supreme Court has said that the values underlying the first
amendment*’ generally are well served by allowing an “uninhibited
marketplace of ideas.”*® If copyright law restricted the free flow of
ideas, constitutional problems necessarily would arise.** By limiting

43. See, e.g., Franklin Mint Corp. v. National Wildlife Art Exch., Inc., 575 F.2d 62 (3d Cir.),
cert. denied, 99 S. Ct. 217 (1978).

44. Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930), cert. denied, 282
U.S. 902 (1931).

45. Id.

46. See Folsom v. Marsh, 9 F. Cas. 342, 344 (C.C.D. Mass. 1841) (No. 4,901).

47. See notes 17-23 and accompanying text supra.

48. Red Lion Broadcasting Co. v. FCC, 395 U.S. 367, 390 (1969).

49. Lee v. Runge, 404 U.S. 887, 892-93 (1971) (Douglas, J., dissenting from denial of certio-
rari).
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copyright protection to the particular forms of expression in which the
ideas were originally contributed, however, copyright doctrine care-
fully preserves free access to ideas and avoids any such blatant con-
frontation with the first amendment.°

Many of the first amendinent challenges to copyright law that have
been pressed on the federal courts can be analyzed in terms of the idea-
expression dichotomy.>! Although the Supreine Court has not yet dealt
explicitly with these challenges, in the Zacchini case it noted with ap-
parent approval that several federal courts had rejected such first
amendment claims on the ground that copyriglit law does not restram
the use of ideas.>? Indecd, in the Zacchini case itself the Court reached
an analogous result with respect to the right of publicity. The Court
was able to dismiss defendant’s first amendment arguinent because the
applicable state law did not operate to prevent the television station
fromn reporting the facts surrounding plamtiff’s performance. The de-
fendant had gone further, however, and appropriated Zacchini’s entire
act—the “expression” in which his “idea” was conveyed. In effect, the
Court held that free speech values could be adequately preserved with-
out the use of plaitiff’s expression. To the extent that the unrestrained
use of ideas, as opposed to forms of expression, is sufficient to meet the
goals of free speech, a separate first amendment privilege is unneces-
sary.

Several courts have applied this reasoning to first amendment
challenges to copyright law. In Robert Stigwood Group Ltd. v.
O’Reilly,*® the plaintiff was the owner of the professional stage rights to
the rock opera Jesus Christ Superstar. In a motion for a preliminary
injunction against a touring company composed in part of Catholic
priests, plaintiff alleged that the company had infringed the copyright
to the opera by performing the work on more than fifty occasions. The
court found that the company’s net income from the perforinances had
been approximately $220,000. The defendants argued that application
of the copyright law would violate their rights to free speech and the
free exercise of their rights. The court rejected their constitutional de-
fenses. The defendants were, of course, free to use the idea embodied
in plaintiff’s work and compose their own musical interpretation of the

50. Nimmer, supra note 38, at 1191-92.

51. The distinction between idea and expression is one of degree, as is evident from the
Hand formulation. In using the distinction as a safeguard against impermissible interference with
freedom of speech, it therefore is possible to fix the point at which Hability arises in any particular
instance by referring to the need to accommodate competing constitutional interests. See Gold-
stein, supra note 38, at 1018.

52. 433 U.S. at 577 n.13.

53. 346 F. Supp. 376 (D. Conn. 1972), rev'd on other grounds, 530 F.2d 1096 (2d Cir. 1976),
cert. denied, 429 U.S. 848 (1977).
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final days of Christ. The first amendment did not require, however,
that they be able “to avoid the expenditure of time and skill necessary
to evolve their own expressions.”*

More recently, the United States Court of Appeals for the Ninth
Circuit used a similar rationale to reject a first amendment argument in
Sid & Marty Krofft Television Productions, Inc. v. McDonald’s Corp.>
The defendant had engaged im an advertising cainpaign featuring the
inhabitants of “McDonaldland,” a pleasant neighborhood under the
leadership of Mayor McCheese. The court found that the McDonald-
land campaign had been copied from plaintiffs’ “H.R. Pufnstuf”’ televi-
sion series, a weekly children’s programn. Since defendant used
substantially the same form of expression as platiffs, the court upheld
the trial judge’s finding of infringement. In rcsponse to McDonald’s
first amendment claim, the court stated:

the impact, if any, of the first amendment on copyright has not been
discussed by the [Supreme] Court. We believe this silence stems not
from neglect but from the fact that the idea-expression dichotomy al-
ready serves to accommodate tlie competing interests of copyright and
the first amendinent. The “inarketplace of ideas” is not limited by
copyright because copyright is limited to protection of expression,>¢

Cases such as Robert Stigwood and McDonald’s are un-
troublesoine. The defendants are free to communicate any inessage or
idea they choose, including those contained in the appropriated works.
Since they can inake no showing that the particular form of expression
adopted by the copyright owner is somehow necessary to the exercise of
their right of free speech, their first ainendinent challenges are easily
rejected. The idea-expression dichotomy provides a de facto accommo-
dation between copyright and free speech by assuring an unrestrained
flow of ideas.

A potential inadequacy in this accommodation arises when an
idea can only be expressed im a maimer substantially similar to the
copyrighted form of expressions. Yet even in such situations copyright
doctrme seems to avoid possible mterference with constitutional rights.
In Herbert Rosenthal Jewelry Corp. v. Kalpakian,> for exainple, the
plaintiff had copyrighted a jeweled pin in the shape of a bee. The copy-
right, of course, did not grant plaintiff a monopoly over the idea of
making a pin in the shape of a bee. Any given expression of the idea,
however, will be substantially similar to that used by the copyright

54. Id. at 384 (quoting Nimmer, supra note 38, at 1203).

55. 562 F.2d 1157 (9th Cir. 1977).

56. 7d. at 1170 (footnote omitted). For a decision using the idea-expression dichotomy to
reject a first amendment defense to copyright infringement in a criminal context, see United States
v. Bodin, 375 F. Supp. 1265 (W.D. Okla. 1974).

57. 446 F.2d 738 (9th Cir. 1971).
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holder—if you’ve seen one jewel-encrusted bee, you’ve seen them all.
The Nimnth Circuit concluded that the idea and its expression essentially
were inseparable; copymg the expression therefore was permissible
since the alternative was a monopoly over the idea. The First Circuit
reached an analogous result in Morrissey v. Procter & Gamble Co.,>®
denying copyright protection to a set of instructions for a sales promo-
tional sweepstakes on the ground that the plamtiff should not be per-
mitted to appropriate an idea by copyrighting its various expressions.>®
Thus when idea and expression nerge so that the free use of the former
requires the free use of the latter, copyright doctrme responds by deny-
ing protection even to expression.

B. Fair Use as Free Speech

The idea-expression dichotoiny is the basic internal mmechanism to
accommodate copyright doctrine and the first amendment. It functions
effectively in any situation in which the purposes of free speech are
adequately served by preserving the free access to ideas, without the
need for similar access to a particular form of expression. In some in-
stances, however, the values inherent in the rights of free speech and
free press demand 1nore than access to abstract ideas—they require the
use of the particular form of expression contained in a copyrighted
work. This category of situations extends far beyond the narrow class
of cases previously considered in which idea and expression merge. It
covers a variety of instances in which idea and expression are distin-
guishable, but true freedom of speech demands unrestricted access to
both. In these situations the idea-expression dichotoiny offers no assist-
ance.

‘When only a minimal appropriation of expression is needed to sat-
isfy constitutional requirements in a particular instance, the “substan-
tially similar” test for copyright infringement ensures the necessary
latitude. Under this test, an appropriation of copyrighted expression is
actionable only if it results in substantial similarity between the copy
and the original 5

A more broadly applicable restraint agamst the intrusion of copy-
right law into constitutional preserves is the doctrine of fair use. The
most frequently quoted definition of fair use describes it as a “privilege
in others than the owner of a copyright to use the copyrighted material
in a reasonable manner without his consent, notwithstanding the mo-

58. 379 F.2d 675 (Ist Cir. 1967).

59. Seealso Baker v. Selden, 101 U.S. 99 (1880); Continental Cas. Co. v. Beardsley, 253 F.2d
702 (2d Cir.), cert. denied, 358 U.S. 816 (1958).

60. 3 M. NIMMER, supra note 39, § 13.03.



294 CALIFORNIA LAW REVIEW [Vol. 67:283

nopoly granted to the owner by the copyright.”®! Although the term
“fair use” has sometimes been employed simply to designate the ab-
sence of a “substantial” taking,%? it allows much more extensive bor-
rowing of copyrighted material than does the substantial similarity
requirement. It can operate as a defense even when there has been a
substantial appropriation of expression.5®
Ironically, although perhaps not surprisingly, it was a case that

may have been wrongly decided that first focused attention on the role
of fair use doctrine in reconciling the property interests of copyright
with the first amendment guarantees of free speech and free press. The
plaintiff in Rosemont Enterprises, Inc. v. Random House, Inc.%* had re-
quested a preliminary injunction barring the publication and distribu-
tion of a biography of Howard Hughes, alleging that the book
infringed the copyrights on three articles about Hughes published
twelve years earlier in Look Magazine. Rosemont had purchased the
copyrights to these articles shortly before commencing the litigation.
The articles contained some 13,500 words, the biography approxi-
mately 116,000. In granting the injunction, the district court had found
that the biography quoted about 256 words from the articles. Defend-
ant conceded that another eighty words were paraphrased, and the dis-
trict court found at least twelve additional instances of apparent
paraphrasing.® The Second Circuit vacated the preliminary injunction
on the basis of fair use. It rejected the district court’s conclusion that
commercial motives on the part of the defendant prevented application
of the fair use doctrine. After discussing the social value of the biogra-
pher’s act, the court revealed the basis of its decision:

By this preliminary injunction, the public is being deprived of an op-

portunity to beconie acquainted with the life of a person endowed with

extraordinary talents who, by exercising these talents, mnade substantial

61. H. BALL, THE LAW OF COPYRIGHT AND LITERARY PROPERTY 260 (1944). The Register
of Copyright provides the following definition: “That term [fair use] eludes precise definition;
broadly speaking, it means that a reasonable portion of a copyrighted work ay be reproduced
without permission when necessary for a legitimate purpose which is not competitive with the
copyright owner’s market for his work.” House COMM. ON THE JUDICIARY, 87TH CONG., IST
SEss., COPYRIGHT LAW REVISION, REPORT OF THE REGISTER OF COPYRIGHTS ON THE GENERAL
RevisioN oF THE U.S. CoPYRIGHT LAw 24 (Comm. Print 1961) [hereinafter cited as REGISTER OF
CoPYRIGHTS REPORT].

62. Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930) (Hand, J.), cert.
denied, 282 U.S. 902 (1931); 3 M. NIMMER, supra note 39, § 13.05 n.9. The term has also been
used to indicate the appropriation of unprotected ideas. /4. n.11.

63. See, e g, Williams & Wilkins Co. v. United States, 487 F.2d 1345 (Ct. CL. 1973), af’d by
an equally divided court, 420 U.S. 376 (1975).

64. 366 F.2d 303 (2d Cir. 1966), cert. denied, 385 U.S. 1009 (1967).

65. 256 F. Supp. 55, 61-62 (S.D.N.Y.), vacated, 366 F.2d 303 (24 Cir. 1966), cert. denied, 385
U.S. 1009 (1967). The thoughts of a young associate or law clerk who, after 19 or 20 years of
formal education, is relegated to counting the words in old magazine articles, are best left unre-
corded.
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contributions in the fields to which he chose to devote his unique abili-
ties. . . . Thus, in balancing the equities at this time in our opinion the
public interest should prevail over the possible dainage to the copyright
owner.%¢
The Rosemont result itself may be questionable. Defendant made
no showing of any need for the rather extensive paraphrasing of the
Look articles. The court could well have held that there was no need
to permit any appropriation of expression at all, or at least that the
defendant exceedcd the use required to accomplish his purpose.$” Nev-
ertheless, the decision clearly indicatcs the pivotal role that free speech
interests can play in fair use decisions.®®
The fair use doctrine has been codified in section 107 of the new
Act. The statute lists four considerations for determining whether a
particular usage is a fair use: (1) the purpose and character of the use,
mcluding whether the use is of a commercial nature or is for nonprofit
educational purposes; (2) the nature of the copyrighted work; (3) the
amount and substantiality of the portion used in relation to the copy-
rightéd work as a whole; and (4) the effect of the use on the potential
market for or value of the copyrighted work.%®

The recent case of New York Times Co. v. Roxbury Data Interface,
Inc.’® presents a modern application of the doctrine, with emphasis on
the four factors noted in section 107. The New York Times Company
publishes an annual index that lists under various headings references
to pages and columns of New York Times newspapers in which infor-
mation concerning that topic or person appears. The defendant was in

66. 366 F.2d at 309.

67. See Nimmer, supra note 38, at 1201-03. It should be noted, however, that the decision
was made in the context of reviewing a preliminary injunction. The court was sensitive to the
problems associated with restraining publication of a book. 366 F.2d at 311. The result inay
therefore be justified on the grounds that the plaintiff simply failed to establish the legal and
factual foundation necessary to justify preliminary relief.

68. For a recent decision that vividly demonstrates the utility of the fair use doctrine in
protecting first amendment interests in the classic context of a political campaign, see Keep Thom-
son Governor Comm. v. Citizens for Gallen Comm., 457 F. Supp. 957 (D.N.H. 1978).

69. 17 U.S.C. app. § 107 (1976). The full text reads:

Notwithstanding the provisions of section 106, the fair use of a copyrighted work,
including such use by reproduction in copies or phonorecords or by any other means
specified by that section, for purposes such as criticism, comment, news reporting, tcach-
ing (includimg multiple copies for classroom use), scholarship, or research, is not an in-
frmgement of copyright. In determining whether the use made of a work m any
particular case is a fair use the factors to be considered shall include—

(1) the purpose and character of the use, including whether such use is of a com-
mercial nature or is for nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used in relation to the copyrighted
work as a wlole; and

(4) the effect of the use upon the potential market for or value of the copyrighted
work.

70. 434 F. Supp. 217 (D.N.J. 1977).
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the process of publishing a twenty-two volume Personal Name Index to
the New York Times Index, covering the years 1851 to 1974. The de-
fendant’s index consisted of personal names extracted from the annual
indices with citations to the pages of the New York Times Index on
which references to the names appear. Thus, a researcher mterested in
locating New York Times articles concerning Williain O. Douglas
could first find the appropriate entry in defendant’s Personal Name In-
dex. This entry would then refer her to the volumes and pages of
plaintiff’s annual indices in which entries relating to Douglas appear.
Tlicse entries would in turn refer to specific articles in the New York
Zimes. Without defendant’s index, the researcher would be forced to
search through each annual voluine of the Zimes Index for relevant
articles. The New York Times Company moved for a preliminary in-
junction, arguing that the copying of the names fromn its annual index
constituted copyright infringeinent.

Although thie new Copyright Act was not yet in effect,’! the court
applied the section 107 criteria in deciding whether to allow the defense
of fair use. The court first considered the purpose and character of the
use, finding that it served two purposes. First, from the defendant’s
perspective it was an attempt to turn a profit. The court held that a
commercial motive, although relevant to its determination, did not pre-
clude a finding of fair use.” Second, the court found that the use “will
serve the public interest in the dissemination of information.””® The
recognition of this “public interest” as a relevant factor in assessing the
purpose and character of a use permits the fair use doctrine to assist in
accommodating copyright and freedom of speech.

The second factor in section 107 is the nature of the copyrighted
work. The court stated that since the New York Times Index is more a
product of diligence than creativity, the fair use doctrine shiould permit
greater license than it might for the use of mnore original works.”

The court made several important observations in regard to the
third factor in section 107, the amnount and substantiality of the use. It
noted that a purely quantitative test was inadequate because it fails to
take into account the importance of the appropriated material and the
necessity of using portions of the copyrighted work in order to prepare
defendant’s product. “For all practical purposes, defendants could not
publish their personal name imdex without copying the names from the
Times Index.””* This necessity criterion represents another mechanism

71. 7d. at 22].
72. 1d.
73. Id.
74. Id.
75. Id. at 223.



1979] COPYRIGHT & FREFE SPEECH 297

within fair use doctrine for incorporating first ainendment concerns. If
prohibiting the challenged use is tantamount to prohibiting the produc-
tion of a work that would further the public interest in tlie dissemina-
tion of information, the fair use balance tends toward permitting the
appropriation.

Finally, the court considered the fourth and last factor in section
107, “the effect of the use upon the potential market for or value of the
copyrighted work.” The court found that defendant’s index did not
compete with the Zimes Index. Since the Personal Name Index con-
tained only citations to the Zimes Index, it did not serve as a substitute
for the plaintiff’s work, and in fact could only be used in conjunction
with it.”¢

After balancing the foregoing factors, the court concluded that the
defendant’s appropriation of materials might well be justified by the
fair use doctrine. The New York Times Comnpany had failed to estab-
lish a likelihood of success sufficient to warrant preliminary relief.”’

Roxbury Data illustrates the capacity of modern fair use doctrine
to ease much of tlie inherent tension between copyright law and the
first amendment. In focusing attention on the public interest in the
flow of information, it seeks to further many of thie same interests as the
right of free speech. Yet at the same time, in assessimg the necessity for
a particular type or degree of use, it seeks to insure that copyriglt inter-
ests are not sacrificed needlessly where alternative means of producing
the desired result are available.”

76. The court ruled, perhaps erroneously, that the plaintiffs would suffer no economic injury
as a result of the defendant’s use. Plaintiff argued that the value of a work can be diminished
other than through direct competition. The publication of defendant’s Personal Name Index un-
doubtedly will have an adverse effect on plaintiff’s ability to exploit its copyright by producing a
personal name compilation of its own. In weighing the potentially adverse economic mipact of
the use, the court may well have been influenced by the fact that the plaintiff had twice rejected
proposals to create its own personal name index, and the official who reached these decisions
stated that “he had no information which would cause hiin to change his prior estimates.” /4. at
225. The court further argued that defendants had not copied the substance of plaintiff’s copy-
right. The defendant’s compilation contained nothing more than citations to the Zimes Index
citations; it did not appropriate the actual references to plaintiff’s newspaper. /4. at 224-25. This
is really an argument that there is no substantial similarity between the works and therefore no
infrmgement. The availability of such an argument should preclude the need even to consider the
fair use defense.

T1. Id. at 226-27. The fair use analysis was made in the context of a motion for a prelimi-
nary mjunction. No doubt this context made the decision less difficult.

78. Compare Marvin Worth Prods. v. Superior Films Corp., 319 F. Supp. 1269 (S.D.N.Y.
1970) (preliminary ijunction granted prohibiting the use in defendant’s movie of material from
two copyrighted books about comedian Leuny Bruce since the defendant could (and did) portray
Bruce’s style and manner without the use of the copyrighted material) wiz2 Rohauer v. Killiamn
Shows, Inc., 379 F. Supp. 723 (S.D.N.Y. 1974), rev’d on other grounds, 551 F.2d 484 (2d Cir.), cert.
denied, 431 U.S. 949 (1977) (defense of fair use rejected for the unauthorized showing of the
movie 7%e Sons of the Shiek, on the ground that there was no discermible public interest involved)
and Williams & Wilkins Co. v. United States, 487 F.2d 1345 (Ct. CL 1973), gff'd by an equally
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The legislative history accompanying the new Copyright Act lists a
variety of appropriate situations for invoking the fair use doctrine.”
One area in whicl1 the doctrine is particularly successful in integrating
copyrightt and free speech principles is in cases involving the use of
copyright material in parodies.®

Berlin v. E.C. Publications, Inc.®! is illustrative. Tlie defendant,
publisher of Mad Magazine, produced parodies of the lyrics of several
popular songs.®? Since the defendant copied neither the words nor the
music of the copyrighted songs (the mstructions simply indicated
“Sung to the tune of”), tlie court held that the works were not substan-
tially similar. It nevertheless proceeded to discuss the general question
of parody and copyright:

[A]s a general proposition, we believe that parody and satire are deserv-
ing of substantial freedom—both as entertainment and as a form of
social and literary criticism. . . . At the very least, where, as here, it is
clear that the parody has neither the intent nor the effect of fulfilling the
demand for the original, and where the parodist does not appropriate a
greater amount of the original work than is necessary to “recall or con-
jure up” thie object of his satire, a finding of infringeinent would be
improper.®
This “conjure up” test permits the parodist, under the doctrine of fair
use, to appropriate from the copyrighted work the minimum amount of
expression needed to remind tlie audience of the basic style and charac-
ter of the parodied work. It thus insures that copyright will not operate
to curtail this form of speech, while simultaneously protecting the copy-
riglit owner’s property riglit in expression to the maximum extent com-

divided court, 420 U.S. 376 (1975) (photocopying of inedical journals is justified by the public
interest).
79. Both the House and Senate Reports contain the following list taken from the Register of
Copyrights Report, supra note 65, at 24.
Quotation of excerpts in a review or criticism for purposes of illustration or comn-
inent.
Quotation of short passages in a scholarly or technical work, for illustration or clari-
fication of the author’s observations.
Use in a parody of some of the content of the work parodied.
Summary of an address or article, with brief quotations, in a news rcport.
Reproduction by a library of a portion of a work to replace part of a damaged copy.
Reproduction by a teacher or student of a sinall part of a2 work to illustrate a lesson,
Reproduction of a work in legislative or judicial proceedings or reports.
Incidental and fortuitous reproduction, in a newsreel or broadcast, of a work located
at the scene of an event being reported.
H.R. Rep. No. 94-1476, supra note 4, at 65; S. Rep. No. 94-473, supra note 4, at 61-62.
80. See Comment, Parody, Copyrights and the First Amendment, 10 U.S.F. L. Rev. 564
(1976).
81. 329 F.2d 541 (2d Cir.), cert. denied, 379 U.S. 822 (1964).
82. “A Pretty Girl Is Like a Melody” was transformed into “Louella Schiwartz Describes Her
Malady,” and “The Last Time I Saw Paris” becane “The First Tiine 1 Saw Maris.” /d. at 543.
83. Id. at 545,
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patible with the free speech interests.®*

The ability of fair use doctrine to reconcile copyright law with free
speech has led some to conclude that the doctrine is in essence a consti-
tutional one, with its contours determined by the first amendment.®
This conclusion is unnecessary and perhaps unwise. The fair use doc-
trine simply immunizes from hability certain invasions of statutorily
created property rights. That it may operate in some instances to avoid
potential conflicts between those property rights and the interests pro-
tected by the first amendment need not elevate the doctrine to constitu-
tional status.®¢ Indeed, the purposes of both copyright and
constitutional law are better served if fair use is seen as merely a sub-
stantive rule of copyright law that can on occasion reduce the inherent
tension between free speech and property rights in expression.

111
THE EXTERNAL CONSTRAINT

A. Residual Tensions

The preceding survey of the internal structure of modern copyright
doctrine illustrates the remarkable degree to which copyright law effec-
tuates the constitutional policy of encouraging creative activity while
simultaneously avoiding interference with principles of free speech and
free press. Yet the accommodation is incomplete. Tliere remain situa-
tions in which compelling free speech interests are inadequately pro-
tected by the idea-expression dichotomy and traditional fair use

84. See, eg, Walt Disney Prods. v. Mature Pictures Corp., 389 F. Supp. 1397 (S.D.N.Y.
1975). The first amendment issue was directly raised in a recent parody case before the Ninth
Circuit. Walt Disney Prods. v. Air Pirates, 581 F.2d 751 (9th Cir. 1978), cert. denied, 99 S. Ct.
1054 (1979). The defendants had published underground comics in which several familiar Disney
clhiaracters were cast in various escapades which “could not fairly be called innocent.” 345 F.
Supp. 108, 110 (N.D. Cal. 1972). The court concluded that the fair use defense was not applicable
since the defendants had taken inore than permitted under the Ber/in rationale. The court used
the idea-expression distinction to dismiss defendants’ separate first amendinent arguinent. “Be-
cause the defendants here could have expressed their themne without copying Disney’s protected
expression, Sid & Marty Krofft requires that their First Amendinent challenge be dismissed.” 581
F.2d at 759. See notes 55-56 and accomnpanying text supra. The idea-expression dicliotoiny does
not adequately protect the free speech interests in such a case, liowever, since some appropriation
of expression is basic to the very concept of parody. It is instead the fair use doctrine that mnain-
tains the internal flexibility needed to avoid a direct confrontation with first amendinent interests.

85. See, eg, Rosenfield, 7he Constitutional Dimensions of “Fair Use” in Copyright Law, 50
NoTRE DAME Law. 790 (1975) (concluding that the fair use doctrine has constitutional status
under both the first and ninth amendinents).

86. See, eg, Italian Book Corp. v. American Broadcasting Cos., Inc., 458 F. Supp. 65
(S.D.N.Y. 1978). In that case defendant broadcast in its television news coverage of a parade a
band’s performance of a work in which the plaintiff claimed copyright. Since the defendant’s use
was privileged under the fair use doctrine, it was unnecessary to consider the constitutional issues
raised by defendant’s first amendment claim. /4. at 67.
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doctrine. These situations require recognition of a separate first
amiendment privilege.

The case of Zime, Inc. v. Bernard Geis Associates®” provides an
example. On November 22, 1963, Abraham Zapruder, a Dallas dress-
maker, made his way to the top of a concrete pedestal in order to ob-
tain an unobstructed view of the Presidential motorcade that was about
to proceed down Elm Street. He had brought his home movie camera,
equipped with a telephoto lens. The film he took was to become per-
haps the most significant evidence in the investigation of the assassina-
tion of President John F. Kennedy. Three days after the assassmation,
Life Magazine purchased the Zapruder film for $150,000. Lje pub-
lished thirty frames from the fihn in its next edition. A week later it
published nine frames as part of a special memorial edition. The film
was brought to Washington and displayed to the FBI, the Secret Serv-
ice, and the Warren Commission appointed by President Johnson to
investigate the assassination. The Commission relied heavily on the
film in making its report. It included six frames in the mam body of
the report and 160 in a volume of exhibits. A copy of the film was
placed in the National Archives and made available for viewing,
though not for reproduction.

The Warren Commission Report generated considerable criticism.
Life itself published some of the Zapruder frames in another article
discussing the controversy surrounding the Warren Commission Re-
port and concluding that the case should be reopened. Defendant
Thompson, an assistant professor of philosophy at Haverford College,
was convinced that the Report was in error. Thompson became a con-
sultant to Ljfe and, remaining at their offices one evening, photo-
graphed the Zapruder frames. He later wrote a book on the
assassination entitled Six Seconds in Dallas. The book included copies
of twenty-two of the copyrighted movie frames.

Ljfe brought an action for copyright infringement and moved for
suininary judgnient on the issue of Hability. It alleged that it currently
was planning a 1notion picture project involving the film and that
frames also would be used in future issues of magazines and books.

It is hard to hnagime a more compelling case for requiring free
access to a copyrighted work. A President had been inurdered. The
official report on his death was meeting with a rising tide of skepticism
and suspicion. To have a meaningful public debate, it seemed crucial
to test and illustrate opposing theories against the actual visual record
of the events. Access to the bare ideas and facts contained in the copy-
righted movie frames would be insufficient—a verbal description could

87. 293 F. Supp. 130 (S.D.N.Y. 1968).
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not substitute for use of the photographs themselves. The idea-expres-
sion dichotomny therefore was inadequate to insure that copyright pro-
tection of the movie frames would not inhibit public dialogue. Access
to the film may have been justified under the first ainendinent. Instead,
the court chose the fair use doctrine as the means of providing the nec-
essary access to expression.

After quoting the fair use provision fromn the copyright revision
bill pending in Congress, the court stated: “In determining the issue of
fair use, the balance seemns to be in favor of defendants. There is a
public interest in having the fullest information available on the inur-
der of President Kennedy. Thompson did serious work on the subject
and has a theory entitled to public considcration.”®® In analyzing the
fair use issue the court considered potential economic harm to the
copyright owner. It found that since the dcfendant did not publish
magazines, and the plaintiff did not offer the Zapruder pictures for sale
as such, there was no direct competition and hence no immediate in-
jury. The court found the financial effect on future uses of the frames
by the plaintiff in movies or books to be speculative. It went on to
conclude that the defendant’s book actually might enhance the value of
the Life copyrights.

The question of economic detriment to the copyright owner lies at
the core of the fair use defense.®® Fair use doctrine operates not only to
remove unnecessary obstacles to the use of copyrighted works, but also
to further the constitutional policy of encouraging science and the use-
ful arts through the granting of copyrights.°® If a work that appropri-
ates copyrighted expression functions in part as a substitute for the
original, the economic incentive offered by the copyright systemn is di-
luted.

Thc fair use privilege generally has permitted only those appropri-
ations that do not seriously undermine the basic policy of economic
incentive.”! For examplc, the fair use privilege to quote portions of
copyrighted works for purposes of criticism or review®? is compatible
with the protection of economic incentives, since the resulting work

88. 7d. at 146.

89. “The fourth factor listed in Section 107 is ‘the effect of the use upon the potential market
for or value of the copyrighted work.” If one looks to the fair use cases, if not always to their stated
rationale, this emerges as the most important, and indeed, central fair use factor.” 3 M. NIMMER,
supra note 39, § 13.05[A] (footnotes omitted). The Report on the General Revision of the United
States Copyright Law similarly limits application of the fair use doctrine to situations in which the
use “is not competitive with the copyright owner’s market for his work.” Register of Copyrights
Report, supra note 61, at 24.

90. Rosemont Enterprises, Inc. v. Random House, Inc., 366 F.2d 303, 307 (2d Cir. 1966),
cert. denied, 385 U.S. 1009 (1967).

91. See generally 3 M. NIMMER, supra note 39, § 13.05.

92, 17 U.S.C. app. § 107 (1976).
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performs a different function than the original and is not a market sub-
stitute. Similarly, the “conjure up” test of fair use in parody cases®?
ensures that the mnaterial borrowed for the purposes of parody is not so
extensive that the parody becoines simply a competitive variation of the
original.

Many traditional fair use factors can be seen as tests for econoinic
comnpetition. Thus, in calling upon courts to examine the exzent of ap-
propriation, fair use doctrine focuses attention on the degree to which
the defendant’s work may function as a substitute for that of the plain-
tiff. An examination of the purpose of the defendant’s use may reveal
an intention to benefit from the market demand for the appropriated
expression. Similarly, consideration of the nazure of the copyrighted
work can fix the scope of plaintiff’s econoimc interests by indicating the
markets that the work 1nay be expected to serve.

Appropriations of expression that result in more than minimal ec-
onomic harm to the copyright owner are inconsistent with the very pur-
pose of copyright. In its effort to establish the necessary foundation for
its decision, the court in Bernard Geis was compelled to iminimize its
estimate of the potential economic impact of the defendant’s use of the
Zapruder frames. Yet the plaintiff’s copyright, if fully enforced, would
give it complete control over what may be the most important docu-
mentary film in existence. Indeed, the defendant was so anxious to use
the frames that he offered to pay a royalty equal to the total profits
froin his book in return for a license.* The defendant’s use of the film
frames would not prevent Zijfe from pursuing its plans to use the pic-
tures in books, magazines and film formats. It could serve, however, as
a substitute for many of those interested m seeing the key Zapruder
frames. It is difficult to accept the court’s conclusion that the value of
the copyright was not impaired. The appropriateness of invoking the
fair use doctrine in this case therefore inust be questioned.”

Assuming that the defendant ought to have access to the Zapruder
frames, why should it matter that the fair use doctrine is emnployed to
reach the desired result rather than the first amnendment? The reason is
that the fair use doctrine, like a sweater borrowed by an older brother
or sister, will never quite fit once it is returned to its rightful place. In
order to allow the fair use defense in Bernard Geis, the court essentially
was obliged to hiold that the potential impact of defendant’s use on the

93. See text accompanying notes 81-84 supra.

94. 293 F. Supp. at 138.

95. Nimmer, supra note 38, at 1201. A similar argument might be made with respect to the
application of the fair use doctrine in New York Times Co. v. Roxbury Data Interface, Inc,, 434 F.
Supp. 217 (D.N.J. 1977), although the potential economic injury appears to be less certain in that
case than in Bernard Geis. See note 76 supra.
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future exploitation of the film by the plaintiff was merely speculative.
If this holding indicates that a plaintiff must prove actual damage
order to rebut a fair use defense, it severely undermines the economic
mcentive rationale of copyright law. Such a test confuses questions of
liability with questions of damages.®® It inay be all but impossible for a
plaintiff to prove actual damage with respect to future attempts to ex-
ploit the copyright. That section 504 of the Copyright Act’” specifically
permits a plaintiff to elect statutory rather than actual damages indi-
cates that proof of actual damage is not required to establish liability.*®
If the evidence establishes that defendant’s use will tend to prejudice
the market value of the plaintiff’s work, the fair use defense generally
should not be available.*

The fair use defense is a substantive rule of copyright law designed
to further the constitutional policy embodied in the copyright clause. It
proinotes the progress of science and of the arts by reinoving those bar-
riers to use that are not needed to preserve the economic incentive to
produce. The first amendment, however, demands much more. It in-
corporates no such goal of economic encouragement. When the objec-
tives of free speech require access to the expression of another, the
property interest created by copyright law must yield, regardless of the
economic impact. Abridgements of the right of free speech do not be-
come tolerable because they spring from the exercise of the copyright
power rather than some other source of federal authority. Yet recog-
nizing the defense of fair use in cases involving significant economic
harn to the copyright owner invites distortion of that doctrine. In all
probability, such distortion cannot be confined to the ill-defined inter-
face between copyright and free speech, but will almost inevitably in-
fluence the contours of the entire doctrine. The result could jeopardize
the contimued viability of copyright law by threatening the system of
economic mcentives upon which it is founded.'®

The first amendment on occasion mnay demand access to copy-
righted expression, but it does not demand that the fair use doctrine be
the mechanisin for achieving that result. This of course does not inean
that fair use can have no role in accommodating copyright and free
speech interests. To the contrary, fair use doctrine often does act to

96. 3 M. NIMMER, supra note 39, § 1305[E].

97. 17 U.S.C. app. § 504 (1976).

98. “[T]he plaintiff n an infringement suit is not obliged to submit proof of damages and
profits and may choose to rely on the provision for minimum statutory damages.” H.R. Rep. No.
94-1476, supra, note 4, at 161.

99, See Fried, Fair Use and the New Act, 22 N.Y.L. ScH. L. Rev. 497, 499-509 (1977).

100. The converse problem also may arise if fair use is scen as the sole means of accommodat-
ing first amendment concerns—there may be a tendency to give inadequate weight to the free
speech interests in an effort to preserve the traditional limits of the fair use privilege.
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permit the access to expression that may be required by the first
amendment. To avoid undermining the utility of the doctrine, how-
ever, it should do so only where the defendant’s use causes no signifi-
cant economic injury to the copyright owner. If further
accommodation is needed, it should be found elsewhere.

B. The First Amendment Privilege

If the fair use doctrine is not transformed into the ultimate guard-
ian of first amendment interests, the conflict between copyright and
free speech remains partially unresolved. The tension persists in situa-
tions in which a defendant establishes a first amendment iterest in
making substantial use of the copyrighted expression of another in a
inanner that threatens to cause significant econoinic harm to the copy-
right owner. In this narrow though significant area, substantive copy-
right doctrine does infringe on constitutionally protected rights. It is
necessary therefore to recognize an independent first amendment privi-
lege that would operate as an external limitation on the scope of the
proprietary interest established by copyright. Such a privilege would
ensure a right of access to copyrighted 1naterials commensurate with
the requirements of the first amendment.

In most cases in which the issue has been argued, the courts have
rejected such a first amendment defense.'® But this apparent judicial
reluctance to recognize a first amendment privilege may be due to the
inappropriateness of the defense in the situations in which it has been
raised. Indeed, in two decisions rejecting first amendinent arguments
on the facts, the courts have noted that the constitution might require
recognition of an independent privilege in soine limited instances.!02

101. See Sid & Marty Krofft Television Prods., Inc. v. McDonald’s Corp., 562 F.2d 1157,
1170 (9th Cir. 1977) (first amendment defense rejected since defendant could not establish any
compelling need to appropriate the expression embodied in plaintif°’s characters). Other cases
that reject a first amendment defense also involve situations in which there is no free speech
imterest requiring the appropriation of expression. See, e.g., Dealer Advertising Dev., Inc. v. Bar-
bara Allan Financial Advertising, Inc., 197 U.S.P.Q. 611 (W.D, Mich. 1977); United States v.
Bodin, 375 F. Supp. 1265 (W.D. Okla. 1974); McGraw-Hill, Inc. v. Worth Publications, Inc., 335
F. Supp. 415 (S.D.N.Y. 1971). Other courts simply have treated first ainendinent interests as coex-
tensive with the fair use defense. Keep Thompson Governor Comm. v. Citizens for Gallen
Comm., 457 F. Supp. 957, 960 (D.N.H. 1978); H.C. Wainwright & Co. v. Wall St. Transcript
Corp., 418 F. Supp. 620, 624 (S.D.N.Y. 1976), aff’'d sub nom. Waimwright Sec. Inc. v. Wall St.
Transcript Corp., 558 F.2d 91 (2d Cir. 1977), cert. denied, 434 U.S. 1014 (1978).

102. “Some day, legitimate in-depth news coverage of copyrighted, small-circulation articles
dealing with areas of general concern may require courts to distingunish between the doctrine of
fair use and ‘an emerging constitutional limitation on copyright contained in the first amend-
ment.’” Wamwright Sec. Inc. v. Wall St. Transcript Corp., 558 F.2d 91, 95 (2d Cir. 1977), cers,
denied, 434 U.S. 1014 (1978) (quoting Nimmer, supra note 38, at 1200); “There may be certain
rare instances when first amendment considerations will operate to limit copyright protection for
graphic expressions of newsworthy events.” Sid & Marty Krofit Television Prods., Inc, v. McDon-
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A federal district court in Florida apparently has become the first
to decide a copyright infringement suit expressly on first amendment
grounds in the recent case of Zriangle Publications v. ng/zt-Ridder
Newspapers, Inc. 193 Tromically, the free speech interests at stake im 777~
angle Publications probably could have been protected adequately by a
proper invocation of the fair use doctrine.

The defendant, publisher of the Miami Herald, began an advertis-
ing campaign in the fall of 1977 to promote a new television supple-
ment to its Sunday edition. The campaign took the form of newspaper
and television 1nessages that compared the new supplement with plain-
tiff’s publication, 77 Guide. The advertisements displayed the cover of
an issue of 7V Guide to facilitate comparison.'® Tle plaintiff re-
quested both preliminary and permanent injunctions against the use of
its magazine, arguing that the advertisements infringed its exclusive
right to display the copyrighted work pursuant to section 106(5) of the
new Copyright Act.!%?

The court had little diffieulty concluding that the 7% Guide copy-

t extended to the cover as well as the contents of the magazine and
that the defendant’s use constituted a display of the work for purposes
of the Copyriglit Act.!% Its treatment of tlie fair use defense is more
troublesome. In liolding that the defendant’s “commercial criticism”
did not fall within the fair use doctrine, the court approaclied the issue
from an extraordmarily narrow perspective. While a commercial mo-
tive is relevant to a- determination of fair use under section 107, tlie
legislative history clearly indicates thiat it was not intended to be deter-
minative.!” The court nonetheless was unable to find in the statute the
inherent flexibility that historically lias characterized the defense.!® In
concluding that the display of the 7V Guide cover as part of the comn-
parative advertising campaign did not fall within the ambit of fair use,
the court failed to analyze correctly the critical issue of economic harin.
The plaintiff suffered absolutely no economic injury whatever from the

ald’s Corp., 562 F.2d 1157, 1171 (9th Cir. 1977) (citing T1me, Inc. v. Bernard Geis Assocs., 293 F.
Supp. 130 (S.D.N.Y. 1968)).

103. 445 F. Supp. 875 (S.D. Fla. 1978).

104. Two television commercials that formed part of the campaign illustrate its basic tenor.
In one, Goldilocks compares the relative sizes of TV Guide, the Herald supplement and a larger
magazine, concluding that the Herald supplement is the perfect size. In another, the basic theme
is that a purchaser of 7'V Guide receives only that, whereas a purchaser of the Hera/d supplement
receives an extra—the remainder of the Sunday Miami Herald newspaper. Jd. at 876-77.

105. 17 U.S.C. app. § 106(5) (1976).

106. 17 U.S.C. app. §§ 101, 106(5) (1976).

107. H.R. ReP. No. 94-1476, supra note 4, at 66; S. REP. No. 94-473, supra note 4, at 62.

108. 445 F. Supp. at 880. The court also attempted to equate fair use with uses intended or
coutemplated by the copyright owner. Jd. at 880-81. This is in essence a theory of fair use based
on implied consent, and simply is not in keeping with either the historical development or present
scope of the doctrine. See 3 M. NIMMER, supra note 39, § 13.05.
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alleged infringemnent of its copyright. If the plaintiff loses a significant
share of its present market, that would result not from the display of
plaintiff’s cover in defendant’s advertising but fromn commercial com-
petition with a work that does not in any way make use of plaintiff’s
copyrighted 1naterial. The alleged infringement itself causes no injury
to the plaintiff because it does not in any mnanner substitute for the
plaintiff’s product. It is difficult to believe that anyone purchases the
magazine simply to ponder the cover—the only part reproduced by the
defendant. Any harm suffered by the plaintiff results from competition
with an independently created work rather than from exploitation of
plaintiff’s own copyrighted material.

Having declined the opportumity to decide the case under tradi-
tional copyright principles, the court invoked the first amnendment di-
rectly. Since the Supreme Court clearly had establishcd that
commercial speech is within the sphere of first amendment protec-
tion,'? the court concluded that it constitutionally could not employ
the Copyright Act to enjoin the defendant’s comparative advertising:
“When the Copyright Act and the First Amendinent both seek the
same objective, their future coexistence is easily assured. However,
when they operate at cross-purposes, the primacy of the First Amend-
ment mandates that the Copyright Act be deprived of effectuation,”!°
This direct constitutional appeal in Zriangle Publications was unneces-
sary. Even if the exercise of defendant’s first amendinent rights re-
quired the appropriation of plaintiffs expression—here the actual
display of the copyrighted mmagazine—this interest can be adequately
protected without relying on the first amendment. Since the use itself
does not reduce the value of plaintiff’s copyright, the court could have
mvoked the fair use doctrine to permit the necessary use of expression.
Nevertheless, the decision indicates a judicial recognition of the neces-
sity in some instances of resorting to an independent first amendment
privilege to reconcile property rights in expression with principles of
free speech. There remnains the problem of deciding when such resort
in fact is constitutionally required.

C.  Locating the Boundaries

1. Necessity

To state the obvious, a first amendment privilege to use copy-
righted material is required only when the mternal inechanisms of sub-
stantive copyright law fail to permit a necessary use of copyrighted
expression. The scope of the first ainendment privilege must provide

109. See, eg., Bates v. State Bar of Arizona, 433 U.S. 350 (1977).
110. 445 F. Supp. at 882.
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sufficient access to expression to insure meaningful freedom of speech.
In a small number of situations, no amount of creativity or exertion on
the part of a speaker can substitute for the duphcation of the particular
expression of another. The reproduction of even copyrighted expres-
sion must be permitted where necessary to enable the speaker effec-
tively to imject his or her own ideas into the public dialogue.

The reproduction of the frames from the Zapruder film in the Ber-
nard Gelis case is one such situation. The defendant had a first amend-
ment right to express his views on the Warren Commission Report.
Since both the Commission and defendant relied extensively on the
film in formulatmg their theories, denying defendant the right to
reproduce essential portions would have effectively denied him the
right accurately to offer his ideas to the public. Restricting him to an
explanation of what the particular frames portrayed therefore would be
in essence an abridgement of his constitutional right of free speech.

Perhaps because of the appealing factual setting of the Bernard
Geis case, news photographs have provided the primary focus for at-
tempts to describe the hinits of a first amendment privilege.'!! There
may indeed be no stronger case for constitutionally required access
than that involving a visual record of historic events. The Ninth Cir-
cuit has asserted that first amendment protection should not extend to
nongraphic works: “Because there are available alternatives in the
form of expressing any verbal ideas, first amendment considerations
should not himit copyright protection in this area.”!'? This position
reveals a basic misunderstanding of the function of the first amendment
privilege. That the /deas contained in a copyrighted work can be ex-
pressed in alternative forms simply ensures access to the ideas them-
selves. The purpose of the first amendment privilege, however, is to
ensure access to expression when it too is needed for a meaningful pub-
lic dialogue.

A recent Second Circuit case presents a situation that may require
a first amendment privilege of access to copyrighted literary expression,
as opposed to graphic expression. In Meeropol v. Nizer,'® the children
of Julius and Ethel Rosenberg sought to prevent publication of 77%e
Implosion Conspiracy, a popular account by defendant of the espionage

111. Nimmer, supra note 38, at 1197-1200. Professor Nimmer gives as an example the photo-
graphs of the My Lai massacre. See Sid & Marty Krofft Television Prods., Inc. v. McDonald’s
Corp., 562 F.2d 1157, 1171 (9th Cir. 1977).

112. Sid & Marty Krofft Television Prods., Inc. v. McDonald’s Corp., 562 F.2d 1157, 1171
n.17 (9th Cir. 1977).

113. For the complete history of the litigation, see Meeropol v. Nizer, 361 F. Supp. 1063
(S:D.N.Y. 1973), gff’d, 505 F.2d 232 (2d Cir. 1974); 381 F. Supp. 29 (S.D.N.Y. 1974), gf"d, 560
F.2d 1061 (2d Cir. 1977); 417 F. Supp. 1201 (8.D.N.Y. 1976), rev’d, 560 F.2d 1061 (2d Cir. 1977),
cert. denied, 434 U.S. 1013 (1978).
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trial of their parents. The book contained portions of letters written by
the Rosenbergs while awaiting execution. The action was based in part
on allegations of copyright infringement through Nizer’s use of 1,957
words fromn twenty-eight letters m which the plaintiffs claimed copy-
right. The letters originally had appeared in the Death House Letters of
Ethel and Julius Rosenberg, which had been out of print for nearly
twenty years. The portions of the letters used by Nizer constituted
about 2.4% of the Death House Letters and less than 1% of The Implo-
sion Conspiracy. The letters were used to illustrate the impact of the
trial on the Rosenbergs and their feelings regarding the various appeals
and petitions taken on their behalf.!'* The district court denied a pre-
liminary injunction against publication on the basis of Nizer’s fair use
defense,!!® and eventually granted summary judgment to defendant on
the infringement issue.!'¢

The court clearly recognized the importance of borrowing the
copyrighted expression:

It is not sufficient, as plaintiffs suggest, for the defendants who
wished to describe the Rosenbergs’ thoughts and feelings to resort to
“the obvious device of not quoting thein directly.” To do so would have
prevented them from fully and accurately conveying the Rosenbergs’
own expression, which in this situation may be essential to an accurate
rendition of the relevant thoughts themselves. Furthermore, the
Rosenbergs’ expression itself inay be a relevant part of the history relat-
ing to the case.!!?

The court was answering precisely the right question: Can the right to
free speech be adequately protected by free access to ideas, or do spe-
cial circumstances require the freedom to use expression as well? The
opinion also shows an appreciation of the distinction between repro-
ducing the expression of another for the sake of exploitation and using
the expression for the purpose of conveyimg the defendant’s own
thoughts. The court found that Nizer was using the letters not to capi-
talize on the intellectual product of the Rosenbergs but to present effec-
tively the facts relevant to his book. Therefore, even though the court
assumed that publication of the book would diminish the commercial
value of plaintiffs’ copyrights, it granted defendant’s motion for suin-

mary judgment.!!®

114. 417 F. Supp. 1201, 1212 (S.D.N.Y. 1976).

115. 361 F. Supp. 1063 (S.D.N.Y. 1973) (Tyler J.).

116. 417 F. Supp. 1201 (S.D.N.Y. 1976) (Gagliardi, J.).

117. /7d. at 1212 (footnotes omitted).

118. The district court may have been influenced in part by concern over the plaintiffs’ mo-
tives in the litigation. The plaintiffs obviously were unhappy about the contents of Nizer’s book,
which implicitly concluded that the Rosenberg trial was not unfair. 417 F. Supp. at 1208, In
addition to the copyright infringement claim, the plaintifis’ complaint alleged defamation and
invasion of privacy. 361 F. Supp. at 1065. The district court noted the danger that copyright
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The Second Circuit reversed, holding that factual disputes as to
the purpose of the use and its economic impact prevented summary
disposition of the fair use claim.''® The court’s concern with the poten-
tial economic impact of the use is consistent with the fundamental ra-
tionale of the fair use doctrine. The doctrine permits reasonable uses
that do not seriously threaten the incentive structure of the copyright
system. The Second Circuit noted that the mere fact that the letters
had been out of print for twenty years did not necessarily indicate that
they had no financial value. The market for republication or even
movie rights might conceivably be affected by Nizer’s use. If the plain-
tiffs could establish that there was significant harin to the value of their
copyrights, the fair use doctrine should not be applied to permit the
use.

Assume Nizer can show that he used the Rosenbergs’ letters not
simply to exploit their market value but to enable him to demonstrate
his own conclusions regarding the case. Surely Nizer’s right to speak
(and the corresponding public right to hear) cannot be allowed to de-
pend upon the sum Twentieth Century Fox may now be willing to offer
plaintiffs for the movie rights to the letters. Fair use may not apply, but
the first amendment does. The case may well justify a separate first
amendment privilege for the use of copyrighted hterary expression, just
as the Bernard Geis case may justify such a privilege for graphic expres-
sion.'??

Free speech considerations should operate to permit the use of ex-
pression only to the extent necessary to allow the users to make their
own contributions to the marketplace of ideas. Any additional license
would undercut copyright incentives without advancing the objectives

might be used to suppress unfavorable information rather than for the legitimate purpose of pro-
tecting the proprietary interest in intellectual property, although it did not feel that this factor was
of particular importance in the present case. 417 F. Supp. at 1214 n.11.

Similar inotives may have been present in the Rosemont case. See text accompanying notes
64-66 supra. The Rosemont corporation, which unsuccessfully attempted to enjoin the publica-
tion of the Random House biography of Howard Hughes, was apparently under the control of
Hughes himself and was incorporated only a short time after he learned of the Random House
project. 366 F.2d 303, 312 (2d Cir. 1966) (concurring opimion), cert. denied, 385 U.S. 1009 (1967).
The Look copyrights, on which the action was based, were purchased froin the magazine only
after it refused to indicate whether it would itself take action against Randomn House. It thus
seems clear that Rosemont was more concerned with suppressing information about Hughes than
with protecting the value of its newly acquired copyrights. This factor may explain the liberal
application of the fair use doctrine in the Rosemont case. See id. at 311-13 (concurring opinion).

If it appears that the copyright owner is attempting to stifle public debate or channel it in a
more favorable direction, free speech interests must be jealously guarded. When the plamtiff is
attempting to control public discussion rather than to safeguard the economic value of the prop-
erty, the courts should be generous in deciding whether the use is necessary to afford the defend-
ant a meaningful opportunity to convey his ideas.

119. 560 F.2d 1061 (2d Cir. 1977), cert. denied, 434 U.S. 1013 (1978).
120. But see 1 M. NIMMER, supra note 39, § 1.10[D] n.82.
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of the first amendment. This necessity test should exclude the defend-
ant who is merely attempting to exploit market demand for the plain-
tiff’s expression. The first amendment need not protect publication of a
book containing the Zapruder frames for the simple purpose of selling
the pictures to the public, for example. Nor should the result be differ-
ent if the exploitation is of literary expression. There is little first
amendment benefit m merely repackaging another’s work.

The distinction between exploitation and legitimate necessity in
the use of copyrighted expression is difficult to make. Commercial suc-
cess should not be the touchstone because even a legitimate use that is
necessary to facilitate free speech may benefit the user financially. It
hardly seewns appropriate to rescind the first amendment privilege to
use copyrighted material if the public becomes sufficiently interested in
the secondary use to make the work a commercial success. If use of the
Zapruder frames or the Rosenberg letters is necessary in order to insure
the authors an opportunity to present their opimons, it should make no
difference liow briskly sales of Six Seconds in Dallas or The Implosion
Conspiracy proceed. The cominercial success may be due to the au-
thor’s own contribution rather than to public demnand for the appropri-
ated expression. On the other hand, some inevitably will be tempted to
seek success through the simple expedient of selling the property of
another under the guise of free speech. If the defendant does not need
to use the copyrighted material to make the desired poit, or if in fact
he has no point at all other than selling the appropriated expression,
the court should not hesitate to find infringement. That the public
purchases the work primarily for the appropriated material is certainly
relevant in determining the character of the use,'?! but it should not be
decisive. If the necessity for the use is otherwise established, the mo-
tives of the public in buying the work should not preempt the author’s
right to present his own ideas.'*?

The recent case of Wainwright Securities, Inc. v. Wall Street Tran-

121. See Meeropol v. Nizer, 560 F.2d 1061, 1071 n.14 (2d Cir. 1977), cert. denied, 434 U.S.
1013 (1978); Time, Inc. v. Bernard Geis Assocs., 293 F. Supp. 130, 146 (S.D.N.Y. 1968).

122. As indicated in the text, the fact that the appropriated material contributes to the
financial success of defendant’s work should not be sufficient to justify the issuance of an injunc-
tion if the use is indeed required for a satisfactory expression of the user’s ideas. The concept of a
compulsory license has been suggested as one means of reconciling the conflicting interests. Nim-
mer, supra note 38, at 1199-1200. As a general principle this approach is unacceptable, since it
would require that the defendant purchase his right to speak from the copyright owner—a result
hardly in keeping with the concept of “free” speech. See Rosenfield, supra note 85, at 803. Bur
see Italian Book Corp. v. American Broadcasting Co., Inc., 458 F. Supp. 65, 71 n.14 (S.D.N.Y.
1978). When the defendant in fact is receiving an economic benefit from the use, however, it
would not appear to be inconsistent with first amendment principles to require that hc return to
the copyright owner that portion of the profits attributable to the use of the copyrighted material.
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script Corp.'® focuses on the problem of differentiating between free
speech and commercial exploitation. A short time before it reversed
the grant of summary judgment in the Nizer case, the Second Circuit
was asked to review a preliminary injunction prohibiting a weekly
financial newspaper from publishing abstracts of copyrighted research
reports. The plaintiff was a brokerage firm that specialized in the prep-
aration and sale of analytical reports examining the financial prospects
of major corporations. The reports, which included the analyst’s pre-
dictions and conclusions, at times required several months to prepare
and were up to forty pages in length. They were distributed to major
banks, insurance companies, and mutual funds. Defendant’s newspa-
per regularly featured abstracts of plaintiff’s reports. In defending
against the claim of copyright infringement, the defendant raised both
the fair use doctrine and the first amendment. As to the latter, the de-
fendant argued that its publication of the abstracts was constitutionally
protected reporting of financial news. The district court saw no need to
address the first amendment issue separately, since in its view the scope
of the fair use doctrine was broad enough to avoid conflict between
copyright law and free speech.”* It granted a preliminary injunction
and disinissed the fair use defense on the ground that the use materially
affected the value of plaintiff’s copyrights. The Second Circuit af-
firmed, specifically rejecting both the fair use and first amendment ar-
guments of the defendant.

News events as such are clearly unsuitable for copyright protec-
tion. The idea-expression dichotomy denies copyright protection to the
substance of the news even though “the particular form or collocation
of words in which the writer has communicated it” may be copy-
righted.'* Subsequent reporting of the facts contained in a news story
thus would not constitute copyright infringement, provided the actual
expression was not appropriated.”®® A distinct problem arises, how-
ever, when the news event is itself a forin of expression, such as a pub-
Hc speech or the issuance of a report. The reporting of events such as

these may well require some use of the expression that is the essence of

123. 558 F.2d 91 (2d Cir. 1977), cert. denied, 434 U.S. 1013 (1978).

124. 418 F. Supp. 620, 624 (S.D.N.Y. 1976).

125. International News Servs, v. Associated Press, 248 U.S. 215, 234 (1918).

126. Although not amounting to copyright infringement, the consistent appropriation of facts
from competing news sources may give rise to a cause of action in tort for “misappropriation.” 74,
at 541-42; H.R. Rep. No. 94-1476, supra note 4, at 132; S. REp. No. 94-473, supra note 4, at 116.
For a time, the constitutionality of the misappropriation doctrine was in question. See Sears,
Roebuck & Co. v. Stiffel Co., 376 U.S. 225 (1964); Compco Corp. v. Day-Brite Lighting, Inc., 376
U.S. 234 (1964). The doubt has since largely been removed. See Goldstein v. California, 412 U.S,
546 (1973); 17 U.S.C. app. § 301 (1976). Since the copyright claim in Wainwright was upheld,
there was no need for the court to examine this alternative.
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the event.'?” The Copyright Act specifically recognizes news reporting
as one of the traditional forms of fair use.'?® In any proper application
of the fair use doctrine, however, the financial impact of the use 1nust
be considered. Uses in coimection with news reporting generally will
have little adverse economic effect, in part because they frequently
present the work in impermanent and incomplete form. But when the
financial impact is indeed substantial, traditional fair use doctrine may
be unable to accommodate the appropriation. In such cases the court
must decide whether first amendment protection of news reporting nev-
ertheless precludes liability. Surely in some circumstances “[t]he public
interest in the news value of the author’s work ay cut across or post-
pone his rights.”*?® This is in fact the substance of the Bernard Geis
holding. Wainwright, however, does not present such a situation.

The event that the defendant was reporting was the issuance of the
plaintiff’s financial reports. The reports certainly could be regarded as
news and were in fact sometimes notcd in the Wall Street Journal.
Since the news event was itself a form of expression, one certainly
could argue that some use of the expression contained in the reports
was necessary to describe the event to the public.!*® The court appar-
ently conceded as much by implicitly approving the Wall Street Jour-
nal’s coverage of the reports despite the Journal’s use of significant
portions of plaintiff’s expression.’*! Why should the court treat the de-
fendant’s use less favorably? The answer lies in the distinction between
exploitation and necessity in the use of copyrighted expression. Al-
though the defendant had a first ainendment right to report on the issu-
ance of the copyrighted inaterial and to present its own views on the
event to the public, it mnade significantly greater use of plaintiff’s ex-
pression than was necessary to accomplish either of those goals.'*? The
defendant in fact made no attempt to contribute any ideas of its own to
the public dialogue, and it appropriated so much of the copyrighted
expression as in effect to be selling rather than reporting on the plain-
tiff’s work.'*®> The defendant’s own advertising expressly portrayed the

127.  See Public Affairs Assocs., Inc. v. Rickover, 284 F.2d 262, 272-73 (D.C. Cir. 1960) (dis-
senting opinion), vacated for insufficient record, 369 U.S. 111 (1962); B. KAPLAN, supra note 11, at
61.

128. 17 U.S.C. app. § 107 (1976).

129. B. KArLaN, supra note 11, at 273.

130. This is particularly true since the protected “expression” includes inore than the literal
words and extends to the basic pattern of the work, including the selection and arrangement of
facts. 1 M. NIMMER, supra note 39, § 2.11.

131. 558 F.2d at 95 n.2.

132, Zd. at 96 n.3.

133. The issue is not unlike that presented in Zacchini v. Scripps-Howard Broadcasting Co.,
433 U.S. 562 (1977). The Supreme Court’s opinion in that case indicated that the plaintif's right
of publicity under the applicable state law could not prevent the reporting of the facts surrounding
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publication as offering condensed versions of reports from institutional
research finns.’** In other words, it was offering for sale abridged ver-
sions of copyrighted works—a right expressly reserved by statute to the
copyright liolder.’*> Defendant’s use of the copyrighted expression was
not necessary for the exercise of its legitimate right of free speech. It
was merely an exploitation of the talent and efforts of others.

2. Public Interest

In attempting to define the scope of the first ainendment privilege,
this discussion has focused on the necessity of using copyrighted ex-
pression without regard to the nature of the user’s topic. Yet when the
courts have invoked the fair use doctrine as a means of protecting first
amendment interests, they generally have chosen to frame the issue in
terms of the public interest in an unrestricted discussion of thie particu-
lar subject.’*¢ Should the constitutional limitations on copyright pro-
tection vary according to the “newsworthiness” of the topic or the value
of the user’s contribution? If the use is in fact necessary for the ade-
quate expression of tlie user’s ideas, any attempt to limit the privilege to
speech concerning “news” would be inconsistent with the acknow-
ledged breadth of free speech protection.'®’

There is obvious danger in making the scope of first amendment
privilege dependent on the outcome of a judicial inquiry into the im-
portance of the topic.’*® The Supreme Court itself has grappled with
this problem in defining the scope of a first amendment privilege in the
area of hbel law. A plurality of the Court in Rosenbloom v. Me-

Zacchini’s act. But the Court held that the constitutional immunity did not extend to the broad-
casting of the entire performance. /4. at 574-75. See text accompanying notes 29-36 supra.

134. 418 F. Supp. at 622.

135. 17 U.S.C. app. § 106(2) (1976).

136. The Bernard Geis result, for example, rested on “a public interest in having the fullest
information available on the niurder of President Kennedy.” 293 F. Supp. at 146. In vacating the
injunction restraining the distribution of the Howard Hughes biography in Rosemont, the Court
referred to the public interest in having an opportunity to become acquainted with a person of his
unique talents and contributions. 366 F.2d at 309. Similarly, in denying a preliminary injunction
in Nizer, Judge Tyler noted the “continuing interest in and importance of the celebrated Rosen-
berg case” and observed that “this very court liouse is adjacent to Foley Square where earlier this
month, and in June of other years, demonstrations took place in niemory of the Rosenbergs and
their execution.” 361 F. Supp. at 1068.

137. “Freedom of discussion, if it would fulfill its historic function in this nation, inust em-
brace all issues about which information is needed or appropriate to enable the members of soci-
ety to cope with the exigencies of their period.” Thomnhill v. Alabama, 310 U.S. 88, 102 (1940).
See Meiklejohn, supra note 20, at 256-57.

138. In commenting on constitutional privilege and the right of privacy, Professor Emerson
hias written: “a classification that bases the right to First Amendment protection on somne estimate
of how much general interest there is in the communication is surely in conflict with the whole
idea of the First Amendment.” T. EMERSON, THE SYSTEM OF FREEDOM OF EXPRESSION 554
(1970).



314 CALIFORNIA LAW REVIEW [Vol. 67:283

tromedia, Inc.,” chose to extend the first amendment privilege that
was announced in New York Times v. Sullivan Co.'*° to “all discussion
and communication involving matters of public or general concern.” 4!
Justice Marshall, in dissent, commented upon the hazards of such an
approach:
Courts, including this one, are not anointed with any extraordinary pre-
science . . . . [Clourts will be required to somehow pass on the legiti-
macy of interest in a particular event or subject; what information is
relevant to self-government. . . . The danger such a doctrine portends
for freedom of the press seems apparent.!4?
Justice Marshall also recognized the substantial uncertainty resulting
froin the adoption of this ad hoc test.'** His position ulthnately pre-
vailed wlen the Court abandoned the Rosenbloom formulation in Gersz
v. Robert Welch, Inc.'**

The dangers involved in having courts weigh the importance of the
topic are only imagnified when the courts attempt to evaluate the quali-
ty of a defendant’s contribution. Yet the court in Bernard Geis felt
comnpelled to state that the defendant “did serious work on the subject
and has a theory entitled to public consideration.”'4> In denying a pre-
liminary injunction against publication of 7%e Implosion Conspiracy,
the district court in Vizer predicted that “defendants are likely to prove
that their book is a serious, full and readable account of what was a
trial of great historical interest.”'*S Similarly, the Rosemont opinion
suggests that the fair use doctrine protects only works that offer some
value or benefit to the public.!4’

If the inquiry into the inerits of a defendant’s work is limited to
distinguishing tlie use of copyrighted inaterial to express the author’s
own ideas froin the inere exploitation of the work of another, the prob-
lem is simply one of terminology. But if the test is in fact meant to
focus not on the necessity for the use, but on the merits of defendant’s
output, it is indeed troublesome. It would be difficult to articulate any
acceptable standard for judging whether a particular work was suffi-
ciently serious or valuable to justify a first amendinent privilege.!*® In-

139. 403 U.S. 29 (1971).

140. 376 U.S. 254 (1964). See text accompanying notes 24-26 supra,

141. 403 U.S, at 44 (1971).

142. 7d. at 79 (Marshall, J., dissenting) (citations omitted).

143. 7d. at 81 (Marshall, J., dissenting).

144. 418 U.S. 323, 346 (1974).

145. 293 F. Supp. at 146.

146. 361 F. Supp. at 1068.

147. 366 F.2d at 307. The court in Zriangle Publications analyzed the defendant’s use of the
TV Guide cover i a similar manner: “Such comparative advertising, when undertaken in the
serious wnanner that defendant did herein, represents an important source of information for the
education of consumers in a free enterprise system.” 445 F. Supp. at 883.

148.  Nizer demonstrates the enormous practical problems of such an approach. The plaintiffs
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deed, the minimal originality and creativity standards for extending
copyright protection can be seen as an attempt to eliminate the need for
such determinations of merit or value.'* Furthermore, judgments as to
the merits of a work should properly be left to the public.!*

It is doubtful that any doctrinal formulation of tlie first amend-
ment privilege actually could eliminate the influence of judicial percep-
tions of the merit or importance of the defendant’s work. Much of
copyright law rests on ephemeral distinctions and categories that mvite
flexible interpretation on a case-by-case basis. In analyzing the first
amendment issue, the court first must determine whether any protected
expression in fact has been appropriated. If so, the court then inust
consider whether the use was necessary. If a sufficient degree of neces-
sity is established, the extent of the permissible use must be determined.
In fixing each of these lines, the courts undoubtedly will contmue to be
influenced by their perceptions of the value and significance of the de-
fendant’s work. As long as the primary focus remains on the necessity
for the use, little harn is likely to result. But such factors as the public
interest in tlie subject matter or the public benefit derived from defend-
ant’s contribution should not be elevated to independent significance.
If this occurs, there is a risk that free speech interests may be subtly
undermined by notions of relevance or propriety.

CONCLUSION

A legal system that simultaneously recognizes both a basic right of
free speech and proprietary interests in forms of expression should be
prepared to resolve inevitable conflicts. Direct appeals to constitutional
principles are appearing ever more frequently in copyright litigation.
The Supreme Court has not yet attempted to reconcile the conflict be-
tween copyright law and free speech, although it has addressed analo-
gous conflicts m such cases as New York Times Co. v. Sullivan, Time,
Inc. v. Hill, and Zacchini v. Scripps-Howard Broadcasting Co.

This icreasing recognition of first ainendment interests need not
alarin those dedicated to a strong and efficient copyright system. Copy-

submitted fourteen affidavits from history professors and authors in an attempt to show that 77%e
Implosion Conspiracy was “riddled with distortions and inaccuracies and thus has no historical
value.” 417 F. Supp. at 1208. The district court refused to be led into such an inquiry, but it did
state that in order for a historical work to be protected under the fair use doctrine there must be
“some serious attempt to describe a historical event which could be of somne benefit to the public at
large.” Jd. at 1209.

149. See 1 M. NIMMER, supra note 39, § 2.01. Similarly, in determining copyrightability, the
courts generally will not consider the truth or falsity, nor the soundness or unsoundness, of the
views contained in the work. /4. § 2.17.

150. Paulsen v. Personality Posters, Inc., 59 Misc. 2d 444, 449-50, 299 N.Y.S.2d 501, 507-08
(Sup. Ct. 1968).
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right law, by taking care to distinguish between idea and expression,
long has respected the values inherent in the first amendment. The
confrontation with freedoin of speech therefore is not severe. Many of
the remaining conflicts can be resolved by means of traditional fair use
concepts. But if the fair use doctrine is left to carry the constitutional
burden unaided, it will become disfigured and eventually cease to per-
form effectively its traditional function.

The ultimate response to the confrontation between free speech
and copyright should be the recognition of an independent first amend-
ment privilege. But the copyright system—itself an effort to implement
the constitutionally sanctioned aim of encouraging creative activity—
should not be undermined needlessly. The necessity for appropriation
therefore must be examined carefully in each imdividual case to iden-
tify those situations in which the user cannot adequately exercise the
right of free speech without at least limited access to copyrighted ex-
pression. When traditional copyright doctrines do not permit such ac-
cess, a first amendment privilege should be recognized to the extent
necessary to enable potential users to contribute their ideas effectively
to the public dialogue. The recognition of this rather narrow yet
significant first amendment privilege will safeguard not only freedom
of speech, but the mtegrity of the copyright system as well.



