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ABSTRACT

At some level, every human-made creation is a compilation.
Yet, most of them do not qualify for copyright protection because
the selection and arrangement of their component parts is
inherent in the functional purpose for which they were designed,
The Bupreme Court’s decigion in Feist Publications, Inc, v, Rural
Telephone Service Co, established that works of authorship must
be “original” to qualify for copyright protection and that
originality requires a “modicum” of creativity. Howewver, the
Court did not say how much or what kind of creativity would
aatiafy this standard,

In the years since Feigf, courts have sometimes rejected
compilation copyright claims because the compilation was too
functional to be protectable, Sometimes they have relied upon
copyright's exclusions of methods and svatems to say that a
aygtematic or methodical selection  andfor arrangement of
information is uncopyrightahle, Other times, they have invoked the
merger doctrine, as when the selection andlor arrangement was
dictated by functionality, Still other decisiona have ruled that
functional selections or arrangements lack the originality necessary
to gualify for copyvright protections, This Article intends to unify the
functional compilation case law by pointing out that regardless of
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the doctrinal hooks or linguistic characterization courts uae, it is the
functionality of these compilations that limita copyright.

Functionality as a general basis for disqualifving some
compilations from copyrights has not been widely recognized in the
case law and law review literature. Some judges and commentators
reject the idea that functionality is ever a limit on copyright (except
maybe as to pictorial, graphic, and sculptural works whose
expressive elements cannot be separated from functional elements),
Thiz Article demonatrates that functionality does and should limit
the protectability of compilations, It gives examples of four types of
functionality that courts have identified in the compilation case law;
mechanically derived compilations, compilations dictated by
function, systematic or methodical compilations, and compilations
whose selection and arrangement were constrained by external
factors or efficiency,

Copwright aims to protect not originality per se, but expreaaive
originality, Some compilations satisfy the expressive originality
standard, but others do not. Since Feist forbids granting copsright
protection based on a sweat-of-the-brow rationale, functional
compilations would seem to lie largely outzide the bounds of
copyright protection. Ewven if protectable, the scope of copyright
protection in functional compilations 18 and should be guite thin,
requiring proof of exact or near-exact copying.
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I INTRODUCTION

At aome level, every human-made creation i8 a compilation
of one kind or another insofar as it i2 the product of human acta
of selection and arrangement of component elements,’” A garden,
for instance, can be conceived of as a compilation of plants.? A

1. I am not the frsl person e have observed that almost everything is a
compilation. See Jeffrey Malkan, Hule-Bised Expression in Coperight Lase. 57 Burr. L
KEv. 433, 4756 n. 1563 (3009, The U5 Copyright (HTice issued o policy statemsent giving a
narrow interpretation o the copveightabality of compilations G exclude those mvolving
creative selection amd arrangement of vneoprrightable protedable subject matbers, =uch
as vopa poses, See Ropistration of Claims to Coperight, 77 Fed, Rep. 876805, 37,6805-607
{dune 22, 20025 See nfra Pact ILE for further discesswon of what does and does not
constitute o copyrphtable compilation.

2 See Kelley v, Chi, Park Thgt,, 635 F.dad 290, 304 (Tth Cie, 20110 (garden design
whs not enpyright suhjsct matter), Altheugh Kelley considerad his “Wildflower Works” 1o
be o work of art. nof o compalation, 1t might also have been cliomed as o compalateon
hpcaues creating & garden typleally reguires haman acta of selection and arcangement. of
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voga routine may be a compilation of poses and breathing
exercises.” A dress is a compilation of fabric and fasteners.® A
lawnmower i8 a compilation of hardware parts.* A drug is a
compilation of active ingredients and other components through
which drug delivervy iz accomplished. A sandwich is a
compilation of bread, fillings, and condiments,™ The layout of a
suburban housing development iz a compilation of buildings,
streets, and other infrastructures,

It mav take a “modicum” of creativity to bring the
overwhelming majority of such artifacta and processes into heing.®
However, no serious student of intellectual property law in the
United States would assert that any of these creations should be
considered copyrightable compilations, ™ The principal reason why

plants, Under the Copyright Ofer Policy Statement, these acts do not result in a
copyrightable compilation. See Hegistration of Cloims to Copyright. 77 Fed. Heg. ot
A7.607. The Copyright (Mfice sxplained a8 much in denying copyright registration ina
DMA sequence, See Letter fram Bobert . Kazunic, Associnte Register of Copvrights, to
Mr. Simen (Feb. 11, 20014) {exploining that a DNA sequence foils to gualify under
% 102ca) and (b and lacks sufficient copyrightable swthoralipy don file with the authork
Elsewhere [ hove explored nt considernble length whot is and should be protectahle
subject motters umder US, copyright law, S Pamela Samuelson, Evaleing Conceplions
of Copyright Swhject Matter, 78 UL PITT. L. REY. (Fortheoning 2015,

1. See Bikram's Yogn Coll. of Indin, LP. v. Evalation Yoga, LLC, B0 F.Od 10462
1i42—45 ciich Cie, 20056) thalding peguence of yoga poses and breathing exercises pol 1o ke
copyright subject matter, either s a choreagraphic work or ns o enmpilatinn).

4. See Matl Cloak & Suit Co. v, Standard Mol Order Co, 181 F, 528, 528
CCEDNY. 191y (feding wo iofringemsent where dreses copied from plaingiffs
drawings were mde and sold).

G Sp¢ Tore Coo v. B & K Prods Co, 7RT F.2d 1208, 1212-14 (Fh Cie. 1986)
{rejecting claim of copyright in lawnmower parts and numbers that would have impeded
competition in the market for replacement parts).

o Hee BmithEhne Bescham Consumer Healthears, LP. v, Watson Pharm,, 211
F.5d 21, 25 nd (2d Ciee 20000 (recognizing donger that cloim of coperight in wording on
Tabel would confer monopaly over sale of drwgs).

7. See Loveneana v, 5 Am., Heste, Corpe, 79% Fo2d 31, 34 (et Cie 2006 (halding
chicken sandwich not copyright subject matter).

B Sep Melntosh v, N, Cal, Universal Enters, Ca, 670 F, Supp. 2d 1068, 1096 (E.D, Cal.
M [peemingly extending copyright probection 4o the layout of lok= m o subdivasson)
Mefnfosh @ oriticiosd in the Nimmer treatise, See 4 MepviiLe Bo Mivser & Davin Mg
MIMMER O CoryriaaT § 130G B8]k (Matthew Bender rev. ed. 20168) {"Copyright laws are
chemgned do vinchoate partsculor exprossiee chowses, not {o ditate constrection resalis")

o “Modicum of ereafivity® hes bomome a term of art for  crestivity-based
congepeins of eogyright’s criginality standard in the aftermath of the Suprems Court's
decision 1 Fersi Pablications, Tne. oo Ruwrnl Telephore Seroice o, 489 115 340, 348
(15150, This Article uees the term sparingly becanse it i= vacuous,

1 Ha mee BTAFF MEMBEES OF MY, UNIY. Law EEVIEW UNDEE THE GUIDANCE OF
Warten J. DERENPERG, STUny Mo 8 THE MEsMING oF “WRITINGS™ 18 THE COryRIGHT
CLAUSE OF THE COXNSTITUTION {19056), ie COPYRIGHT Law REVISHIN: STUDIES PREFARED
FOR THE SUBCOMAM. 0N PATENTE, THRAEMAHRKES & COPYRIOHTE OF THE COss, ON THE
JUHCIATY, SHTH Comd,, STUDES 1-4. at 106 {Comem, Print 19600 (describing the excluskon
of dre=s designs copied from drawings az “indefensible teday™s Congre=s has considerad
extemting copyvright-like protection to fashion designs. but has net enacted such
legislation, See, ¢8, 5. 4625 118h Cong. (2012,
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theae creations are not copyrightable is that they are too functional
to qualify for copyright protection,'' Some, though not all, of these
creations may be eligible for utility patent protection as inventions
in the useful arts,' although patenta are only available if their
creators have applied for and satisfied patent law astandards, ¥ No
matter how manyv alternative ways there might be to select and
arrange their component parts, these types of compilations he
outaide the bounds of ULS, copyright law,

Some compilations are, of course, protectable by copyright
law, aa the Supreme Court held in ita landmark decision in Feist
Publications, Inc. v, Rural Telephone Service Co % Feist
established that compilations must be “original” to qualify for
copyright protection, and that originality requires a compilation’s
author to have contributed a modest amount of creativity in
aelection and arrangement of the compilation’s elementa, " The
Court did not, however, say what kind of creativity, nor how
much creativity, is reguired to satiafy this standard. However, it
found the alphabetical order and standard format of the white
pages listings of Rural's telephone directory to be insufficiently

11, See dnfre Part 1 discusaing the mole of furstionality in copoyrighe law,

12, Yoga poses ore unlikely to be proper subject matter for either wtility or design
patent=s. Dreas designs may be proper subject matter for design patents, but ars anlibely
aubject matters for utility patents. Drog combinations, by contreast, would be protectable
subject matter for utility patents, but are unlikely to be eligible for design patents or
tradle dress protections, The Coperight Offiee rejected o coparight applicathon n a DA
sequence, partly in recognition that syothetic DNA sequences ore patent-eligihle subject
matier, See Letter from Hobert J. Hasunie, Assecwate Hegister of Copyrighta, to Mr
S, supre rate 2,

13, a5 UAC. §§ 101-100 {2012p.

14, See arpea notes 1-8 and accompanying text.

15. 45 [L5 340, 348 {1991} Thers = conswderable commentary and cose law
concerning copvright in factwnl compilations. See, g, Miriam Bitton, Prodectian for
Infermetioenl Works Affer Feist Publications, Inc. v. Rural Telephone Service Lo 21
Forpias [NTELL. PRrop, MEMs & ExT. Lo 611, 6814-15 (2001) Rebert C. Denbenla,
Copyright 1 Collections of Facta A Theory for the Protection of Nenfiction Literary Warks,
A1 CoLuse Lo Kev, 516, 527-28 (1981 Alan L. Durham, Speabing of ihe World: Focl,
Cpdrian, ard dhe Originaltity Staaderd of Copyriphs, 30 AR, 37, L. 791, S10=11 (2001);
dane C. Ginsburg, Cremtion end Commercinl Velaer Copyright Protection of Works of
Infermetioe, 90 CoLum, L. BEV. 18G5, 180506 (19905 Jons O, Ginsburg, No “Soead T
Copyright ard (Nber Prodection of Woeks of Information After Feist v, Rueal Telephone, 92
Coioom, Lo Kev, 338, 34244 {19802k Bobert A Gorman, Feo or Foncy? The Implicolions
S Copariger, 200, COPYRIGHT 500 1ULS A, G610, GHE-GI (1982,

18 Frist, 489 U5, ot 346, The Court cited npprovingly to L. Eoy Potterson & Craig
duyee, Manopodizing the Lowe The Svope of Cupertobi Prolection for Low Reporis ond
Stadetary Congefations, 316 UCLA L. BEY, 719, 763 & n. 1056 (19595), in suppert of its ruling
on the criginality requirement. In the EU, functional compilations of datn may be
pratestable under the sul generiz form of begal protestion sccorded to databases, See, ogn,
P. Bernt Hugenbaltz, Tmplemendicg the Eeropear Datehese Directioe, ie INTELLECTUAL
PROPERTY AND INFORMATION Law, ESSAve N Hoxop oF HERAY CoHEY JEHORAM 157,
18554 (lan 1.C, Kabel & Gerand JHM. Mom eds,, 1985),
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creative.!” In the vears since Feist (and to some extent before
Frist), courts have sometimes rejected compilation copyright
claimas because the compilations were too functional to be
protectable, 1#

Part Il considers cases in which courts have relied upon
functionality as a reason to deny or limit copyrightability of
compilations. In some cases, the courts deemed the compilations
at issue to be functional because they resulted from a mechanical
process, ' In other cases, the courts found the compilationz to be
“dictated by™ the function to be performed. ™ Courts in atill other
cases decided that the compilations were unprotectable because
of their methodical or systematic character.® Finally, courta
sometimes mentioned efficiency and external factors as limiting
the copyrightability of compilations. # Courts have used various
doctrinal hooks to explain their rulings, including merger of
expression and idea, fact, or function, the exclusion of methoda
and systems, and lack of originality, among others. What
underlies all of these cazes 18 a principle that the functionality of
a compilation in relation to its task or purpose does and should
limit the protectability of compilations, Part 11T considers factors
that may make compilations expressive as well as original. It
alao considers zome controveraial functional compilation cases
and subsequent litigations that tried, but failed, to build on the
pro-copyvright analyses in those cases. Part [V concludes,

I1. CoPYRIGHT LiMITs ON FUNCTIONAL COMPILATIONS

Copyright law has a long history in the United States of
extending protection to expressive works, but little or none to
functional works. As Section A explains, functionality
diaqualifies many pictorial, graphic, and sculptural works from

17, Feiar, 49% L2, ar 36163,

18, The maost relevant liternture on functional compilations includes Dann
Beldiman,  Deifitarion  Dafoemolion Worlke—le  Ovigleolity the Prapere Lenaf, 14
MARGUETTE INTELL. PROP. Lo REV. 1, 15-23 (2010); Malkan, supra note 1, ot 475 n185k
Lload Lo Weinreb, Copvrigld for Fuaciional Erpression, 111 Hagy. Lo HEV. 1149, 117878
(145H). See aelao 1 PAUL GOLTDSTEIN, GOLDSTEIN 0 COPYRIGHT § 2,15 (3d «d. Supp, 20046),

1% See irfra Part [LDL.: see, eg. Continental Micre, Inc. v, FHPC, Ine., 18897 WL
Aran2g at *3-5 (WU DL 1997 (finding that compilation of data an shape and depths of
kevs wns not eopyrightahle).

20 See drfro Part 1L0.2; see, eg., Decorntive Aides Corp. v, Stople Sewing Aides
Corp., 487 F. Supp. 154, 1587 (3.UNY. 1960

21, See infra Part LD see, eg. Coates:-Freeman Assoc. v. Polarcid Corpe, 792 F.
Bupp. 2d 579, 58485 (D). Maszs. 1992) (ordering of elements in o chaort on lendership styles
was unprotectable beeause part of o useful methed),

28 Seeimfra Part [L1.4; see, e, Zndewski v, Cicero Builder Dev., Inc., T84 F.3d 9%
108 (24 Cir. ®014) (efficieney s limit on scope of copyright protection for architectuenl
works as well s computer programsk.
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copyright protection, Congress decided to protect architectural
works and computer programs as copyright subject matter,
notwithstanding the functionality which they typically embody,
Functionality affects the acope of protection in these works,
although generally not their gqualifications  for copyright
protection. * Although the main focus of this Part i2 on the
copyrightability of functional compilations, Section B explores
some questions and issues that have arisen about what 13 and
isn't a compilation under U.S. copyright law. Section C explains
the wariety of doctrinal hooks that courts have uszed when
deciding that compilations are unprotectable by copyright law,
Section D then reviews numerous cases that illustrate four
different ways courts have characterized the functionality of
compilations that have limited copyright claims in them.

A, Some General Observations About Functionality and
Copyright Protection

The statutory exclusion of functional compilations from
copyright protection 12 starkly clear insofar as they fall within
the category of pictorial, graphic, and sculptural (PGS) works, ®
The designa of such things as hicvele racks and temperature
recording charts, which often involve the selection and
arrangement of component parts, are disqualified from copyright
protection in the United Statez insofar as these uzeful articles
lack separable expressive elements.*® The existence of more than

23, See Pub. L. Mo, 88-507, § 100 4 Stat. 30015, 3028 (mocdified at 17 US.C. £ 101,
107 (a80), Fer a further diseussicn of the role of functienality in software and
architecturnl work cmses, see Pomeln Bamuelson, Funoionalily and Erpression in
Compuier Programs: Kefining dhe Tesla Jor Soflware Copyrighd  Tnfringemend, 31
BERKELEY TECH, L. (fortheoming 2006, Courts in software copyright cazes fraquaently
emphasize creativity in selection and armangement as o basis for considering program
elements a= ariginal esough te satialy copyright standands, See, egr, Softel, Ine, ». Dragon
Med, & Bei. Comnae'ng, 115 Foid 855, 86367 (2d Cir, 159897 (holding that while individwal
elements 10 software may be unprofectable, a creative selecton and srranpement may
render a4 compilation of these elemants peatectable under copyright law), Whether (or to
what extent) n compilntion analysis is appropriate in software cases is bevond the scope of
this Articls, bt bocsess computer proprams aee, by Cseir nature, industeial compilations
of applied knew-how, it is questionable whether compilation analysis = approgriate in
these coses. See, g, Pomeln Bamoelson et al. A Monifesio Concerming the Legal
Prodection of Compater Progroms, 4 CoLUM, L, REV, 2008, 23326-29 (15684),

24, See infre note 34 and scomponying text.

25 17 UEC § 1040 (2012) idefining “pictorial. graphic, ond sculpturn] works" and
“useful article”).

26, HRew, egg. Brandie Int’], Ine, v, Cascsde Pae, Lumber Coo, B34 Fo2d 1142, 1146487 (0d
Cir. 1987} (bicyvle rack unprotectable); Esguire. Inc. v. Ringer. 581 F.2d 708, 80604 (ILC. Cir.
149740 (oatdoor Hght fxture unprotectabley; Taylor Instrument Coa v, Fawle-Bras Co, 158
F.2d %8 100 (Veh Ciee 19480 temperaturs secording chart ball unprotectabde). See generally 1
LR DETEIN, saea note 18, § 259, LS, CopvRIGHT OFFICE. FL-103, UISEFUL ARTICLES {20013k,
Tttt copyright goa' a1 06 pdf [httpad perma e CHTR-ROCT),
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one way to design such works and of a modeat amount of
creativity in the selection and/or arrangement of elements does
not matter,” The integration of form and function may make
these works attractive in their relevant product markets,
However, theae creationa are ineligible for copyright protection in
the United States,® Unlesa protected by other intellectual
property rights, auch as a design or utility patent or as trade
dreaa, these types of compilations are in the public domain. This
exclusion of such functional compilations has been a bedrock
principle of U5, copyright law for well over a century. ® This rule
ia supplemented by another long-standing complementary rule
that the scope of copyright in a protected work, such as a
drawing, that depicta a useful article, such as a bicycle rack, does
not extend to the design of the uaeful article depicted therein,
Whether functionality is or should be a limit on the
copyrightability of compilations or other types of works, apart from
the PGS category, is a contested proposition. Some commentators
believe that functionality iz  either never a limit on
copyrightability,™ or at least never a limit on copyrightability
except a2 to PGS works lacking in separable expressive elements,
Despite the general rule that copyright law does not protect
functionality, there are two exceptions of functional creations whoae

27, SHer HR. Bep. Mo, 8414746, %4th Cong. 2d Sess 54-00 (1976) {7|[Congress) is
seeking to draw ns clear a line ns possible between copyrightahle works of applied art and
uncapyrrighted works of industrial design. . [E]lven o the appearance of an article s
determined by esthetic (s opposed to functionall eonsiderations, anly elements, if ony.
which van be identified separately from the usslul article as swch are copyrighiable. ™).

28 i

2% Hee, e, Baker v Selden, 101 LS, &, 10-04 (1874, Pamela Samuelson, The
Story of Boker v. Selden: Sharpeniag the fhistinetion Hefween Authorsfip end Inveation.
dr INTELLECTUAL PROPERTY STORIES 154, 180-82 (Jane C. Ginsburg & Rochelle Cooper
Dreviuss pda., 20008 [hereinafter Samuelson, Bater Stoey] (dizcussing copyraght doctrires
implicating functionality that are aften credited to Hoker), There iz boweyver, considernhles
dizagreemsnt among cwrtas aver the proper teat e determine whether the funetbonal
clements of 0 PGE work nre conceptunlly separable from the expressive elements. The
Suprems Court pranted certiorari to resclve this guestion in Voreity Brords, ne, oo Star
Adbletion, LLC, 709 F5d 468, 483 ihth Cir, 20006), eert, gronted, 186 85, Co 1823 (2016),

S 17 UELC § 1laih): see, eg, Niemi v, Am. Axle Mfg. & Holding Ine., Moo
Q574210 2006 WL 2077550, ar *3—4 (EIL Mich. July 24, 2006) (kalding unauthorized
manufacture of machine depicted in opyrighted technical drawing did not infringe that
copyrightl.

A1 See NaT'L CoMM'™ ox NEW TECH, LSES OF COPYRIGHTED WORKS, FiNal REPORT
o NEW TECHNOLOGICAL USES oF COFYRIGHTED WoRKS 10, 19-21 {1978) [hereinnfter
CONTU Heport] (asserting that utibity does not mit copyrghtability)l. This assertion 1=
demnateabdy untree, See supra note 18 and accompanyving text,

43 Hee Am. Dental Ass'n v, Deltn Dental Plans Ass'n, 30 US P24 (BMA) 1714,
1721, 1727 (M0, 1L 1886 dealding compilation of deatal procedures too usefiul (o ks
copyrightable), rec'd, 126 F.ad 977, 978, 550 (Tth Cir, 1597 (pving examples of seamingly
useful creations that copyright protects and indicating that functivnality only Limsts
copyright in PGS works),
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design requires creative selection and arrangement, namely,
architecture and computer software, that are unguestionably
copyright-protectable even though their expressive and functional
elements may be intermixed. ™ Functionality does not, generally
apeaking, disqualify thesse worka from  copyright protection,
although it typically limits the scope of that protection,

B, What Is and Is Not a Compilation?

Before delving into what makes a compilation too functional
to be protectable, it is beat to define what iz and i not a
compilation under U5, copyright law, The Copyright Act of 1976
(1976 Act) defines “compilation” as “a work formed by the
collection and azsembling of preexisting materials or of data that
are selected, coordinated, or arranged in such a way that the
resulting work as a whole constitutes an original work of
authorship,”* That definition also indicates that “collective
works” are compilations, a term defined in the singular as “a
work, such as a periodical issue, anthology, or encvclopedia, in
which a number of contributions, constituting separate and
independent works in themselves, are azsembled into a collective
whaole,”

At first glance, thiz would seem to he a straightforward
matter, And in most cases it is: as long as there is some creativity
in selection and'or arrangement of data or other materials, the
work will be a copyrightable compilation. ™ Yet courts sometimes
differ in their conceptions of whether a particular work (or part of
a work) is or 18 not a compilation,® Sometimes plaintiffs claim a

a1 17 DAL 101 (defining  “computer  program”  and  Cliterory  works"k
£ 102108 (=tating that copvright subject matter includes “litermare works™ and
g pekiiteetural wior k",

4. See, og. Snbewski v, Cicero Builder Dev., Inc., 754 FOd BS, 106 (23d Cir, 20143
dazaerting that fusstionality lmics the soope of copyrght i architestural warkek
Computer Assses. Int'L Ine. . Aldbnd, Ine., 982 F84 603, T0T<10 (2d Cir. 1992) {peserting
that functionality hmits the scope of copyright n compuber programeh.

a7 WERGC, 101 defining “mompilation”), Some works, of course, may be
compazite compilotions and expressive warks. A teavel guide, for instonee, may contain o
considerable amount of factual data, such as the Jocations and operating hours ol
muscums, restaurants, and shops. A competing guide could conceivahly infringe
compilation slements of the copyright of an esarlier poide i the competitor copied exoctly
the pame selecticn and arrangement of dota fom the Gest gulde, Yet, much of the
contents of travel guides consists of norrative desoriptions ahout the histoey of & regeon or
city aml proposed routes throogh city steeets and the like. Copying the narcative cowld
infrings the literary work embadied in the guide but rat the compilation elements,

a8, 17 UEC § 100 (defining “volksctive work™).

A7, See, e, Key Publ'ng, Ine, v, Chinatown Today Publ'g Eaters, Ine., 946 F2d
S04, 512-14 (2d Cir. 1991} (holding eopyrightable n classifed directory of informntion
about businesses likely to be of intereat o Chiness-Americans in New York),

AR See, egg, Am. Dental Ass’n v, Delta Dental Plans Ass'n, 39 LS F.G.2d (BNA)



(Do Mot Delete) 1R E0 14 6 P

330 HOUSTON LAW REVIEW [64:2

work is a compilation as a backup theory when seeking to protect
their work from copyists.™ Sometimes courts use compilation
analvsiz in cases that do not involve compilations,

Conventionally expressive worka and compilations can he
distinguished by conzidering the categories of original works of
authorship that the 18976 Act recognizes and reflecting on those
categories in relation to the definition of “compilation.” " Section
102(a) 1), for example, identifies literary works as one of the eight
categories of copyrightable works, Although a short atory is the
product of itz author's creative selection and arrangements of
words, it is best understood as a hterary work, not a2 a compilation,
Section 102(a)(2) statea that musical works are copvright subject
matter. Although a song obviously consists of an arrangement of
musical notes and themes in a certain order, it is not a compilation,
but rather an expressive musical work, Section 102(a)4) allows
copyright to aubsist in choreographic works, Although creating a
dance invelves selection and arrangement of ateps and other
movements, it is not a compilation,

Why does it matter whether a work is a compilation or one of
the eight categories of atatutorily recognized copyrightable
works? The main reason that copyright claimanta generallv
prefer for their works to be characterized as falling within one of
the eight statutorv categories is because expressive works
generally enjov a broader scope of copyright protection than
compilations. *® Compilations are often said, including by the
Supreme Court in Feist, to have only a “thin®™ scope of
protection. * The only creativity compilation copyright ownera
can claim 18 in the selection and arrangement of the data or
preexisting materials, ™ Arguments that similarities in the “look

1714, 172524 (M0, T ndsd)y, recd, 126 F.3d 977, 980 (Teh Cir. 1997} {vreating A=
names and numbers as a eompilation at the trinl-court level, hut ns A tAxonomy, ot a
compilntion, on appeald. The ADA cose 1= discassed infre Part 1ILB. 1.

A% See, eg, Bahbero Sve., Ine, v, Colwall 8yve, Inc,, 853 F.2d 1104, 1108 n.d {Sth
Cir. 19490} (rejecting Bibbere's backup theory that ste uncopyrightable blank form wns o
pratectable compilation). Bibkber = diseaesed infrr noles 15664 aml sccompanying text,

. Courts often treat conventionnl types of works as compilations, especinlly whan
focwsing on whether there 1= ot least o modest aomount of creative  sslection and
arrangement, See, o, Intervest Constr, Ine, v, Canterbury Estate Homes, Ine, 554 Fad
a14, 919-21 (11th Cir. 2008) (floor plon of house onalyzed ns a compilation); Doisson v
Banian, Ltd. 273 F.3d 262, 273 {2d Cir. 2001) dgualt featuring letters of the alphabet and
warious ather elemwnts analvesd as o compilation); see alee Malkan, supra note 1, at 4396
112 fciting other such coses).

41, 17 WS, §10%a) dhsting eight categories of coperightable works); § 100
{defining “rompilation™).

42, Spe Feist Fobl'ns, Ine. v, Bural Tell Bery, Co,, 498 LS 540, 349 (examining the
seope of eopyright protection for compilations).

43,

44, 17 UGG, § 10k (“The copyright in a compilation , . . extends only to the
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and feel” of a second-comer's compilation should give rise to
copyright liability are likely to fail," whereas with expressive
works, look-and-feel claims often succeed, 1

There are, then, significant disincentives to call one's work a
compilation if it can be characterized as one of the statutory
categories of expressive works, Only when desperation sets in
would a copvright claimant seek to characterize its work as a
compilation when it assertion that the work falls within a
conventional category does not persuade the judges reviewing
it." But when it comes to functional compilations, there ia
generally no other category into which the claimed work might
reasonably be understood to fall,

. Doctrinal Bases for Treating Functionality oz a
Limit on Copyright in Compilations

Functionality as a limitation on copyright protection for
compilations has found expression in the case law under three
principal doctrinal rubrics. The most commaon is the exclusion of
methods and systems embodied in § 102(h) of the 1876 Act,
which statea that “[ijn no case does copyright protection for an
original work of authorship extend to any idea, procedure,
procesa, ayatem, method of operation, concept, principle, or
dizcovery, regardless of the form in which it is described,
explained, illuatrated, or embodied in such work."" Some cases
reject claims of copyright in compilations because of the
savstematic or otherwise functional nature of the selection and/or
arrangement of elementa,

material enntributed by the author of such work, as distinguizhed from the preexisting
material employed in the work, and does not imply any excluzive right in the preexisting
neaterial. The copyright in sucl work is independent of, and does Bot affect or enlarge the
senpe, duration, cwnership, or subsistence of, any sopyright peatection in the preexisting
material. ")

40, See, a8, Cooling Sve, & Flxibles, Ire. v, Stuart Badistor, Inc, 777 F.24d 4306,
4F1-20 (8th Cir. 1985) {characterizing plaintiffs substantial similarity cloims as to
radlbater catalogs as “rivalous™,

i SHee, e, Both Greeting Cards v, United Card Co, 829 F.2d 1006, 1110-11 {&th
Car. 1980) {look amd feel of preeting cords); Bad & Marty KroffR Television Prods, Ine. v
MeDosakds Corp, 562 F2d 1167, 1067 {9th Cie, 19770 dook and feel of fancifiel characters
for television programs and ads).

47, See, e, Bikram's Yoga Coll. of India, LP. v. Evolatson Yopa, LLC, 803 F.Ad
T0EL, 10481=43 (rejecting claim that a yogs sequence was a copyrightable compilation as
well ns & claim that the sequence was o copyrightable choreopraphic work).

4B See 17 ULELC, & 10200) (isting catepories ehigible for copvrght protectian).

4 17 UEC §1bh For a dissussion of the evolutlon of this rle and the
legislative history of this provision, see genernlly Pamels Samuelson, Why Copyrighs Low
Exchdes Syeieme and Processes from dhe Seope of s Prodeciron, 85 TEX. L. HEV, 1821,
1446 (2007 [hereinafter Samuelaon, Why Copyeright Evclades Svatenis and Processes),
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A second rubric i8 the merger doctrine, which holds that when,
as a practical matter, there are onlv a small number of ways to
express an idea or function, the idea or function is said to be
“merged” with the expression.™ To be true to the principle that
copyright protection doea not extend to ideas or functions, that
merged expreszion i2 regarded as unprotectable by copyright law,*
Some compilation copyrighta have been rejected on  merger
grounds,

A third rubric for excluding functional compilationz from
copyright protection has been the originality requirement for
copyright protection.™ Sometimes courts view the functionality of
a compilation as evidence that it lacks sufficient originality to be
copyright-protectable.

Courts frequently rely on more than one of these doctrines
in functional compilation cazes, On oceasion, they invoke other
doctrines as well, such as the unprotectahility of facts, scénes a
faire, blank forms, and words and short phrases.* Fair uze
has come to the rescue in some functional compilation cases as
well, " Regardleas of the doctrinal hasis courts use for rejecting
copyvright in compilationg, functionality shines through as a
key limiting principle,

Sl Bee, egn, Maorrissey v, Procter & Gamble Co, 378 F.2d 675, 678-T8 (1 Cir,
196 7). See geweraily Pomeln Samuoelsen, Reconeepdualizing Copyright's Merger Doctrine,
8% o, CopyRIGHT Soc'y  USA {forthcoming 20160 [hereinafier  Samuelson,
Bevoncenalizimg Merger].

51,  The unprotectobility of idess ond functions derives from 17 US.C. § 10230
which, in trn, evalved oot of the Supreme Court’s decision in Seker o Seldes, 1001 TS
OO (1ETY). See 17 ULEC, § 108k): Heber p Seddewn, 100 ULS, 89, 100 (1879 {desiding that
copyrighting n book only secures the exelusive right of prnting and publishing, not o
patent for the substance whithin ith Cases thatl mcopnkss the potential for merger af
function and expression are discussed in Bamoelson, Reeoocepiualizing Merger, supro
note 50, ot Z1-26.

8L New infre nates B3, 002, 216, 24%, 295, 308 and sccompanying text.

51 The armginality reguirement is codified st 17 US.C. § 102(n). See Feist Publ'ne
[, w. Bural Tel, Serv. Co,, 450 U5, 499, 35460 (explaining the legislative history of this
section). [F eourts adopted Professor Fisher's proposal for & more rigorous ariginality
piarlard, lack of onpinality would do o lot more work m orenderng functsonal
compllations uaprotectable by opyright law, Sev gewerelly Willlam W, Fisher [0,
Hevalibrating Originaiity, 54 Hoars, Lo REv. 437 (32016).

54, Sew imfrr nobes 5859, 82038, 196, 214, 249 and sccompanying text,

8 Ser defre ootes TE-T7, 8689, 104, 112, 18214, 156-55, 181, 19559, 213-14,
285, 502 nnd necompanying text

b See, e, Dow Jdooes & Co, v, Bl of Trade of Chi, 546 F. Supp, 118, 11822
(B LNUYL 15652) (eoncluding that Board of Teade had likely made fair use of Dow's stock
market listingsl; M.Y. Times Co. v. Bosbury Rata Intertoce, 434 F. Supp. 217, 22627
(DB, 15770 (Rnding defendant’s index to the XY, Times indices to b Eair nae),
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D.  Judicial Categorization of Functional Compilations

What makes a compilation “functional™?® Courts often use
the word “functional” in characterizing compilations as such,
Sometimez they offer zome explanation for what makes the
compilation functional. Sometimes thev invoke synonyms for
functionality: the Supreme Court's Feist decision, for example,
recognized functionality as a disqualifier from copyright when
aaving that “mechanical” selections and/or arrangements lack
originality. ™ By identifying “mechanical” contributions as not
aatiafying copyright’s originality standard, the Court accepted
that functionality does sometimes limit the copyrightability of
certain kinds of contributions to compilations, It is thus not just
routine selections andfor arrangements that fail to satisfy the
originality standard; mechanical selections and arrangementsa
are alzo unoriginal, While the Court did not give much attention
to functionality as a limit on copyright protection for
compilations, its reference to mechanical selections and
arrangements as uncopyrightable shows that the Court implicitly
accepted that mechanical creativity is not the kind that supports
a grant of copyright protection.™ Some cases, dizcussed below,
illustrate thia diaqualifier from copyright, ®

There are, however, some non-mechanical functionalities
that may either disqualify a work from protection or narrow ita
scope of protection. The case law and other commentary offer
several waya to think about functionality as a limitation on

&7, Here are some synonyms for functional” {in no particular order): utilitarian.
practical, purpeacful, servicenble, performative, directive, operative, industrinl, standard.
techileal, technologieal, workable, wesfol, logical, engineersd, svetematic, methodisal,
dictated by, efficient, constroimed by externol foctors, rubebased. rule-constroined.
task-specilic, tosk-droven, metrectional, objective, and unimaginative. Ope meason that
ciourts may have been unrecegptive to eopyright elaimes in functional compilation cases may
he the digjuncturs betwsen the symbalic author that justifies the grant of coperight, as
Profeasor Balganesh explaing, and the low level of ereativity exhibited in most of the
functinnal compilation cases. See Shyamkrichna Balganesh, The Folblare and Symboliom
aof Anthorefp in Americen Copyright L, 54 Hous L REv, 406, 410-412 (3016

aB,  Felar, 49% 115 ac A62,

5. There may, of course, be some (or #ven a lot of) creativity in the development of
a mchanical process. Millsons of patents have Essed e insentive mechanical proeeasss,
Trhie of Tasue ¥ears and Petert Nombers for Selected Documert Types Tasuea Siace 1838,
LIHPFTO,  hitpoVwws aspto.goyvisehiofhees'ac idofverpitalissuyenr. htm  [higpsSperma.eo’
SA4F-RIFMype=image]. The creativity of mechanical procsss inventions does nes,
however, moke a compilation produced by such processes into o eopyrightohle work.

Bl Stoctly speaking, the word “meschanical” means “af or relating o machinery™
alzn “done as if by maching: seamingly uninfluenced by the mind ar emotions automatie”
Mechanical, MERRLAM-WEBSTER, htipdfwaw. merrinm-webster. comfdictionary/mechanical
[hitpedipeema,ce HEGL-ZBS8], While & compilatbon of mumbers produced by the aperatin
of & random number ganerating eomputer grogram might fall within this definition, the
Court seems not to hove been using the term in this way, but more in the sense of
et halical or syatematic,
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copyright protection or scope, Several cases, for instance, say that
the compilation plaintiffa sought to protect was “dictated by" the
function it was intended to serve,” The Supreme Court's HBaker
. Selden decision tells ua that methods and systema in the useful
arts are unprotectable by copyright law. % In the aftermath of
Baker, courta have held that methodical and systematic
selections and arrangements do not gualify for copyright
protection.®™ When certain words must be used in a legal
document in order to conform to the precise language that will
achieve the desired legal effect, aome courta and commentators
have considered this a functionality-based limitation.™ Several
courts have considered efficiency as a kind of functionality that
limits copyright protection.™ Safety and efficacy considerationa
on drug labels are functionality-based limits on copyright
protection. * Industry standards and external factor constrainta
alao bear on the functionality of aome compilations. ™ Some casea

61, See, g, Decorntive Addes Corpe v, Stople Sewing Aides Carp.. 497 I, Bupp. 154,
157 (5. 0., 1880, Derorelive i discussed infrr notes 10408 amd accompanying text.

G20 10 LS, &, 103 (4879 RBaker e discuessd  infen netes 11640 and
mrcommpanying text.

G, Sed, eg, CoatesFreeman Assocs, v, Polardd Corp, 792 F. Supp. 2d 874, B54-85
(T Mass. 19%92) thalding that the crdering of elements in a chart on leadership styles was
unprotectahle becnuse part of o wseful method); zee afes Beldimon, supra mote 15, at
27-00 fexplaining foncticoality of willitarian works, such a8 taxeoomies, mathematical
formulee, and the perindic table of chemical elements, in terms of the search for the most
wffctive oxpression, which s typically Tunctionally consteained and emphosizange the
inportange of industey standards e faeilitate compunicationy; Stephen  Preonas,
Mergercide, Wher {rood Copyriohis Go Bads A Recommendation for o Marker Bosed,
Defendant-Cendeie Approach bo the Merger Doctrineg in e Corterd of Compifabions, 11
INTELL. PROP. BULL. S8, 96-50 (0006} iproposing a teademark-like standard for testing
when functionality should limit copyright prodection, focesing on whether the challenped
part of a work is essential to the use or purposs of it, whether it affects the cost or qualiny
of the work, or whether not heing nhle to uss thot part would put competitors at o
mapnifcant disadvaniape).

64, Sew, e, BRW. Beck, Ine v, Ef Consulting, LLC, 577 F.8d 1133, 1144—45 (1h
Car. D008} [recogmizing that specific lnnguape diselaiming liakility in & contract may be
functichaly Crume v, Pac, Muat, Life Ina, Coo, 140 Fo2d 182, 184 (7th Cir. 1944) {discuzaing
how the use of a methnd allvwing an insslvent insuranse company i reorganize “can be
effected solely by the employment of waords descriptive thereof. © . . where the use con be
effected only in such manner, these can be e infringement™; see wlao Shubha Glash,
Logal Code mnd the Need for o Broader Fuinetionaiity Dactrine in Capyright Lare, 50 4.
CopvRIGHT ooy ULEA 71, B3 (2005,

6 See, eg.. Enlewski v, Cicero Builder Dev., Ine, 754 Fad 84, 108 (24 Cie. 3014}
{disrussing #fficiency nz o limit on scope of copyraght protection for architectuenl worksk
ATC Datribution Grpe., Ine v, Whatewver 1t Takes Tranamissions & Parta, Ine, 402 Foid
00, 708 (Gth Cir. 2005); see efso Beldimon, sipra note 18, at 22 {presenting efficiency as
indication that the “requisite individuality™ of an author's expression “should be ahas=nt").

6. SmithKline Bescham Consumer Healthears, L v. Watson Phaem., T, 211
F.5d 21, 3620 (3 Cir, 2000,

67, Sed, egg. Maithew Beader & Cao, v, West Publg Co., 168 F.5d 674, 62285 (2d
Car. 1955} {setting forth 8 test for creativity in zedection and arrangemsent of informeational
waorks, snving it wios “a function of (i) the fotal number of options. avaalable, (b external
factors that limit the viability of certain eptions and remder others non-creative, and
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invalving instructions for use of non-copyrightable producta
satiafy the general definition of “functional” as “designed to have
a practical use” such as enahling purchasers to assemble or use
those products, 5

The remainder of this section discusses the functional
compilation cases and clusters them by the explanations the courta
gave for considering the compilations to be functional, Subsection 1
discusses mechanically derived compilations. Subsection 2 reviews
several “dictated by function” cases, Subzection 3 congiders various
caged involving methodical and aystematic compilations. Subsection
4 identifies  efficiency and external-factor constraints as
functionality-based limitations on compilations, As will become
clear, and as Subsection 5 sums up, a wide variety of functional
compilations exist. ™ It 18 gquestionable how distinct the categories of
functionality discussed in this section really are, But the cases do
zet forth some explanations about why the compilations at issue
were either unprotectable by copyright law or enjoved such a
narrow scope of protection that only exact or near-exact copying
would infringe. Taking the courts at their word at least helps
sharpen the functionality problem that underlies them all.

1. Mechanically Derived Compilations. Perhaps the most
functionally conatrained types of compilations are those that are
closzest to being products of mechanical processes. A atriking
example of a mechanically derived compilation of information
waz Continental Micro, Inc, v, HPC, Inc.™ The plaintiff claimed
copyright in ita compilation of apace and depth data about the
shapea of keva,”™ In support of its claim of infringement,

(it} prior uses thal repder cortoin selactions goarden variely ™)k wy afae Bitlon, supra nise
1%, at 28 {stating that the copyright status of 8 compilation is “dynamie eather than
sintic”™ because over time o foct work com become nn industry siandord ond Jose
protec i,

68, Funolionad, MERELAM-WEBSTER, httpiwww.merriam-webster comddictinnnry!
functional [httpeSperma. oo YUTV-ZAMO]: eee. eg, Devorative Awdes Corpe v. Staples
Bewing Aides Corp., 457 F. Supp. 164, 157-08; sev alse Beldiman, supra note 18, at 47
{"JA] utilitorian work must predictobly ochiewe its functicnality, in sccordance with
pré-aet shjective criteria, every Lime, for every aser, and under every circumatanes, ),

% Commentators have given additional examples of functional compilationg. See,
g, Beldiman, sppre note 18, at 2-8 (discussing utihitarian iformoation worksl; Weinrebs,
awpre note 18, at 115798, 1201-02 (stating that “meet compilations are for a partieular
use, which dictotes both the sebection and arvangement.” amd then providing examples of
Tunctionl works).

T Moo %0 0 AR2g, 1997 WL A0ni2E (LT T, June 4, 1997, Continental had to aee
meensuring technologies in order to crente this compilation. fa. ot *1; see alse RBC Niee
Boarnga, Ine, v, Peer Bearpg Coo 676 F. Supp, 24 9, 28 (D, Conn, 2008 {denving
copyright eloim in part hecause “the numbers resulting from the adjustmsnt of load rating
calrulations [about dimensions of ball bearings] are merely mechanical derivations and
are nat eligible for coparight protestion™),

Tl  Comtinewntal Micro, 1957 WL 309028, oe *1.
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Continental relied upon the Second Circuit's decision in OCC
Information Services v. Maclean Hunter Market Reports.™ In
CCC, the court upheld the copyrightability of a compilation of
uaed car wvaluations because the compilers had exercised
professional gkill and judgment in setting valuations for various
makez and ages of cars in different regionz of the United
States. ™ The Second Circuit decided that the skill and judgment
exercised by Maclean Hunter's ataff had infused the valuations
with sufficient originality to satisfy copyright standards, ™
Continental contended that its compilation of space and depth
data vequired comparable personal and profeasional skill and
judgment. ¥

The court rejected Continental’s claim on two grounds, The
first was that the space and depth data wers unprotectable
“facts” under Feigt, ™ Continental’s emplovees had compiled this
data through a procesa that was “fundamentally one of
measuring preexisting facts,”"" It did not matter that other firma
that might measure the same keya might arrive at somewhat
different numbers. “A measurement is still 2 measurement, even
if it cannot be made with absolute precision.”™ To uphold
Continentals claim would run afoul of Feisf's rejection of
“sweat-of-the-hrow” or “industrious compilation” as a basis for
copyright protection. ™

A second ground for rejecting Continental’s claim was that
even if the space and depth data were not “facts” within the
meaning of Feigf, the compilation was unprotectable under
& 102(h).* The court likened Continentals compilation of data to
the recipes that the Seventh Circuit had ruled were
unprotectable procedures under § 102(b) in  Publications
International, Ltd. v. Meredith Corp.® The apace and depth data,

T2 Seeid, ot *1-2 (cting COC Info, Servs, v. Meleon Hunter Mkt Reports, Ine., 44
F.%d @1 {24 Car. 198473,

T, OO, 44 F L& at 67,

Td. st 72 (etating thar COC appropriated “appeoximative statements of epinion”
by eopying used car valuations).

Th Ceandimeniol Micihe 1997 WL 309028, ar *2, Continental alss emplaaized Ve
difficulty of compiling this data, M. st *1. This was, of course, a “sweat.ofthe.brow™
argument, which the Courd rejected in Ferst Petdicatione, ne, oo Reral Telephone Service
O, 48% LLE 0, A58l {19500,

T Comdimentol Micro, 19597 WL 2059028, oe *1.

77 AL

T i

TH M. at *E The court also distingoished OCC as hoving been “heavily infused with
the author's subpective judgments alsut the impertance of varsous marked Gotors,” &

S fd at vl

A1, A at ¥1-2 [etbing Publ'ng Int1 Lid, v, Mersdith Carp., 88 F.5d 473, 481 (Tth L
1G],
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like the list of ingredienta in Meredith, “are clearly dictated by
functional considerations, and therefore may be said to lack the
required element of originality.”* The court further invoked the
merger doctrine hecause Continental’s “depth and apace data
atate the exact settings for lockamiths to use in cutting keys with
the 1200em  machine.”® Changing the numbers would
presumahly result in “a less perfect key.,"™ To rule in favor of
Continental’s claim would “convert copyright into something
more akin to patent law,™%

Even lesa creative than Continental's key measurementa
were the facts from daily bond cards at stake in Financial
Information, Inc. v, Moody’s Investors Service, Inc.® Financial
provided a service to subscribers by supplying them with daily
bond cards, which consisted of packets of index cards on which it
had printed information about municipal bonds whose 1zauers
had elected to redeem the bonds that dav.* This information was
useful to persons interested in trading in municipal bonda
because when issuers decide to redeem the bonds, they stop
paying interest, Financial's staff gathered facts about the bond
redemptions by looking at newspaper “tombstone” ads that
included bagic facts about the bonds, from which the staff
prepared the bond carda for that day's set. ™ Financial had about

8. fdb nt *1 (guoting 1 MELVILLE B NIMMER & DAVID NIMMER, NIMMEE 0N
COPYRIGIT § 218, ol 2-204.26 1o 26 (19196)),

A1 ol at *2, The dnta “tells locksmiths exactly how to set their mochines to cut
arcurate keys.” fo.

24, M

&5 dg. The vourt noted thot “pluintiff received significont protection. for his work
during the lifsdime of the 12000m machine patent.” Jo. at *2 0.3, Yet, the court decided
that HPC s motion for summary judgment ghould he denisd as te Continental’s cloim that
HIPC had copied s “selection of keys and the numbering system [Continental] ased for
crgatizing their ey cards” suggeating that both the selection of keye and the pambering
aystem might ke protectable. Id, at *3. For explanations about why the numhbering svstem
should mot hove supported Continental’s copyright claims, ses infro notes 20305 and
acompanying text, Beeauze kevs are not thameelse copyright subject matter, 7 selectiaon
of them is probably not copvrghtable under the Copyright Office Policy Stntement. See
Regiateatsn ol Clanma Lo Copyeight, 77 Fed, Bep. 47,606, 37607 GJune 22 012

HE 806 FOd 20, 205006 (2d Cir. 1986). Strictly speoking, the daily bond cord data
were nod mechanically derived in the sense of bring produced by a machine. fd, at 206,
Under today's technology, bowever, they might well have been complhled by enmputer
programs through dota mining technigues. See afeo Tastefolly Bimple, Inc. v, Two Sisters
Gaomrmed. LLC. 134 F. App's 1, 4 {fth Cir. 20056) (showing that & compilatian of data abaot
statn tax departments and rates was held unprotestable by copyright lawl ‘Windgate
Softwaore, LL.C. v. Minn, Computs., Inc., 504 F. Supp. 2d 582, 58550 (D). Minn. 2007}
{denving a preliminasy inpunctn because the inlrmation abeut TBM parts that the
defendant copied from the plaintiff was information that the plaintiff had copied ditectly
from 1HM about those parts).

87, Flnamciel, 808 F 2 at 205

88 W

A% M ar 206, The facts Financial's staff collected for the daily bond cards ware
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00 subscribers to its daily bond service for an annual fee of
£279.% The trial court characterized the collection of the data
and preparation of the bond cards as “a simple clerical task.”"
Moody's may have copied considerable quantities of data from
Financial's hond cards, but because the compilation was
unprotectable by copyright law, there was no infringement, *

2 Ihetated-by-Function Compilations.  Also significantly
constrained by functionalitv are those compilationz that courta
have decided were dictated by the nature of the task thev were
designed to achieve. A good example of a dictated-by-function
compilation was Victor Lalli Enterprises, Inc. v. Big Red Apple,
Ine.™ Both Lalli and Big Red publizshed charta of horse-racing
resulta on a regular basis to inform readers who relied on this
information in preparing to make gambling betz,™ After Big Red
exactlv copied Lalli's “Brooklvn Handle” and “3-5-7 Old Way"
charta, Lalli sued for infringement. * The court described how the
chart was prepared:

The Brocklyn Handle chart derives it daily number from
the total sum of money bet each dav on all of the horse
races at the New York flat-racing track in operation, Local
newspapers reporting on track activities publish this swm
total daily. Publishers of the Brooklyn Handle take the
last three digits of this daily sum total and publizh it as
the lucky number for the day, The 3-5-7 Old Way chart is
algo  derived from published statistics on  racetrack
winnings at the New York flat-racing track in operation.
Its results, however, reguire simple addition, Firzt, the
compiler of the 3-5-7 Old Way chart must add together the
amountz paid by the track on two dellar bets to win, place
and show for each of the first seven races of the dav, The
last digit of the total of such sums paid out by the track in
the first three races forms the first digit of the lucky

“the name of the isswer and & deseription of the bond leg water, sewage, ete); the
redemption dote: the redemption agent: the sdentibicatson of the specific bomds being
called, and the redempiion price.” I, The tambetone ada sometimes contained additbanal
information thot Finaneial's staf did not copy. fd. Sometimes Finoneiol's stafT eolled the
1s=zuer to conbirm some facts, fd, Todoy, these data might easly be “scraped” by software
prageams Promi wehaites publizhing the "tombetons” ada,

9 fd ot 305

al.  id at 206, The Second Circuit did not use the word “mechanical” to describe
Financials preparatsan of e compilation of band data, but s descrption of the preceas
as @ “simple, repetitive task by rote,” 1d., supports my characterization of Finareiel 0z o
maschianial compilation case,

g2, Mol ai 208
i, 9s Fad 671, 572 ¢ad Cie 19910,
94, M

9% fdloat 6T



(Do Mot Delete) 11PEE014G 2057 FM

2016] FUNCTIONAL COMPILATIONS 449

number; the lost digit of the tofal paid out by the track in
the frst five races forms the second digit of the lucky
number; the final digit of the lucky number is the last
digit of the total for all seven races, ™

The Second Circuit decided that Lalli's compilation of
information was unprotectable because the data were arranged
“according to ‘purely functional grids that offer no opportunity for
variation.”* The functionality of the grids meant, in the court’s
view, that the compilation lacked sufficient originality to be
protectable by copyright law, ™

Friat can be viewed as another example of a compilation of
information that might have failed to qualify for copyright
protection because the selection and arrangement of data in
Rural's telephone directory were dictated by the function that
white pagea listings was designed to perform. A condition of
Rural's being granted a monopoly franchise to provide telephone
service in its sector of Kansas was ita willingness to publish a
directory of the names, addreszes, and telephone numbers of ita
subscribers.® Thiz requirement meant that the selection of
names to include in the directory was dictated by the principal
function the directory was intended to serve, 1™

Although the Supreme Court emphasized that the white
pagea listings of Rural's telephone directory lacked originality
because 1t was “entirely tvpical” for compilations of that kind,
this format would almost certainly have been too functional to be
protectable by copyright law, even if Rural had been the firat
company to arrange a telephone directory in that manner, 1

98, o at BT2-TE The chorts also contwined historcal data about the lost 15
mmihz al daily sinaing sumbers becanse bottorz relied on them to plel “lucky number”
Al at BTE Because of the calewlations performed. Lalli's compilation might alzo have been
deseribed as mechanwally derived, but that was not the wording the oourt usesd. The
caleulations Lalli did to arvive at & daily number to gt in the chart are fairly deseribed as
functionnl in noture, . g 6740,

a7, f oeee ofes Sowthes, [ne, . Kanshrdpe Cargp,, 300 F.5d 276, 282, 285 (3d Cir
2004) (helding that the names and numbers of hardware parts were unprotectabl by
copyright becouss they were “dictated by robes" and “dictated by logic™).

ag,  Lalli, w36 F2d at 673, Although the kwer avart desided the Lafli cise before
the Bupreme Court's Feist decision. the Second Cirewit decided thot it hod opplied the
praper originality standard in denping Lalli's claim, & at 87374

g% Faeizt Puhlnas, Tne, v, Bueal Tel, Serv, Co., 359 11,5, 340, 347 (195910,

100y, Hee i,

101, fa. at 32 The word “typical” is 8 mispomer in this context, The word means
normal for a person, thing, or group, or o representative of o particalar specimen or
category, The term azaumes the exiatemes of other peesons, things, oF groaps with which,
an atypical instances, the tvpical might be contrasted. In the case of white pages listings
of telephone directories, the selection and arranpement Boral used woasn® “typical,” but
rather # well-aeeepted standard
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Consider this; The purpose or task of the white pages part of a
telephone directory is to maximize the utility of a list of names and
numbers to enable people to efficiently find the telephone numbers
for which they were searching, To accomplish thiz objective, the
information must be arranged in a certain way. "™ The most logical
arrangement to achieve the findability purpose of a telephone
directory white pages was to list, firat, in alphabetical order, the last
name of an individual subscriber, followed by a first name (or the
name of a firm), along with the relevant street address, and then
the telephone number azzigned to that person or firm. Users of auch
a directory would generally know who they were trving to contact,
a0 it was logical for names to come first, Putting the last name
before the first name makes more sense to enable succesaful
searches than alphabetizing by first names.'" Also logical was
listing the address before the telephone number to enable directory
users to regolve ambiguities among listings for those peraons having
the same names, There might, for instance, be three John Thomas
listings in a directory, but a directorv'a user might know the street
address or neighborhood in which the relevant John Thomas lived
and thereby avoid calling the wrong person(s). Listing all of the
telephone numbers in a column to the right of the names and
addreszes also facilitated vaability of the directory.

Decorative Aides Corp, v, Staple Sewing Aides Corp, 18 one of
several cases in which functionality was the basia for rejecting
claims of copyright infringement based on similarities in
instructions about how to use uncopyrightable products. '™

102, The necesaity of this arranpement, might al=s have been elvant o a merper
dnfamme.

103, Feisr, 389 .8, ot 363 (“|JArringing nomes alphobetieally] is on nge-old proctice.
firmly roated in teadition nnd 2o commonplece that it has come tobe expected ns & matter
of course.”).

104, 487 F. Supp. 154, 157 (S.0LMY. 1880, offd, 657 F.2d 262 (2d Cir. 1981); see,
¢, Dpthalme Ressarch Assoc, Ibe v, Saresde Corp, Mo, 13-11371-RWE 203 WL
2EATHEA, at T2 (T Mass. 2018 {(allowing exect copying of instrections for aye drop
procedure because instructions were uopyrightable owing fo functional considerationsk
Matl Monwowens, Inc, v, Consamer Prods, Enters, Ine, 397 F. SBapp. 2d 246, 266 (I
Munss, 2005) {finding instructions for boiling felt wood unprotectable by copyright Inw
because “purmly fupcdionaly: Partsonpas Chem. Corp, v, Sanitech Sya.. 217 F. Supp, 2d
TERR, 1247—4% (MM Fla. 2002) (granting summary judgment to defendant as to washing
instructions, checklists, and charts to be unprotectable on merger and blank form
grounds, although denying motion & woeartoon dlustrating aanliation metheds); Sinal v
Calill Burenu of Autemetive Kepair, 25 USPGQ.2d 1809 1811-12 (M0 Cal. 1992)
fholding that & manuval and chard concerming Corvette  emissions  sysbem  was
uneapyraghtahle due o lack of eriginality and mergerl; see awlso Publ'ne [nt’], Lid, v
Meredith Corp., B8 F.5d 473, 481 (Tth Cir. 1888) (relying on MNimmer treatise for the
propoeaition that recipes are uppyrightable becauss penercally dictated by functbonal
considerations); Morrisey v. Procter & Gamble Co,, 378 F.2d 878, 67579 (1=t Cir, 1967}
{holding instractions for entering sweepstokes contest o be unprotectable by copyright
law despite the existence of alternative ways to express this wdea). Hué see OB, Fleet Co



(Do Mot Delete) 11PEE014G 2057 FM

2016] FUNCTIONAL COMPILATIONS 341

Decorative and Staple were both in the business of selling
drapery headers whose packaging included instructions and
diagrams that explained and demonstrated how to use the
headers to make draperies with pleats. " The court perceived
Staple’s instructiona and diagrama to be substantiallv similar to
Decorative’s, but said that this similarity “cannot be the basia of
an infringement charge here, however, for it is dictated by
functional considerations.”"™ The court thought that awarding
Decorative the relief it was requeating “wonld result, in effect, in
protecting the device itaelf.” 1" Because Staple’s instructions were
not “alavish copies,” there was no infringement. 108

Crennie Shifter, LLC v, Lokar, Inc., like Decorative, involved a
claim of infringement of copyright in a set of instructions for use of
uncopyrightable products, In Shifter, the instructions were designed
to enable consumers to install after-market automotive-performance
parta and accessories, '™ Lokar claimed that its inatructions were
creative enough to enjov copyright protection because of itz use of
certain non-standard terms and the newness of the procedure that
the instructionz described.”” However, the court decided that
Lokar's instructions were “merely the recitation of the mechanical
ateps and parts dictated by the installation process,” ! Naming the
tonla that purchasers must use to carry out the installation and the
order of the installation steps were deemed unprotectable under the
scénes @ faire doctrine, 114

v, Unicn Holdings, Inc, 510 F. Supp. 24 1078, 1080, 1082 (80, Fla. 2007 {(fnding
mbfrngement of copyright in mstructions for uss of bowel cleansing product=). The
Mimmer treatise has eritiized Meer 4 NDAMER & NIMMER, sapra note 8, § TEOS[E][1][k],

105, Decorntive Aides Corp. v. Stople Sewing Adides Corp., 497 F. Supp. 154, 15657
(2 0UNUY 19800),

106 fab oot L5V, Decorative tried to pegister nocopyright in its custom plents prodwct.
st the Capyright Office declined repistration, deeming it unmapyrightable subject matber.
fad at 146 1,

107, fa ot ISR

108, & Instructions scmetimes have a move poreative form than other types of
compilatione, hut they ore often analyeed ns compilations, and plaintiffs often rely an
pimilarities in selection and ordering a2 a0 basis for infringement claims. In Deoermtive
Aidea, for example, the eourt ompared the composition and selection of elements in
plaintifTs and defendont’s respective instructions. See id. ot 157; see alse Affilinted Hosp
Prola,, [oe v Merdel Games Mg Co., 513 F.2d 1185, 118889 (2d Cir. 19751 {finding that
simplicity of game rules bhers “the distinetion between substanee and arvangemaent” and
holding that defendoant did not indringe ploantifts copyraght: “We are encouraged in thas
conclusion through recognition of the fset that a contrary resnlt wounld prevent pahlication
of the rules of nny simple geme in the poblic dompin . .. 6 result which would afford
pratection te the game it=elf ™)

1%, Geennie Shifter, LLC v, Lokar, Tne., Mo, 07-cv-000 T2, 2000 WL 126181, at =1 {Tk
Codo. dam. 12 3010k

11k b ai "6

111. I at *h

112, . ad "8-7. However, the court found close copying of “orpanization, strocbans,
anil diction” from Lolkar's catalog te be infringing, il at *8
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4, Systematic or Methodical Compilations. The largest
cluster of functional compilation cases are those whose creators
selected and/or arranged the component parts of their compilations
in the course of implementing a functional “procedure, process,
ayatem, [or] method of operation” that the 1976 Act directs should
be unprotectable by copyright law.'™ The systematic/methodical
compilation cases may differ from the mechanical derivation and
dictated-by-function categories of cases discussed above because the
creators of systematic'methodical compilations may have a wider
array of possible creative choicea among the posaible procedures,
procesaes, aystems and methods of operation through which to carry
out the general purpose or function of the compilation. The
creativity required to devise a new svstem, method, or the like does
not make the compilation of constituent elements of the system
copyright-protectable, in keeping with the Supreme Court's Baker v,
Selden decizion, 114

a. Forma That Embody Methods or Systems. The principal
case establishing that functional considerationz that influence
the selection and arrangement of component elements of forma
rendera them unprotectable by copyright law is the Supreme
Court's 1879 decision in Baker v, Selden. ' Belden’s widow sued
Baker for infringement because the forms in Baker’s book were
substantially similar to those in Selden’s books, which she
claimed Baker copied from Selden. The lower court ruled in
Selden's favor, and Baker appealed.’ The Supreme Court
obgerved that if Selden “had the exclusive right to the use of the
avatem explained in his book, it would be difficult to contend that
the defendant does not infringe.” ''* Selden argued “that the ruled

114, 17 LLSC, § 102 (2013, Courte are rarely careful in distinguialing bedwesen
“meethadical” nnd “systematic” in the functional compilation ense lnw. See Baoleer v, Selden,
101 ULH. 89, 100 (1875 (“14 becomes important | - fo dedermine whether, in obtomnang the
cogivright of his books, b secured the exclusive right to the use of the syatess or metkod of
hook:keeping which the snid books nre intended to illustrnte and explain.”} (emphesis
aldod). They sometimaes uss ope Germ over the other sithout trving to doline what makes
the elements ot stake either methodical or systematic. ol Methods, peosesses, and
procedures, ke methods and systems, olsx hove some owverlopping mennings. See
Samuel=on, Why Copyvright Evclieoea Svatema ana Procesaes, aupre eote 45, at 1781 0,204,

114.  Baker v, Schden, 101 U5, 9% 101-02 {18749).

115 See gererclly 101 1.8 98 {1879). The Court relicd in part cn an English case.
Foge v, Wisden | 18588 20 LT 435 at 435-36 (Eng.), that hod rejected & claim of copyright
in a erichet-2coring sheet, Ml at 10607

i1d.  fo. ot 201000

117, fa. at 1MW), During the appeal process, Mre Helden made it clear that she
itended to sue all of the csanthes that had adopied Bakers forms unless they pabd her for
their use of the Selden system. Samuelson, Beker Story, supre note 29, ae 16768 see alao
Transript of Kecord ot 80 Baker v, Selden, 101 U8, 88 (1878 (Mo, 3332),

11R Baker, 101 L5 e 1050,
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lines and headings, given to illustrate the [bookkeeping] system,
are a part of the book, and, as such, are secured by the copyright”
sauch that “no one can make or use . .. ruled lines and headings
made and arranged on aubstantially the same ayatem, without
vinlating the copyright.” " The Court rejected Selden’s claim and
held that the copyright in Selden's book extended only to his
explanation of the bookkeeping svstem, not to the system
itaelf 120

Because the ruled lines and headingz embodied in Belden’a
forma were instantiations of the bookkeeping avatem, the forma
themselves were unprotectable,’™ The Court concluded ita
opinion by saying that “blank account-books are not the subject
of copyright,” and “the mere copyright of Selden’s book did not
confer upon him the exclusive right to make and use
account-books, ruled and arranged as designated by him and
deacribed and llustrated in said book,” 15

There was unquestionably some creativity in the selection
and arrangement of the ruled lines and headings in the Selden
forms, ¥ Although the date, number, amount, to and for
categories on the forms were required by state law, '™ other
words on the forma, along with the lines that separated different
categories of items, were original to Selden. However, the
selection and arrangement of words and lines on the forms were
not created to be expressive in a copvright sense. ' The headings
and lines were constituent elements of the svstem Selden had
deviged, and the functionality of that aystem extended to ita
constituent  elements, which was why the forms were

1% &2 at 101

120 fo &t 102, It may be usebul to comeeptuabize Helden’s bookkeepng svetem as the
logieal structure that yederlay his innevation. The forms were & presentation strueiapg
{that is, & user interface) that instantinted the system and ollowed wsers to interact with
the fiorms b carry out the system Selden devised. See o, at 100,

121, b ac 100, 10607, The Nimmer treatise has long mogarded Baker's forms as
non-infrinmng because of the differences botwoen his formz and Selden's, 1 NbiEs &
MIMMER, arpen note B § 2405[A)[2] [c]-[<], While there were pome differences in the pan
aota af forms, sam Samuelaon, Hoker Story, appra pote 3, at 170-71, the conventional
undevaranding of the raling in Beler ia that even exact copying of the Selden forme would
net have conatituted infringement. See, e, BEMIABMIN Karian, AN UNHUERIED VIEW OF
COPVRIGHT 64 (1467, For further discussion of Mimmer's erponeous interpretation of
Bober, aee Bamuelson, Wy Copyrigh! Exclivales Svelermes e Proceases, awprs note 43, at
150461 Weinreh, awpee note 18, &t 117476, 1150 finding oo support for Nimmser's
reconarriction of Boaker az an idealexpression case),

122, Baker, 101 115 st 107,

123, Selden claimed that his bookkesping aystem was “n masterly achievement.
waorthy b b clasaed among the preatest Benefactions ol the age” Transcripl of Becord at
21, Baker v, Selden, 101 TLE 99 {18795 (M. 222y,

124. See Hamuoelson, Hoker Sfory, sepee note 28, at 168-T71.

120 Maker, 101 LLS st 10000,
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uncopvrightable.'® The best ewvidence that Selden himself
thought that the forms and systems thev embodied were
functional was that the preface to his book stated that he had
sought a patent on hiz novel svstem, which he had apparently
not received. 17

Perhaps because of this, the Court considered Selden’s system
to be among the “useful arts” that might be eligible for patent
protection, but not for copyright.'® The plausibility of Selden’s
copyright claim waz due to its embodiment in a printed work, 15
Most useful arts, the Court noted, “can only be represented in
concrete forms of wood, metal, stone, or some other phyvaical
embodiment.” ™ But “the principle is the same.” no matter in what
medium the useful art was embodied, because the “description of
the art in a book, though entitled to the benefit of copyright, lava no
foundation for an exclusive claim to the art itzelf,"™ Only through
the patent aystem could uaeful arts, such as bookkeeping ayvstems,
obtain intellectual property protection, "2

Baker originated the so-called “blank forms” exclusion from
copyright protection, ™ That term comes, in fact, nearly straight
out of the Boker decigion.'™ Yet, Selden's form was far from
blank; it contained several dozen words and two dozen
columns, ™ Some of the words and columns were unoriginal to
Selden because they were required by state law, " Yet, Belden's
forms were original in a Feisfian sense because of his creative
selection and arrangement of the remaining columns and
headinga, Of course, the forms also had lots of blank apaces so
that users of the Selden ayatem could fill in numbers {e.g., the
date and amount of disbursementz) and other information (e.g.,
name of the account and purpose of the dishursements), %

1243 i at 104,
127.  Transcript of Record ot 21-22, Baker v. Selden, 100 UGS 89 (18780 (Mo, I2E).
128, Halker, 101 LB at 10405,

2% i
1Ak & at 106
) S

132 de 1t e doubiful that the Selden apstem would ke patentable under recent
Bupremse Court peecedents. S, e, Bilski v, Eappos, 561 LDLE G8E 612 (3000)
finvolicdoting patent for method of hedging risk of fuctuntion in commodities prices
hoeaues subject mattor was ieligible a8 an “abetract ides™),

1933, Samuoelson, foker Story, supra note 28, ot 185-80

134,  Haker. 101 WS at 107 |Bllank sccount-books are not the subject of
cofvright .. ..

135, See Samuelzon, Baker Story, supro note 29, at 171 (showing words amd columns
on e Selden form).

1AG  See sppea note 121 and aceomponying text.

137,  See Samuselson, Beker Story, spprr note 29, at 171 {showing a reprodsction of
Halden's form).
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Muost of the words on Selden’s forms identified more than
two dozen categories of likely entries (e.g., school fund, bridge
fund. soldiers” fund) with blank spaces on either side of each
category so the proper debits and credita could be listed next to
the name of that category of fund. '™ Az noted earlier, the Court
considered the forms to be implementations of the Selden system,
which copyright law did not protect.’™ The forms, moreover,
contained no explanatory text. 1%

The Nimmer treatize has long taken a position contrary to
Baker's admonition about the uncopyrightability of forms, 40 Tt
haz opined that forms should be copyrightable as long as thev
exhibit a sufficient gquantum of originality. ¥ The treatize has
acknowledged that some forms, such as calendars that lay out
davs and months in a conventional manner, won't pass that
minimum threshold test, ' But many forms mix conventional
and novel elements in a minimally creative way, Viewed as
compilations, these tyvpez of forms arguably embody some
originality,

A few cases in the late 1960z and early 19708 agreed with
Mimmer's criticiam of the blank form rule and upheld claims of
copyright in forma, One auch caze was Norfon Printing Co. v
Augustana Hospital " Norton developed a form consizsting of a
checklist of possible medical lab testa, ' Augustana copied it, 1%
The court observed that “[the forms] are quite detailed and
contain many separate categories and areas for examination,” "7
Moreover, “the format and arrangement used, together with the

138,

13t Sed anpee potes 11580 and sccompaaying text; ase alse Gornkan, supra pote 15,
at 579 (stoting contents of forms “will normnlly be dictoted by the underlying focts, ddeas,
or gystems being recorded, explained, or tmplensented ™).

T4k Baber, 100 15, at 10005, 107, Professor Gorman bas observed that "in the
cuse of printed forms. copyright annlysis often intersects with patent policy (as it did in
Baber v, Seloben), which dictates the dissemination of the promss ar sastem asderlsing the
forms unbess thers is complinnes with the much e Figorous criteria for securing a
patent.” Gorman, sepeg note 15, ot 580 (citing Toylor Instrument Cos. v, Fawley-Brost
Co., 1889 Fad 88, 88-101 (vih Cie. 189430 (holding temperature  meording  chae
unprotectahbe in port hecouse it was an integral port of @ mochine more soitoble for
patent profection)), The functisnality of formes has been mecapnized by other commentators
an well. See Holdiman, supra note 18, ot 21-22; Weinreh, supra note 18, ag 117780,

141,  Weinreh, sppra note 15, at 11749,

142, 1 NIMMER & NIMMER, sppra note B, 58 Z.0S[C])[1][b]. 24.050A][2]]b).

143, £l § 201[AL (D).

144, 163 UEPG (BMAY 13, 13445 (WD, I, 1967k aee also Haroourr, Brame &
World, Inc. v. Geaphics Controls Corp.. 329 F. Supp. S17, 823 (5 DNY. 1971) juphalding
copyright cloim in test answer sheed).

1456, Noerwi, 166 LLE. PG, at 134,

146,

147, i at 1AL
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different boxes and terms, ... serve to convey information as to
the type of testa to be conducted and the information which ia
deemed important.”'® The court in Norfon noted that the
Mimmer treatize “strongly criticized” the blank form rule,
concluding, as Nimmer had, that the rule was “without
foundation,” 1

In response to Norton, the Copyright Office izsued a Notice
of Ingquiry to get public comments about whether it should
change its rule and policy regarding the exclusion of blank formsa
from copyright protection.'™ The Office received numerous
comments, all of which endorsed a liberalization of the blank
form rule.'™  The Office considered the commentators
arguments, but decided to retain its blank form rule because it
regarded Boker and its progeny as the law.'™ The Office cited
approvingly to John H. Harlond Co, v, Clarke Checks, which had
recently followed Boker, ™ The Office noted that as in Baker, the
defendant in Harlaond copied the novel system for recording
information (namely, a memory stub for checkbook entries), not
the explanatory materials in the plaintiff's work.'™ The Office
reiterated that forms, such as contracts and insurance policies,
could he copyrighted az long as they conveved information
through contained explanatory text, 19

The Ninth Circuit also endorsed the conventional understanding
of the hlank form rule in Bibbero Systems, Inc, v. Colwell Systems,
Ine, 5% The court described Bibbero's forma thus:

Bibbers designz and marketz blank forms Epown as
“auperbille”™ which doctors wse te obtain reimbursement
from insurance companies, Bach superbill contains zimple
instructions to the patient for filing insurance claims; boxes
for patient information; simple clavses assigning insurance
bhenefits to the doctor and authorizing release of patient
information: and two lengthy checklists for the doctor to

148, fa.

L4 b Al 134: 1 NiaMER & NisMER, supm nole 8, § 2,08[D] [1]-[2]

150 See Registration of Cloime o Copyright Motiee of Termination of Inguiry
Regarding Blank Forma, 45 Fed Hep, 63,2087, 63, 207-300 (Sept. 24, 18800 (#etting forth
the history of the Natiee of Inguiry and ita eventnal termination),

151, i wt 68, 298-849. The rube wos codified ns 37 C_F.R. § 202, 1{c) (2045).

152,  Registratson of Claims o Copyrmight; Motice of Terminntion of Inguiry Regarding
Blumk Forms, 45 Fed. Hep, at G3, 208,

158,  fob &t 83298 {riting John H. Haddand Co. v, Clarke Checks, 207 LS PG (BNA)
Hi4, G657 (N, Ra. 19800, The Hartand ruling was later affirmed in Jofkr B Herlond Co
. Clarde Choeciie, T11 F.2d 866, 971-72 (1 1th Cir. 18533,

1534, Regiateatkon of Claima e Copyright; Noties of Termination of Inguiry Begarding
Blank Forms, 4% Fed Heg. at 63,2845,

155, fol at 63, ZH0-300
Gk, 853 Fod 1104 (eh Cie, 19900,
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indicate the diagnosis and any serviees performed, az well
az the applicable fee, All entries on the checkliziz are
categories specified by the American Medical Association
(AMA) or government publications, as are the code numbers
accompanying each entry, The superbills differ according to
gpecialty, to reflect the illnesses and treatments most
relevant to the individual doctor, 197

Bibhero regiaterad its claim as to individual forms, one of
which Colwell wasz alleged to have infringed.'™® Bibbero relied
upon Nerton and emphasized that its form, like Norton's,
conveyed information about what was important for doctors to
record, " [t was, Bibbero argued, a compilation of terms that was
original enough to be copyrighted, as evidenced by the issuance of
a registration certificate for the form, '™

The Minth Circuit declined to follow Nerton and pointed to
the Copyright Office's decision not to liberalize the blank forms
rule. ' It characterized Nortorn's wview of its checklista as
“convey[ing] information” to be unhelpful because of ita
“potentially limitlesa™ nature, ™ Because Bibbero's form was “a
convenient method for recording services performed,” it was an
uncopvrightable blank form.'™ The Ninth Circuit's conclusion
that HBibbero's form ran afoul of the blank form rule
“preclude[ed]” Bibbero's claim that the form should be considered
a copyrightable compilation, 1%

Other cases decided after Bibbero have likewise held forms to
be uncopyrightable, generally as incidental to business processes
or as implementations of a method or svatem, 1%

157, &b oal 1105,

168 fdat 1106,

158 fob ot L1607,

L. fo i L1066,

161, & at 1107,

162, o The Minth Cirewit pointed to the Copyright Ofee’s decksion not to chamge ita
hlank foren rule, 37 CF.E § B2 1), in suppart of its ruling. fHifbera, 353 F.2d at 1107,

183 fo. at 110748 see adse Harper Howse, Ine. v, Thomos Nelson, Lec., 888 F 2d
197, 20007 ¢ich Cir, 1999 (holding that plaintidffs anfermation organizers were
copyrightable compilations but afforded only limited protection and excluded blank forms.
commin property, and utilitarian elementa).

164, Bibhern, 853 Fo2d at 1108 i

185,  Hee, eg. Utopia Frovider Sys, Inc. v Pro-bed Clinical Sys., LLC, 598 F.3d
LELE, DALT, 1324 (11ch Cie 20005 (liding templates for emergency medbsal proosduns as
“nn integrated system for eficiently documenting & patient’s symptoms, nnd the
phyacran’s conelusions™ unprotectable by copyrght law): Hutching v, Z6ll Med, Corp., 490
F. Bapp 2d 24, 33 (10 Mass. 20060, affid, 492 F.& 1377, 1885 (Fed, Cir, 2007) (denving
copyright protection to phrases for CPR procedure because procedure was Sentirely
funeticnal”); Fin, Comtesl Azzece, lne, v, Equity Bullders, Ine, 78 F, Supp. 1005, 1120,
1121 I Kan, 18592 (denying preliminary injunction becawse samilarities lrgely due 1o
implementing the snme system ol pre-payment of mortgages); Gove v Gallis, 167 F. Supp.
404, 418 Ik Mags 1958y (frading similarities in the parties” coupon books were due to
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b, Systematically Organized Compilafions, Baker v, Selden
is also the origin of the rule that precludes copyright protection
for svstematic organization of information,'™ Systematically
organizing information infusea the compilation with functionality
because the aystem’s rules preacribe how the component
elementa are arranged.’™ Directories of useful information are
often organized in a systematic way, 1™

The systematic nature of organization of telephone
information in a yellow pages directory limited the acope of
copyright in  Bellsouth Advertising & Publishing Corp. v
Donnelley Information Publishing, Inc. Bellsouth (aka BAPCO)
sued a competitor in the yellow pages directory market for
infringing the copyright in its directory."™ Donnelley did not
question the wvalidity of BAPCO's copyright.” However,
Donnelley aszerted that insofar as the BAPCO'2 directory was
the product of a systematic organization, Donnelley should be
able to use the same avatem in itz directory.'” The Eleventh
Circuit agreed;

[T]o the extent that this similarity of format resulted

from . .. the common arrangement and coordination of the

two directories into alphabetized business classilieations,
with alphabetized listings under each classification, the

district court erred by extending the scope of BAPCO s

copyright to capture the system of erganization common Lo

all clagsified directories in the public domain, 7=

thedr bsih having adopted the ame method af eollecting on delinguent acconntal, In asme
cases, pourts hnve rejected copyeight claims in forms on sodees & feire grounds. See, o,
Huacklew v, Howkins, Ash, Baptie, & Co,, 328 F3d 925, 86G0-31 (Tth Cir, 2003),

166, Baker v. Selden, 111 ULE 58, 104 (1879, An older case that, ke Baber
involved systemntic orgnnization of information is Getheie o, Coeferr, 100 F22d T25, 725 (2d
Car. 19261 In k= first lassait against Curlett, Gutheie sued for inlringement of bis patent
for a novel mathod of compressing information aboue Frokght toriffz to make the
nlormation more comprehensable. f0. The Becamd Cireuit struck down the patent for lack
of patentable subgeer matter. & &t 726, Having losn the patent dlaim, Guthee then aued
Cuorledt to enfowee copyright in his consolidated freight index becouse the Curlett's
compilation of data was substantinlly the same as Guthrie's. Gothee v, Caclett, 38 F2d
gk, BER-OE (3 Cig, 19290 The Seeond Circuit donicd this claim az well, finding the
freight index to be unprotectohle os inevitable pnd methodicn] in character, f nt G086,

187, See, ez, PIC Desipn Corp. v, Stecling Precigion Corp., 231 F. Supp. 106, 110-11
(LAY, 1964 (halding that a table of data of phy=ical and mathematical characteristics
of precizion gears was unprotectable by copyripght law becauss it was necessary b exprioss
the =ame ayatem),

18R, See, @, Hellsouth Adverd. & Publ'p Corp. v Doanelley Infis. Publ'p, Ine, 989
F.2ad 1436, 1435 (1 1th Cor. 1993 (decribing the orpanization of a telephone boek),

169, &b at 1439,

1M, fa

171, fa. ot L4d4—45.

172, . The court alss cheaerved that becauss of “the extent bty which the beading
aprcture of a clasgified business divectory 8 dictated by fupetional coneiderations and
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The Eleventh Circuit ruled that this result was required by the
Supreme Court's Feist decision, ™

BAPCO's directory was not the only one to be organized in a
avstematic way.'™ Some directories may have enough and the
right kind of creativity in selection of entries (e.g., a directory of
100 best restaurants in a city) or of headings (e.g., vellow pages
categories of businesaes), as well as in the arrangement of
elementa (e.g., clustering of data into various categories) to
aatiafy copyright standards. '™ However, the more systematic ita
selection and arrangement, the leas copyright protection a
directory can claim, 1™

¢. HRecipes oz Procedural  Compilations, Recipes  are
compilations insofar a2 their creators select out of the universe of all
possible ingredients those that they choose and what gquantity of
each ingredient will be required to make each dish. Recipe creators
generally arrange those ingredients in a systematic way, as well as
setting forth the procedure for preparing each dish, The Seventh
Circnit’s decigion in Publications International Lid. v, Meredith
Corp. characterized the recipes at issue in that case as
compilations, "7 but decided they were not protectable by copyright
law, 17

common industry prsctios, the differenos apparent i the plosary of headings smploved
by Dionnelley are suficient toe rebut any inference of eopying.” M. at 14458

173 Mo ot 1445,

174, Sew, egr, Warren Publ'g v, Micmdoes Data Corp, 115 F.50 1508, 1617-1%(11th Cir
14497} (hodding unprotectable & systenutic crganization of cable televigion directory; sm el
Beldiman, swpra note 18, ot 37-30 Bitton, swpra note 15, ot 865 CMerther the placement of
listings within a category por other decisions aboub arcangensnt in A directory are
particularly subjectives both seem to be dictnted by utilitarinn considerations").

176, See, e, Koy Publ'ne, lne. v, Chinatosn Today Publ'p Enters., Tne.,. 546 F2d
aE, B1d (2d Cir. 159901), Sonmss telephone directories have bisn held copyrightable in the
aftermath of Feist insofor ns the directories embodied some crentive selection and
arrangement of elements, See bl ar 51514 (holding a classifiod directory of information
about husinesses likely to be of interest to Chinese-Americans in New York to be
copyrightable, but not infringed becanse of dilferences in the hstings and categores of
information in the fwo directories),

176 fo at Bl4-16

177.  Publ'nms Intl v. Meredith Corp., 388 F.id 473, 480 {7th Cir. 1808). The plaintiffs
cookbook comlaining the moipes was regiatered as o compailaton. Jo. at 475, The oourl
corcduded that the enpeeright did oot extend ge the individual pecipes, ooly the “manner and
order in whach they are presented.” Id. ot 4B2; ser afso Lorenzana v, B Am. Rests. Corp.,. 788
Fiad 31, & (s e 200560 deecipe  for  chicken  sandwich  anoopyrightablel
Tomnydo:-Tomahhdn, LLC v. Veenry, 628 Fed, App's 638, 661 06th Cir. 2015) {recipes
excluchul from vopyright protection a= list of inpredients and instroctions am fusctionall
Lambing v, Cuodiva Chooolater, Moo #7-6897, 19%3 WL GE060, at *1 oith Cie. 15549
{"[R}ecapes are functionnl directzons for achieving o result and are excluded fom copyright
prodection under 17 LLEC, § 10200, Hasseir v, Hassolbeck, Mo, 14-14760-0GA0, ar *5-5
(I Mass 2016) (ghoten-free recipes unprotectahle beeause “parely functinnnl”).

17R.  Meredidh, B8R FAd at 480, The oourt poted that the accused pecipes wers
“fanctivnally ientical o their counterparts” in Moredith's publication, b at 474,
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The recipes invelved in this case comprise the lists of
required ingredients and the directions for combining them
to pchieve the final products, The recipes coptain ne
expressive elaboration wpon either of these functional
components, a2 opposed to recipes that might spice up
functional directives by weaving in creative narrative, '

There was “no literary expreszion” and “po expressive
elaboration” in Meredith's recipes that might satisfy copyright’a
originality standard.'® The list of ingredients was, the court
ruled, a statement of facts that was unprotectable by copyright
law. ™ The directions for how to prepare the dishes set forth in
the recipes were unprotectable procedures under § 102(h), " The
court cited approvingly to the Nimmer treatise for the
proposition that standard format recipes are dictated by
functional considerations, '

4. External Factor and Efficiency Constrainfs on
Compilations. That external factors and efficiency considerations
may limit copyright protection was first recognized by the Second
Circuit Court of Appeals in Computer Associafes International,
Ine, v, Altai, Ine,'™ Although Alted was a software case, not a
compilation case, the key principle it articulated—that when
external factors and efficiencies constrain design choices of
aubsequent creators, those constrained elements should be
filtered out as uncopyrightabhle—is general enough to apply to
other copyrighted works as well. 155

Among the external factors the Second Circuit considered
relevant in Altai were the need to be compatible with other
products, market demands, and standard techniques in a field, 1%
Compatihility 18 a functionality constraint because one product
cannot work or compete with another product without using the
aame  interface. '™  Market demands may also  impose

174, fa at 480

1= fa

141, M

152, . at 480-81 feiting 17 ULEC § 103bE (2012) "In no casze docs copyright
protection for an anpinal work of authorship extend to any . . . provedore | regardless of
[l ey b o embodied n such work,",

183, Meredith, 88 Fod at 481,

184. 982 F.2d 603, 710 (2d Cir. 1992,

1A Mol oat T07-10 see, e, Falewski v, Cicoro Builder Dev,, T, 704 F3d 95, 106
{Z2d Cir. 2014) (adapting Aftei filtration categories for cases involving architectural
warkah

THE Alead, 982 F2d at TE-10

157, See, eg., Lexmork Int'l, Ine. v, Btatic Control Components, [ne, 357 Falkd S2E
542 (Bth Car. 2004) (holding printer cardndee sofbwoare unprotectable by opyright low
hocaues if2 re-u=e was necessary toenable interoperabilicy with a printer),
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functionality constraints on later creator's design choices, 5%
Standard technigues, along with industry standards, almost by
definition, are functional in nature,'™ When one wav of
accomplishing a task is more efficient than others, courta have
decided that copyright law should not block second comers’
ability to use it, even if other lesa efficient options are
available, "™ It 12 socially undesirable to require second comers to
adopt  functionally inferior options.'™ These kinds of
functionality constraints can be found in the compilation case law
as well, 1%

The dispute in Southeo, Inc. v. Konebridge Corp,, for instance,
raized both compatibility and market demand considerations,
Southeo claimed that the names and numbers of hardware parts
that it publizhed in itz catalog were copyrightable and that
Kanebridge had infringed Southeo's copyvright by reproducing them
in its competing catalog, ' In rejecting thia claim, the Third Circuit
Court of Appeals emphasized the svstematic nature of Southeo's
name-and-numbering  aystem.’™ Each of BSoutheo's product
numbers, the court noted, “is rigidly dictated by the rules of the
Southeo svatem.” '™ Onece the system for naming the products and

188, See, eg., Ploine Cotton Coop. Ass'n v, Goodpasture Comput. Servs., 807 Faid
1256, 1262 (5th Cir. 1987F (finding that cottorn market industry expectations lmaited
design choiees of programmers tryving o serve that market); see alse TrafFix Deviees, T
v. Mktg. IMsploys, Ine., 582 UGS, 2% 32-33 (2000) ifinding features of products too
functicnal fo qualify lor wrade dress prodection where clalmant’s exclugie weae of the
features would put cthers at a significant non-reputational competitive disadvontage).

188 See, e, Apple Comput., Inc. v, Microsalt Corp., 35 F.5d 1435, 1439 Bk Cir
1568 (helding elements of graphical user interface unprotectable bocguse they had
hecomse industry standard).

1Mk Aliad, 982 F.2d an 70708,

191, it

192, For example, the Second Circoit in Merthew fender & Coo oo West Publiafhing
CUo. offered guidanee about copyright-relevant creativity in selection and arrangement.
saying it was “a funetion of () the total number of optiens available, () external fciors
that limit the vinbility of certain options and render others non-erentive, ond (i) prior
uses that render cortain selections ‘parden varely,™ 158 F.5d 874, 88289 {2d Cir. 1908,

199, 380 Foad 2596 279 Gd Cir, 2004), The author of tha Seutkoe opinion was then
dudge, now Justice, Bamuel Alito. See alse Tore Co, v. R & R Prods. Co,, 787 F.2d4 1308,
1218 Btk Cir. 1986} (halding that lawn éame meplscement product pames and fombers
lncked originality bhecouse of arbitrariness in assigning them to paris); Windgate
Software, LLC, v. Minn, Computs., Ine., 504 F. Bupp. 2d 5382, 534, 584, 5648 (D). Minn.
20073 ihnding o infingement where IBM part nombers and sdentifving information
were copied from plointifls datnbosel; RERE, Inc. v, Needa Ports Mg, Inc., 418 F. Bupp.
2d 864, B85 (B Pa. 2005) (repecting cliom of copyright 1o aute part numbering svafem
for lack of originality, eelying on Soctheol;, Samner Mg Co. v, Mideo Mg Co, 29
LB PG 2d (BXA) 1250, 1252 (510 Tex. 1803) (pipe jock part numbers not protectahble).
Thi primary deciaion on which the Seutheo plaintifl roliod was Amerivor Dendol deah o
Delta fertal Plana Aas's, 126 F.ad 977 (Tth Cir. 19897), which is discussed infra Part
HILB.1.

194, Sorethen, 350 Fad ag 253,

190, M sew alse Project Dev. Giep, Ine, v OUH, Materaals Corpe, 766 F. Supp. 1348
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asaigning numbers to the products had been devised, Southeo did
not exercise “the slightest element of creativity” so the names and
numbers were lacking in originality, '™ By emphasizing that the
ayatem “dictated the logic™ of the parts numbera, the court implicitly
invoked the merger doctrine az well. '™ To top it off, the court said
that “[t]he Southco numbers are purely functional,” az well as
running afoul of copyright’s exclusion of words and short phrases. '™
A concurring opinion invoked the scénes a foire doctrine insofar as
the names and numbers had become an industry standard, '

Underneath the doctrinal cocktail of the several rationales
that defeated Southco's claim,*™ the Third Circuit may have
implicitly understood the compatibility considerations and
market demand issues that were at stake in the case, Kanebridge
was selling hardware parts that were compatible with and
aubatitutes for the (uncopyrightable) hardware parts that
Southeo was aelling.® Kanebridge wanted to let prospective
customers know that compatible {(and probably cheaper)
alternatives existed to the products sold by Southeo.*™ The hest
way to accomplish this ohjective was to use the same names and
numbers that Southeo had used in its catalogs. Southeo wasn't
making money from selling those names and numbers,*%9 Tt was
making monev by zelling hardware parts, and it was trving to
use copyright law to impede competition in the market for
hardware parts by depriving prospective customers of useful
information about possible marketplace choices,™ Lurking in
the background of the Southco case was a danger that the claim
of copyright in part numbering avatems would give the plaintiffa
“a monopoly on the typically uncopyrightable product” to which
the names and numbers were assigned, *"

1354 (W, Ik, Pa, 19910 (granting summary judgment against elaim of compilation eogyright
infringement arising from copying of focts, procedures, amd processes in bid documents
becaise aome elEments m the bids were reguired by regulations),

196G, Sowtheo, 390 F.Ad ng 252,

197, M

198, fo. &t 2B4-85. One judpe dissented becauss he perceived sroueh creativity in
the mame and nambsring svetem o auppoirt Southen's copyiight claim, Ffd, at #6042
{Ttoth, J.. dissenting)

18 &l at 287 (Becker, J., coscurcing)h.

Mk Thanks to Melly Van Houweling for introducing the “dectrinal cocktail”
meetnphar to me.

M1, Soweffew, 350 Fad o 278,

a2 &

a0, Heeid, al 278

a4, BHee bl Al 270

Hin,  EmithEline Bescham Consumer Healthears, LIE v Watson Plarm., Ise., 211
F.od 21, 25248, 29 n 8 (2d Cie, 20005 (holding that the wording on the labe] for 8 drug was
wncopyrightable becouse the Food amd Drop Adminstration required use of the same
warding &= had been approved for the sale of the same drsg 2eld by SmithKline); see elao
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A wvery similar case decided in the Sixth Circuit was ATC
Distribution Group, Inc, v. Whatever It Takes Transmissions &
Parts, Inc,™ Like the Third Circuit in Sowtheo, the Sixth Circuit
in ATC was unpersuaded that a taxonomy of names and
associated numbers of hardware parts was copyrightahle
expression. ™% ATC'z claim failed on merger and lack of
originality grounds, ** “For almost all of the tyvpes of creativity
claimed by ATC, there is only one reasonable way to express the
underlying idea,”*® Besides, it would be “extremely inefficient” to
require ATC'z competitora in the sale of transmiszsion parta to
adopt alternative numbering achemes for their equivalent
parts.“" Although the Sixth Circuit did not expressly deacribe
ATC's parta name-and-numbering scheme as functional, it is fair
to infer that the functionality of the parts themselves contributed
to the court's unwillingness to characterize the names and
numbera azsigned to the parts as copyrightable expreasion,

Another example of industry standards as a factor relevant
to a claim of copvright of a functional compilation arose in Mid
America Title Co, v, Kirk,#' Mid America asserted copyright in a
compilation of terms in its real estate title commitment
document.®? The Seventh Circuit observed that “[s]electing

WY, Moercantiles Exch.. Inc v. Intercontinental Exchange, Ioe, 497 F.8d 109, 116-18 (2d
Cir. ST} (treating settlement prices promulgated by XYMEX as facts by marketploaee
mrtars for future troding netivities =0 that others such s ICE could vse thess prices in
their teades),
S, 402 F.ad 700 (Gth Cir. 2004).
7. ddat TO5E.
MR fal at TOT. The ATU name-nember allecation for transmession parts were partly
a prodieet of & svetem of categorization that ATC set forth in it Nambering Syatem
Monual. fd. at T05-08. Other parts of the number allocations were the product of “an
esapnlially ravdom prooss, serving enly o provide o wseful shorthand way of refercing o
each part” Id, at 709, The eourt absprvad:
The only remson that & “sealing ring, pump slide” is allocated number 178 is the
rundom ordering of sub-categories of parts. apd the mndom ordering of parts
within that sub-cntegory. Were it not for o series of rundom orderings within
each category field, a given part could be 47185 or B2ASE, As such. the particular
numhers allocated to sach part do not express ony of the creative idens that went
inte the clessification scheme in any woy thot eould be considered eligible for
copyright protection.
i at TOB
sy b oar 707, This e probably sroog there were many ways o link names with
numbers of tronsmission parts.
210 AL at TOR
1. 5% Foad 719 (Teh Cie. 1998) see alwo RBC Nice Hearings, Ine. v Poor Bearing
Co, 876 F. Bupp. 2d 9, 15, 22-53 (I}, Conn. 2008) {finding numbers for ball bearings
wneaprrphtabbe hocainss they wers the induatey standavd), ofF. 410 Fed, App's 362 (2d
Car. 20000; Nautical Sele Mictg., Ine. v, Bonts.com, No, SB020VTH0CT.23TEW, 2004 WL
TEILZ1, ot *2-3 (KLD, Fla, 2004) (hrdamg indostey-standacd headings bor voacht hstings on
hraker wehsites nob a basis for coprrght infringemant),
212, Mid Americe, 59 F.Ad ot 720,
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which facts to include in this compilation of data was not a
matter of discretion based on Mid America’s personal judgment
or tazte, but instead waz a matter of convention and strict
industry standards"#%  Although Mid America’s president
teatified about a variety of decisions that the firm's personnel
made in devising the terms in the document, the court concluded
that the selection of facts to incorporate in it was “too rote and
mechanical” to satiafy copyright's originality standard, #14

5. Summing Up. This Section has given numerous
examples of four principal types of functional constraints on the
copyrightability of (or in some cases, the scope of copyright in)
compilations: those that were mechanically derived, thoze that
were dictated by the function to be performed, those that were
methodical or systematic, and those that were conatrained by
external factors or efficiency considerations.

These four types of functionality that courts identified in the
case law do not, however, exhaust the range of possible
functionalities that limit copyright protection. There have been
numerous other compilation cases in which functionality served
as a limit on copyright when claiming rights in labels, #%
charts, ** legal documents,®'" contesta, % games, " and maps, ¢

313, fdont T2L

214,

b Ser, g, SmithKline Beecham Consunsr Healthears, LP v Watson Pharm., 211
F.5d 21, 25-26 (2 Cir. 20000 (noting labels legally required to have same facts, snfiety,
and elficacy informaticn),

D See, e, Tastefully Simple, Ine. v. Twoe Sisters Gourmet, LLC, 1234 F. App= 1. &
{6th Car. 2005) (finding merper doctrne precleded copyright 1o chart of data abhout state
tax departmentz and their tax ratesl; Coates-Freoman Azsoea, Ine, v, Polaroid Corp., T2
F. Bupp. 578, 8&5-85 ([ Mass. 1892) (holding decizsionmaking chart unpretectahls
because of lozical charascter); Matthew Bender & Coo v, Kluwer Law Book Publishers, Inc..
H72 F. Supp. 107, 10811 (5.0LRY, 19871 ifinding chart of information relevant to size of
awnrds in personnl injury coses unprotectahle because it represented “the most logical
arnd clear way of expresaing | . . the deslred information”),

217, See, og.. RW. Beck, Ine. v. Bl Consulting, LLLC. 577 F.5d 1138, 114445 (10th
Car. 2000 (recognizing that languape hmiting liabality in a bepal document may be
unprotectable by copyright law an account of its functionalicy, bt denying maotion 1o
dizmiss copyright clniml; Merritt Forches & Ca. v Mewmnan Inv. Bee., Inc. 804 F. Supp
43, 951-53 (5. 0LN.Y. 1985) (holding lunctionalicy of langaage in & boand documsent o be a
questinn of fact far the jury to resalvel.

TR See. ey, CMM Cable Hep, Inc., v. Ooean Coast Propa., [ne, 97 F3d 1504, 1520
(st Cir, 15616) (charscterizing ceriain phrases for radie contest o “inescapably functicnal”p

218 See, eg. Hoopln Sports & Entm't, Ine v, Mike, Inc.. 947 F. Supp. 347, IS0, 354
(3.0 DL 1996 (fimdinge uniges combination of slements but holding gome unprotectables
by enpyright law); see alse Atar Games Corp, v, Oman, 858 F.2d0 878, 886 (0,0, Cir, 1550
{reversing Copyright (Miice refusal to register game based on its view that the game's
design was functionally constrained),

20 See, eg. Kerm River Gas Transmission Coo v, Constol Corp., B85 F2d 1458,
1484 (5th Cir. 1891 (holding map of prpeline roate unprotectable becauase it was the only
effective way to dopict the routel, ae alse Gorman, supra note 16, at 564 (maps “dictated
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Some of these compilations, like those diacussed above, have been
too functional to be protectable by copyright law. = Or if
protectable, the scope of copyright protection has been
aufficiently thin that defendants have dodged infringement
claima as long as they varied their expressions in nontrivial
ways, 28

M1, FUNCTIONALITY AND EXPRESSION 1N COMPILATIONS

Delving into the copyrightability of compilations has raised
some fundamental questions, Part Il considered what it means to
characterize a compilation as “functional.” Part Il explores what
it means to sav a compilation is “expressive,” Can a work be hoth
a compilation and an expressive work? What makes a work of
authorship sufficiently expressive in selection and arrangement
to qualify as a compilation? And how should courts asseas
compilations that arguably contain some expressiveness but are
nonetheleas functional?

A, What Makes a Compilation Expressive?

Compilations can be and sometimes are expressive in a
conventional copyright sense, A newapaper’s list of the 100 besat
restaurants in 8 major city based on the compiler’s weighting of
aubjective impressions i= one example.** A writer's compilation
of the most beautiful poems of the 20th century is another,® A
book recommending a thousand places to go before vou die, based
on the compiler’s positive experiences in those places, is a
third.®% A apund recording of claszsical music “favorites” is a
fourth. *% A cookbook by a famous chef containing a collection of
recipes is a fifth, 2

by fpet”y, Gorman also charscterdes maps ap compllations meofar as thelr creathon
invodves selecting and nrranging preexisting data. M. But, of course, maps can alss be
artistic works. Id, at 585,

221, SHee, e, CMM Colde Bep, 97 F.04d at 1620,

222 See, egn, ddboat 15610-11, 1626 (enogh dissimilarities in wording about radic
contest rules to be ponsinfringing); see also Decorative Aides Corp. v, Stople Sewing Aides
Corp., 487 F, Supp. 154, 158 (B.DAY. 19800 epough differences in drapery card
instructions te avedd infringement), affa, 657 F.2d 262 (24 Cir, 1981

233, The San Frameisoo Chroncle publishes annoally an alphabetscal bst of the 100
heat  restaurantz  dn the  Bay  Aren,  Top 100 Restewrenta, BF CHRON,
httpetprojects. sfohronicle. comd @0 L& op: 10 restnueants’  [kttpsperma. e QSEW QD
Similar compilation copyrights hove been upheld. See, ep . Adventures. in Good Eating «
Hest Places to Eat, 1810 Fa2d 309, 811 (Tth Cir. 1942} thalding copyright in compilation of
recommended restaurants vilid amd infringed].

24, See e, THE PEXGUIN ANTHOLOGY OF TWENTIETH-CENTURY AMERICAN FOETEY
{Rita Dovve pd., 2003).

235, S g, PRTRICLS SCHULTE, 1LODD FLacEsTo SEE BEFORE Yoo DNE (2d ed. 2015),

P2, S, i, MITSUED UCHIDN, NETHERLANDS WIiNDS ENSEMBLE & 1R NEVILLE
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Of course, one can say that expressive works generally, and
expressive compilations in particular, have some “functions.”
They tyvpieally entertain, educate, nform, please, amuse,
enthrall, or evoke other emotional responsea in their readers,
viewers and listeners. Yet, these types of educational and
cultural enrichment functions are guite distinet from the more
task-oriented functions discussed in Part 1. Copyright law has
long treated the educational and cultural enrichment roles of
copyrighted works as “non-functional” in character, 2

What might make the edueational and eultural enrichment
compilations expressive? The compilation copyright case law
provides some insights into what might make a compilation
aufficiently expressive to qualify for copyright protection. In
Meredith, for instance, the Seventh Circuit indicated that to be
copyright-protectable, recipes would need to have “literary
expression”  or embody  “expressive elaboration.”®** In Mid
America, the Seventh Circuit emphasized that the exercise of
“personal  judgment or taste” would make a compilation
copyrightable. 20 In CCC, the infusion of “personal opinion” was
found to evinee expressive originality in compilations. ®® In
NYMEX, the Second Circuit suggested that “sentiment” might
support the presence of expressive originality, ** Commentators
have suggested other terms indieative of expressiveness, such ns
subjectivity  or taste, judgment, or imagination.®®® Onpe
commentator has suggested an intentionality test for whether a

MARRINER. THE BEST 0F MOZART (Universal Music Pty. Lid. 1898); see afso Eckes v, Cord
Prices Update, 758 F.2d 859, 860 (2d Cir. 19684} (upholding copyright 10 compalatian of
“peemium” bagshall cardsy; List Pube Co, v, Keller, 30 F. T2, 77274 (008 DUNY. 18587
{compilation of socially prominent people in New York was copyrightable and infringed).

#Y. Hed, eg, YOTAM OTTOLENGHI, PLENTY: VIBRANT VEGETABLES FROM LONDONS
UL ERGHI (Chraniclke Books LLC 2011} {20005,

328 Spe, cg. Baker v, Selden, 100 ULE 9B 102 {1870 {distinguishing between text
exploining a bookbhesping system and the system is=lfl 1 GOLDSTEIN, sppre note 15,
5§ 2 15 {describing what makes o work functional).

228 Publns Int'l, Lid. v, Meredith Corp., 88 F.8d 473, 430 (Tth Cir. 1956

a3 Mid Arn. Title Co. v, Kirk, 58 Foad 7149, 722 (Tth Cie. 1984).

1. CCC Info. Bervs, Inc. v. MacLean Hunter Mkt. Reports, Inc., 44 F.Ad 61, 71 (2d
Car. 1idd (quothng Krepea v, AP, 937 F.2d4 700, 707 (20 Che, 19910, Bud s Ginsbure
Creation  and  Commercial Valwe, supra note 15 st 1868 "Personalite-hased
choracteristics tin many [foct compalations] seem contraved.™).

L See WY, Mercantibe Exch,, I v, Intereontimental Exchange, Ine., 4897 F.a3d 10,
115 (2d Cir. 2007,

238, Durham, sspra pote 15, ot B44-47; Ginsbhong, Creation ard Commercinl Volwe,
supre mote 15, at 1900, Here ame some additional symonyms of “expressive” that may be
useful in separating the expressive sheep from the functional goats in compilation
copyright eases (n oo parteolar order) commupleative, artistle, faneilol, drmatic,
ematicnal, vivid, decorative, signifying, assthetic, appealing to senses, pleasing, eautiful,
entertaining, tostebul, evocative, subjective, colorful, slaborate, iterary, clever, insghtful,
thoughiful, theaghi-provoking, profoand, and meving
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compilation is expressive or functional: “Did the author intend to
express him or herself, or did the author intend to perform a
function? =4

Pre-Feizt Supreme Court decisions offer some insights about
expressive originality as well, The Court in Boker wdentified
ornamentality, appeal to taste, and explanation as
characteristics of expressiveness in copyrighted works.2* In
Burrowgh-Giles Lithographie Co. v, Sarony, the Court
emphasized the intellectual creativity in the photoprapher’s
aesthetic selection of Oscar Wilde's costume and arrangement of
his pose against the photographer's chosen backdrop in
upholding the copyright in the photograph that Sarony had
copled. = In Bletstein v. Dornaldzon Lithographing Co., the Court
spoke of the “personal reaction of an individual upon nature” as
indieative of originality in pictorial works. 25 “Personality always
contains something unigque. It expresses its singularity even in
handwriting, and a very modest grade of art has in it something
irreducible, which is one man’s alone.”* The circus poster at
issue in Bleisfein contained, in the Court’s wview, sufficient
oriygnality to satisfy copyright standards. 239

The Court in Feisi had far less to say about expressive
originality than these previous ecases. The Court's main
intentions in Feisd were, first, to clarify that no copyright can
exist 1m facts,** and, second, to debunk the “sweat of the brow,”
or “industrious collection,” theory of oripinality that had long
underlain a series of cases involving white pages and similarly
uncreative compilations. 241

The Court in Feist gave scant puidance about which
characteristics or factors to look for in making a judgment about
the type and guantum of creativity necessary to  satisfy
copyright’s  originality  standard. Instead, the Court wsed
numerous  vague phrases such as “some creative spark)”

4. Malkon, supre note 1, ot 492

236, Baker v, Selden, 101 ULS, S8, 108-06 {187}

SR 111 LS. 53 B0 18840,

3E7. 188 ULHE 230, 250 (190G For an excellent discussion of the Sleislein omse, s
gomrally  Dianpe  Leenbeer  Zimmerman, The  Story  of Blekstein v, Donaldeon
Lithographing Compony: Originalily as e Vehicle for Coperight Inelusivily, in
INTELLECTUAL PROPERTY STORIES, siper note 29,

A8 Bleatein, 188 TLE. at 2000,

8. fd ot T48-50.

4. Feist PublMms, Ine. v. Rural Tel SBery. Co., 498 1.8, 340, 34548 {1981).

1. See e, Loon v, Pae, Tel & Tel, Co., %1 F.2d 4534, 454 (8th Cie, 1957 (eloplone
directarvls Jeweler's Cireular Publ'g Co. v. Keystone Publ'y Co., 281 F, £3, 84 (2d Cir.
18235 findex of jewelry trodemarksl. The Court repudinted such decissons in Feesi, 488
L5 st A62-00.
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“modicum of creativity,” “fruits of intellectual labor,” and “a
minimal degree of creativity” to explain what courts look for in
making judgments about originality. #% Feist gives onlv two amall
hints ahout expressive originality indicators, for the Court at one
point apeaks about “subjective” elements and at another the
exiatence of “choice,”*¥ Subjective choices as indicators of
expressive originality seem consistent with the personal opinion
indicatoras that the Second Circuit emphasized in COCC, Courta
should look for indicia of these sorts in reviewing compilation
copyright cazes,

It may be helpful to think of compilations in terms of a
apectrum from most expressive (e.g., 100 best poems) to most
functional (e.g., compilation of key measurements) and conzsider
whether a compilation before the court is closer to one end of that
apectrum than the other, Some compilations will, however,
preaent close calla,

B, Cloge-Call Compilation Cases and Their Progeny

This Article has thus far concentrated its analvais mainly on
those compilation cases in which courts have acknowledged the
functionality of the compilations under review,*" Thia Section
digcusses two major cases, American Dentol Ass'n v, Delta Dental
Plans Azsan® and CCC Information Services v, Maclean Hunter
Market Reports, ®® in which appellate courts were persuaded that
copyrighta in compilations were valid and seemingly infringed.
Both cases involved compilations that were much less expressive
and more functional than the compilations digcussed in Section
A, Both decisions are notable for the analvses by which the
courts reached their judgments, as well as for litigations

42 Feisr, 480 U5 nt 345-48; see. e, Bitton, sppro note 15, ot 525 (complaining
about the back of guldance absout what level of ereathvity would satkefy the ordginaliny
standard).

243 Feiel, 499 L5 ae 348,

244, It is an interesting and seemingly unsettled questicn whether the functionalicy
or expressiveness of @ compilation is n motter for judges or juries to decide. In most cnses
atndied for this Artbele, judges declded the matters on summary judgment mothons, See,
g, Hutching v. Zall Med. Corp., 492 Fad 1877, 1385 (Fed. Cir. 2007); Decorative Aides
Corp. v. Staple Hewing Addes Corpe, 487 F. SBupp. 154, 157 (S.0DNY. LORO) offd., 657 F.2d
263 G2d Cir, 1981} Sometimes, functional compilation cases have even been dismissed at
the pleading stage. See, eg.. Contes-Freemnn Assocs.. Ine. v. Polaroid Corp.. T892 F. Bapp.
A74, R0 ([0, Mass. 19920 Bul oourts sometimes send thess cams fo juries to decide
whather the part of the work alleged to be infringed was functional, See, eg.. bMarritt
Forbes & Co. v. Newman Inv, Sec, Ine, 804 F. Supp. 945, 952-51 (S.0NY. 1985)
(lunctiomaliny of languapge in a bond document held Go b a question of et for the jury 1o
reanlvel

Z45. 128 F.ad 977 {Tth Cir. 18897,

246, 44 F.0d 61 (2d Cie. 1504,
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apawned in their aftermaths in which plaintiffs unsuccessfully
relied on the ADA and CCC decisions.

1. American Dental Ass'n v, Delta Dental Plan Ass'n. At
issue in the AlA case was whether an organized set of names
and numbers assigned to specific dental procedures was
protectable expression in  the copyrighted Code document
embodving them.*" After Delta Dental copied moat of the namea
and numbers in itz publication, ADA sued Delta for infringing ita
copyright.®® The dizstrict court granted summary judgment to
Delta, ruling that the ADA’s compilation of names and numbers
for dental procedures was not copyrightable because it lacked
originality, was an instance of merger of expression and facts or
procedures, and was too useful ® The Seventh Circuit, in a
decision by Judge Frank Easterbrook, vacated this ruling and
remanded the case for further proceedings. %

An important rhetorical move in the ADA decision was
Judge Easterbrook’s characterization of the set of names and
numbera at isaue as a “taxonomy."# He rejected the district
court's description of the Code as a compilation, stating that “[i]t
could be a compilation only if its elements existed independently
and the ADA merely put them in order.”* Instead, Judge
Easterbrook regarded the ADA taxonomy as “a way of describing
items in a body of knowledge or practice,”* Conceiving of the
taxonomy in this way reinforced hiz conception of it as an
expressive element of the Code, The names and numbers were, in
his view, original because there was some creativity in the
classification scheme the ADA had devised.® There was, in his

247, ADA, 156 F.ld nt 877-TE

4B

248 Amer, Dental Ase’n v Delta Dental Plans Assm, 3% US P2 (BMA) 1714
U DL 188G, revid, 126 Fo% 977 (Yth Cir. 1997 The eollaboentive natere of the
development of the Code over time and its comprebersiveness undermined, in the drial
court’s view, ADA's claim of origing] suthorship, I, at 1725-26. But the main ground for
the trinl powrt’s ruling was the utility of the compilation. See id.

250 ADA, 126 F.ad ar 877, 981, Delia’s other defenses included fair wse amd an
entithement te use the names and numbers wdor an expreas oF implsed liconse or a8 a
joint author of the nomenclnture. M. nt #77-TE

25l & oan 977 The distriet sourt declalon apoke of the Code a8 a compllation, ADA,
AR LA P.Qad (BMA} ot 1723, and did not vee the woed “tazonomy™ at all

53 ADRA, 136 F.5d at 8800 As the Bicth Cirruit noted in o subsequent case, “[t]his
reguirement that the elements of & compilotion must exist independently of the act of
compilntion cannot be recorciled with the stotutory langunge. which states that o
compilation is n collection or assembly of “preexisting materinls or of date™ ATC
Distribution Grp., Inc. v. Whatever It Tokes Tronsmissions, 402 F.ld 7000 710 nog (&ih
Car. 300} {eiting 17 ULEC, & 103,

53 ADA, 1348 F.3d at 830,

. fl et 479-30 Thers may have heen other methads or systems of arganizing the
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view, no merger of idea and expreasion because there was more
than one way that the ADA could have classified the dental
procedures and assigned numbers to them.® Indeed, Judge
Easterbrook regarded each name and each number in thisz
taxonomy as an original work of authorship that qualified for
copyright protection. **

Judge Easterbrook recognized that functionality disqualified
some creations, such as lampsa and other industrial designs, from
copyright protection, but did not perceive the Code names and
numbera to be functional.®® Judge Easterbrook might have
bolstered his non-functionality argument by pointing out that the
1976 Act's definition of “useful article” implies that conveying
information 15 not a kind of functionality that precludes
copyright protection. *5 That term is defined as “an article having
an intrinsic utilitarian function that is not merely to portray the
appearance of the article or to convey information,”®# This
definition suggesta that conveving information is not a type of
functionality that disqualifies works from copyright. which would
mean that compilations of information are non-functional by
definition,

However, Part Il of this Article has amply demonstrated
that courts have sometimes recognized compilations that
conveyed information to be too functional to qualify for copyright
protection. A closer examination of the facts of the ADA case
suggests that the coding svstem at issue was much more
functional than Judge Easterbrook was willing to admit. The
major purpode of the Code was to standardize the names and
numbers of dental procedures in order “to reduce transaction
costa hoth for dentists and third-party payers by providing
dentista with a consistent and convenient means to report

dental procedure names and mumbers, bot this did pot make the ope ADA cheee into a
copvrightable one. See Bikrnm's Yogn Coll. of Indie, LP. v. Evolation Yoga, LLC, 506 Fad
10G2, W02 1Btk Cir. 2005) (extstence of other possible systems did not make Bikram's
wapa svetem copyrightable),

355, ADA, 126 F.5. at 878 see, cg. Beldiman, supra note 18, ot 38 feriticizing the
AN deciaion for alfering “ilosory alternatives” to ADAS coding @elwme),

e See ADA, 136 F.d at 979 ClAJD three elements of the Code—numbers, shormt
descriptaons, nnd long descripiaons. are vopyrightable subect motter under 17 LS.
§ 1020007, Later deckzions expressed skepticism about this conclusion. See, egr, ATC
Iharribudion Grp., 402 F.5d at TOE

257, ADA, 128 F.Ad af 980, Lamps and industral desagns were “the provines of
patent, trademark, or teade dreess law” M Howewer, Judge (now Justicel Alito
characterized the comparable name and numbering system in Sopthen as functional.
southen, Inse v, Kanehridge Corp, 390 F.3d 276, 284 (3d Cire, 2004), Malkan aprees
hecause the nanws aml numbers were mechanially generated fram the svstem mabes
Mulkon, sapra note 1, ot 43742,

HK 17 ULEC § 100 (201,

g
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treatment to payers,”* When seeking reimbursement from an
insurance company for performing a particular procedure (e.g.,
root canal surgery) for a patient, dentists entered the pertinent
number for that procedure on a form and sent the form to the
insurance company.® Use of the numbersa made the task of
“billing easier for dentists, their clients, and insurance
companies,” 5

The district court in ADA pointed out that “the Code has
become ubiguitous in the dental industry and 12 used now so
frequently as a shorthand for dental procedures that those within
the dental industry would recognize a specific code number as a
particular procedure,”* By the ubiquity of their adoption, the
names and numbers had become “a matter of convention and
atrict  industry standards,” and not the result of
“discretion . . . based on . . . personal taste and judgment.”*™ The
ADA itself describes the Code names and numbers az a “coding
avstem,” not as a “taxonomy.” ™ The svstematic nature of the
organization of the names and numbers is what makes them
constituent elementa of the sort of ayatem that is unprotectable
under Boaker, its progeny, and § 102(h), %

Subzequent plaintiffa in the Seuthco and ATC cases relied
heavilv on the ADA decision in support of their claims of
copyright in the name-and-numbering schemes created for their

0. Am. Dental Ass'n v, Delta Dental Plans Aza'n, 39 02 P.0L2d (BMA 1714, 1716
(LI DL 1996), rea'd, 136 Fad 577 (Tth Cir, 19870

L DR

462, fab ot 1723, Perhaps the need for this Code arcse because dentists have bad
hamdwriting.

Mg, fl et 1716 e also Baldiman, supra nate 18, at 30 CGeataitous variation from
the lonpunge impedes communication.”: Bamuclson, Seooneepiualizicg Merger, supro
nite S0 at Part IV E (exploaming that the merper doctrine sometimes avaids needlioas
variation in lnnguage).

HEd. ADA, 30 UE PGS (BNA) at 1727 {guoding Mad Am. Title Co. v, Kirk, 58 F.3d
T19, 722 (7uh Chr, 1965,

ik See American Dental Associcfion Offers Updefed Coding Hooks, AN, DENTAL
AR (A, 2, 201E, http:iwww. ada.or glen’press-room news-peleasea 2013 -
archivaaugusttamerican-dental-association-offers-updated coding-boaks  [hitps:iperma.ce
MNQO-DRED]. Colling the Code names and numbers a “taxonomy” instead of o coding
ayutem was g clever legal strategy (o avaid § 10200 and rulings such as Brie) Kaplich Sve,
o Cheen, 45 F.2d bih, 566 (2d Cie, 1931} (halding shorthamd system unprotectable by
copyright law); ser afso Malkan, sppro note 1, at 453-57 ionticizing ADA becouse the
taxonomy ot i in that case was a nale-baaesd aystem),

5t Judge Ensterbrook wos sarcosticnlly dismissive of Delta’s § 1020 defense. Am.
Dental Asa'n v, Delia Dental Plans As=n, 1298 F.34 877, 980 (Tth Cir. 190971 “But what
cotld it mean to call the Code a system? This taxonomy doss pot come with instroctions
for use, as if the Code were o recipe for & new dish.”™). 1 have explained elsewhere why the
Al coding svstem should lave en unprotectable by copyright law uader § 100, See
Pamela Samuslson, Gueationing Copyright @ Stendards, 45 BC. Lo REY. 153, 20003,
20814 (2007 ser wleo sppre Part 1LIDLE for o discussion of the unprotectabalaty of
ayatEmatic organizations of information
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product catalogs. * But by rejecting ADA-like copyright claims in
name-and-numbering achemes, the Southco and ATC decisiona
considerably weakened the strength of ADA as a precedent. 265

2, CCC Information Services v, Maclean Hunter Market
Reports. Maclean Hunter was the publisher of a series of books,
widely known as the “Red Book,” which contained long lista of
uaed car valuations of various makes, models, and engine tvpea
for different regions of the United States. ™ CCC developed a
database into which it incorporated substantial portions of the
data from the Red Book.*™ After Maclean Hunter objected to thia
appropriation, CCC filed a lawsunit asking for the court to declare
ita use of facta from the Red Book as non-infringing. ® The
diatrict court ruled in CCC's favor, and Maclean Hunter
appealed, ¥

The main gquestion that Judge Leval addressed in his
opinion for the Second Circuit in COC was whether estimates of
uaed car prices publizhed in the Hed Book were unprotectable
“facts” under the Feist decision. ™ He distinguished Feist as a
case about “discovered” facts (Le., telephone numbers).*™ The
Red Book used car prices were, by contrast, not “reporta of
historical prices nor mechanical derivations of historical prices,”
but rather the product of “professional judgment and expertise”
as well as predictions about competition among cars over time, ¥
The Red Book “expresses a loose judgment that values are likelv
to group together with greater consistency within a defined
region than without,” producing a number that i3 “necessarily

7. SBoutheo, Inc. v, Kanebridge Corp,, 300 F.5d 276, ZEE-60 (& Cir. 2004); ATC
Matribution Grp, Inc, v, Whatever It Takes Transmissions & Parts, Ine, 402 Fad 700,
TS {5th Cie. B0

2R, The Nimmer treatiss consilers Sotheo fo have called the AR decision indo
gueation, 1 NIMMER & MIMMER, appea note 8, § S04[B)[2][¢]: ae adse 1 GOLDSTEIN, supee
note 18, § 2.2.1.1 (opining thnt numbers, bowever originnl they moy be, ore unexpressivek
Dl have eritscasesd the AP deci=iaon o= well, See, g, Beldiman, sypra nobe 18, &l 30—
A1; Malkan, supra node 1, at 454045,

SRk OUC Indo. Berva,, Ine. v, Maclean Hunter Mkt Beports, Ine, 44 F.3d 810 83 (2d
Cir. 154

. fd

871, il st 64, COC nlso claimed that the led Book valuations were in the puhlic
diumain because sate laws aml regulations reguire use of Bed Book valuations as the
hasi= for insurance reimhursements, §d, at T4, The Second Circuit rejected this claim.
supmesting thot it might raise “very substantinl questions under the Takings Clouss of
the Conatitution.” fd, at 74,

72 I at BA-64.

71 fd et B4-8E

7. ddl ot BT,

¥
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both approximate and original.”*™ Indeed, Judge Leval asserted
in CCC that “[t]he valuations themselves are original creations of
Maclean,” %

A aecond issue addressed in OCC was whether the
expression of used car values in the Red Book had merged with
ideas expressed.®™® In addressing this isaue, Judge Leval sought
to reconcile two contradictory copyright “imperatives,” one calling
for protection for creations, such as compilations, that advance
knowledge, and the other calling for limits on the protection of
auch creations to advance knowledge, ™ Judge Leval worried
that “virtually nothing will remain of the protection accorded by
the statute to compilations” if the court ruled in favor of CCOC'a
merger defense,* The task was to conceptualize the merger
doctrine a0 as to avoid going against “the express command of the
copyright statute” to protect original compilations, #1

Judge Leval observed that copyright law does not extend
protection to ideas because allowing free accesa to ideas ia
critically important to the ongoing advancement of knowledge, #5%
This led him to conceptualize merger as a doctrine that should he
invoked when building blocks of knowledge were at atake, * The
opinion distinguished betwesn “two categoriea of ideas” hard
onea  “that undertake to advance the understanding of
phenomena or the solution of problems, such as the identification
of the asymptoms that are most useful in identifying the presence
of a particular disease,” and soft ones “that merely represent an
author's taste or opinion,” which “therefore do not materiallv
assiat the underatanding of future thinkera,”#

Ly HR 1

377, M Thas aspect of dudge Leval’s opinion 15 echoed in Judpge Easterbrook’s later
decialon in the ADA case, n which the latter opined that each pame and number i the
Al taxoromy wis an originnl work of nuthoeshipe Am. Dental Ass'n v, Delta Dental
Plans As='n, 128 F.5d %77, 978 (Tth Cic. 1997 With regard to the work as a compalation.
Judge Leval found “amply sufficient ariginality” in the selection and areangement of data
in the Red Book in response to the nesds of the market. CCC, 44 F.5d at 67,

2TR, 000, 44 Fodd an 671

T fd at GRGR. Specific to compilations, Judge Leval noted that “it i= almost

inevitable that the originonl contributions of the compilers will consast of idews.” . at Tk
ane adeo Kregos v, Asscelated Press, 847 Foid 700, 706 (0 Cle, 198910 {Tn one 2ense, every
compilotion of focts can be considered to represent o merger of on ddea with its
EKpressHIE, )L

an0 OO, 44 Fo8 at T0. Surely thiz statement was an exaggeration.

b D

e M oat Bi-6l,

851 Ml at 71, (P]rotecting the [necessary] ‘expression’ of the selection would clearly
rizk protectaing the 1dea of the analyss” dquoding Kregos, 837 F.2d at 7075

iH4.
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Judge Leval regarded the Red Book used car prices as ideas
“of the soft type.” which should he treated as expressive.®* “To
the extent that protection of the Red Book would impair the free
circulation of any ideas, these are ideaz of the weaker category,
infused with opinion, .. ."* The CCC decision regarded the
merger doctrine as applicable only when the public needed free
access to those hard ideas that are building blocks of
knowledge, &7

Even if one regarda the outcome in CCC to be sound, ## ita
conceptualization of merger as available only when hard ideas,
that is, building blocks of knowledge, are at stake, 12
demonatrably erroneous. It 18 contrary to the 1876 Act, which
directs that all ideas, not just hard ones, are unprotectable, **
Such a distinetion is, moreover, untenable because courts cannot
he expected to determine in a principled way which ideas are
hard or soft.*™ To some people, baseball statistics are building
blocks of knowledge, while for others, they are not.*! The merger
doctrine is not about hard or soft ideas or about building blocks of

6, b oat 71-T

5. ol nt TE2-T3, The court also snid that the Red Book opinions “cxploin nothing,
and desenbe no method. process or procedure.” Jd. at T3, This suggests thot the
valunthons were nit expressive moa copyright sense, The Minth Cireuit followed OOC in
CION e v, Kapes, 187 Fad 12586, 126061 (8th Cir. 1989) tholding coin valuations as
copyripht-prstectalbile because they are sol mechanssally doriveel), Sae ofewo Health Grades,
Irez. v, Rohert Waood Jdehnson Univ. Hosp,, Ine., G384 F. Supp. 24 1236, 1234 (D, Colo, 200585
{holding ratings for hospital quality as copyrightable and rejecting merger defense by
relying an COC),

57, 0T, 44 Fokd at T3,

858 The holding in OCC would have been easier to justify had the Supreme Court in
Friel not rejected sweat-of-the-bhrow copyrights. Feist PFublns, Ine v. Bural Tel, Sere. Co.,
4% LLE 340, 46250 (1599), The economic rationale for protection was hazed on the fae
that CCC had ereated o datnbnse eontnining substantinl parts of the used car prices from
the Bed Book, ©0C, 44 FAd at 72, [t competed dipsctly with Maclean Hunters book and
usurped some of its ahility to pecoup investments in creating this very useful information
resourcs or to license suthorized use of the dots in o databnse. & nd 4.

B See 17 ULEC, § 102k (201E),

2y, The OOC decision amd its approach to deciding whether compilntions ore
prateciable by copyright law has been much erifgicized 10 the lterabare, See, eg, Bidton.
supre note 106, at G950 (eriticizing the soft-hard distinetion of OO a8 “problematic”
hecouse it would inject subjective considerations into merger anolysis); Dan Lo Burk.
Merhed ond Modpese e Copyeighd Lo, 3 Uran L. BEy, 587, 816 (2007) (eritkezing OO0
for “deing enoemenes violenee toe the structure of the copyright svetem™ by treating
copyright as a genera] misappropriation stofuiel; James Grimmelmonn, Theee Theories of
Copyright in RBetlags, 14 Vanm J, BT, & TECH, L, 8561, 87680 (2002 (criticizing OO0
heeause used car valuations nre useful, treated as focts, nnd not just personol opinionsk
Precmss. supra note 83 at 8504 (eritivizing OO0 az= too subjective o be workahle),

M1, See Hregos v, Associated Press, 937 F.od 700, 701-02, 707 2d Cir. 1991)
{reversing a grant of summary judgment that had been based on Kregos's selection of nine
atatiatis abont plicher perlormance to prediet the sutcomes of baselal]l games as an
unprotectahle nethod or blank foren), Hee see MICHAERL LEWIS, MONEYRALL: THE ART OF
WINMIMG AN UINFAIR GAME (2004) (showing how an Cakland basebal] team used stotistics
about player performances to build a winning team),
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knowledge alone; it is about the existence of constrainta on the
practical range of authorial expressions, =

Among the litigants who relied on the copyright analvais in the
COC decizion waz Continental Micro, which claimed that the space
and depth data its emplovees had written on code cards were
aufficiently infused with personal opinion and judgment to satiafy
copyright’s originality standard.* Othera who measured the same
keys, Continental asserted. might have arrived at different
numbers, ® The court in Confinentol! Micro decided that the data
were unprotectable either as facta under Feist or because of a
merger of fact and expression in the data,® The court did not
address whether there waz any originality in the selection and
arrangement of those data that might make a compilation of the
data copvrightable.® The claim, it seemed, was that the data
themselves were original under the dictum in CCC,#0

NY. Mercantile Exchange, Inc, v. Intercontinental Exchange,
Ine., like Continental Micro, involved a compilation of data claimed
to be original enough to gualify for copyright protection. ™ As in
Continentad Micro, New York Mercantile Exchange (NYMEX)
asgerted that its infusion of peraonal opinion into the creation of the
data made them copyrightable.® The data at 1ssue in NYMEX
were  aettlement  prices  NYMEX  promulgated asz  the
end-of-trading-dav closing prices for commaodity futures sold on that
exchange. * NYMEX sought to stop ICE from using the settlement
prices on the latter's trading platform,

ML See, e, Samuelson, Becomespiisaliing Mesger, supra note S0, ot 18

493, Cont'l Micro, Ine. v, HPC, Ine, Mo, 805 O 35208 1897 WL 00028 at *1 (8.0 TIL
Jums 4, 19%TE

LTE I

mE fdoat -1

208,  Hatton, svprn mote 15, at G501

27 Comdinentol Micro, 1997 WL 102541, ot *4.

MR 497 F.5d 108, 110 (2d Cir. 2007), The plaintiff had sought to obtain o copyright
for ita databass inchiding the settlement prooss, bt the Copyright Office registerod
copyright in the datohnse only. fa ot 112 See generally Banxeorp. v, Costoo Wholesnobe
Corp., 878 F. Supp. 2d 280 (S0.XY. 20090 (holding plaintilfs’ estimates of average
interest pates oot peotectable as 8 eompilation even i others hod made different
catimptes, [ollowing NYMEXE The OUC decision and its endorsement of copyright
pratection in created numbers may alse have emboldened the American Bankors'
Aggorintion (ARA) to nssert copyright in the set of bank wire transfer numbers thot it had
pramulgated and to send cense-and-dest=t letbers to sperators af webaites that had posted
the munvhers. See Mike Masnick, Amertoon Bookers' Associztion Clmima Boating Nuohers
Are Copyrighled, TECHIMET Gune 25, 2015, 848 AM), hutpsiiwww.techdict.oom
tarbic b 2001 3062 101 3504 1 23560 ame ricaf-bankers-association okl mes-powLing- gim bers-
are-copyrighted shtml [httpecfperma. e 25002 BEEL].

2O, MY, Mercantale Exch., Ieco v, Intervontinentil Exchange, LInc. 497 F.ad 108,
115-14, 114 nd (2d Cir, 2007,

A faoat 111,

o1, fdoet 112
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The trial court ruled that these data were unprotectable as
“real-world facta.” *® The Second Circuit dedged deciding whether
there was enough originality to support a claim of copyright in
the settlement prices, but concluded that even assuming some
originality, any expression in the prices had merged with the
idea being expressed. ¥ The court took into account that NYMEX
wasz required by law to report on zettlement prices and that the
prices “are heavily relied upon because they ‘reflect actual
trades,’ not mere sentiment,” ™

The NYMEX claim of originality in settlement prices seemed
plausible not only because of the Second Circuit’s prior ruling in
CCC, hut alao because Feiat had declared that “facta do not owe
their origin to an act of authorship.”* The unprotectability of
facts, the Court asserted, derived from their being discoveries
that § 102(h) excludes from protection, ** Thiz reasoning implied
that created facts might he original enough to gualify for
protection, and CCC had seemingly endorsed the copyrightability
of created facta, " NYMEX claimed that it was the creator of the
settlement prices, and because there were a number of
alternative prices they could have chosen instead, the prices thev
settled on were original enough to gualify as protectable
creations, 09

The Second Circuit in NYMEX characterized as dicta COCs
endorsement of used-car valuations as copyrightable creations,
saving that that decizgion should be understood as having held
only that Maclean Hunter's compilation of used car valuationa
waz protectable, not that the data themselves were
protectable, ™ The only izasue addressed in NYMEX was

w2 MY, Mercantile Exch., e v, Intercoantinental Exchange, [ne. 389 F, Supp. 2d
027, M2 BDNY. Hbak The district court al=o held the settlement prices to be
unprotectabhle on merger grounds and exeluded under the words and short phrases
ductrime, M, ot G444,

d. NYMEX 487 F.5d nt 115158, That foct ond expression might sometines be too
intermingled o uphald an infmngement claim was recognized o Gorman, seprae note 15,
at BVG-TH,

g, NYMEX 497 F.id ot 115, 118, The United Stotes government filed on amicus
ciarias irlef n support of TCE, & at 115

WA Feist Puhlns, Ine. v, Bural Tel Seev. Co. 499 115, 340, 347 (19491,

d0g.  fa. The Court relied on the Nimmer treatise’s sxplanation for this comelusion.
ol feiting 1 Nousen & NiMMER supre note 8, § 2,101[alk The Second Cireult in NYMES
grappled with this aspect of Feiat in its discussion of ICEs unprotectahle foect defense.
NYMEX, 497 F.5d at 114-146,

7. For a thaughtful analysis of the eopyright status of created facts, sen generally
dJustin Huphes, Cremted Fosts and fhe Floeed Chielogy of Copyright Lae, 835 NOTRE
Drasie Lo REY. 43 (2007,

e See MY, Mercantile Exch., Inc. v, IntercontinentolExchange, Inc., 359 F. Bupp.
2d 527, 531 (5. 1LN.Y. 2005).

M NYMEX, 497 F.ad at 116 n.5, The court aleo distingoished the crented facts in
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whether the data themselves were original enough to gqualify for
copyvright protection, " Like the district court in Confinental
Micra, the Second Circuit in NYMEX found it unnecessary to
address whether there wasz enough creativity in NYMEX'a
selection andfor arrangement of the data to qualify for
protection a2 a compilation.*! However, it seems unlikely that
there was sufficient originality in selection andf/or arrangement
of the data for the end-of-day trading prices promulgated by
NYMEX to qualify as a copyrightable compilation. ™ It is a
relief that the Becond Circuit’'s NYMEX decizion put to reat the
idea mistakenly conceived in CCC that original data are
copvrightable. But the holding in CCC remains troubling
insofar as that case is clozer to the functional compilation
endpoint of the spectrum than fto the expressive compilation
endpoint.

IV. CONCLUSION

Copyright law aims to protect not originality per se, but
expressive originality, Some compilations easily satisfy the
expressive originality standard, while others just barely clear the
bar, Some compilationg, however, lack the kind of expressive
originality that is necessary to support a claim of copyright in an
intellectual creation. Since Feist forbids granting copyright
protection based on sweat-of-the-brow rationale, some functional
compilations lie outside the bounds of copyright protection.
Others may qualify for copyright protection, but have only a very
thin scope, 119

The compilation case law offers several policy rationales for
limiting copyright in functional compilations. A common theme
has been to ensure that copyright law does not grant patent-like

0T From those in 8 YWEX because NYMEX s customers and the clenringhouse “treat[ed)
the settlement prices ps indisputable Facts” whereas CUC had instrocted vsers of the Red
Book o uae thedr own Juelpment about the valuations, i,
AUk See Bitton, supea node 15, at Ghd,
F11. See id. at G566,
313 I apree with Professor Bitton thot if someone bolds out enleuloted volues as
facts, courts should treat them as facta, M ot 655, Bitton notes that COU tred to
establish them=alves as the authority or the idustey atandard an the field of
uzed car waluations and wanted consnmers to pereeive their valuations as
reflective of the ral value of the car amd therebsy mly on theim, Thus [te] Bed
Book wanted it2 valuathons o ke viewsd sa (et amd not as personal opinions,

fa. at 350,

113, See, g, Bellsouth Advert. & Publ'g Corp. v. Donnelley Info. Publ'g. Inc., 989
F.2d 1436, 1444—36 (11th Cir, 1900 (upholding yellow pages directory copyright, but
recognizng the copyright was nat infringed hased in part on Donnelley's use of functional
elements of Hellsouth's directory); Decorative Ands Corp. v, Staple Sewing Sides Corp..
497 F. Supp, 1564, 168 (S.0NY, 1980, o, GA7T Fa 262 (2d Cie, 19815
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righta to functional designs, including methods and systemsa
that are or may be patent subject matter.®4 This harkens back
to the Supreme Court's admonition in Haker that exclusive
righta inm useful art innovations must come from the patent
ayvetem, not through expanzive interpretations of copyright
lawy, 318

Another common theme has been fidelity to the Supreme
Court's dual mandate in Feist that copyright law should not
extend protection to facta and that “sweat-of-the-brow” or
industrious efforts in compiling data do not justifv a grant of
copyright protection in a compilation that is lacking in creative
originality,*1* The Court made clear that facts must be free for
the taking in order to advance the constitutional purpose of
copyright law. The Court in Feist asserted that allowing raw
facta to be copied at will is “not some unforeseen byproduct of a
atatutory scheme,” but “rather, ‘the essence of copyright,” and
indeed “a constitutional requirement.” " Allowing second comera
to build on the facta and ideas of previous generations of authors’
discoveries is how copyright law promotes the ongoing progresa of
knowledge. In cases such as NYMEX, courts have recognized that
the operation of marketplace also relies upon freedom of facta
from copyright conatrainta,

Courts have been much lesz inclined to express concerns
about transaction costs that a grant of copyright in a functional
compilation might impose, Howewver, threaded throughout the
functional compilation case law are concerna about the burdena
that unwarranted monopolies in compiled information would
impose on 2econd comers, ¥ Regardless of the doctrinal basis on
which courta rest their assessmenta of functionality, the

114, See, eg, Baker v, Selden, 101 LS. 99, 10405 (187%); Bikram's Yogn Coll. of
Inadin, LT, v. Evolation Yogn. LLC, 806G F.ad 102, 1038-40 (8th Cir. 2015); Pobl'ne Int’l.
Lid, w Meredith Corp, 88 Fid 475, 479 (7th Cir, 1996); Tazlor Instrument Cos, v
Faowley-Brost Co, 138 F.2d 98, 100-01 (Teh Cir. 19438 Project Dev. Gepe, Ine. v OUHL
Muterols Corp, 766 F. Supp. 18, 1354 (W00 Fa. 1801, afd, 803 F.2d 225 (3d Cir
198 Cont'l Micra, Ine, v, HPC, Tise, Mo, 86 O 3030, 1567 WL 3058024, at #2 (M.D, 1L
dhue 4, 1897, Trodemork low mny also provide olternative protections to some
compilation copyright claimants, such as Bikram Choudhur:, who can leense use af his
nami ani teademarks to studiog that want to be azsociated with his breand of yoga, Othaee
siudics, such as Evalation’s, howe to be content o proctice the same vogn seguence, but
withsut uzing any Bikeam tradomarka,

115 Haber, 101 U8 ot 104-05.

316, Feist Publns, Ine. v, Bural Tel Sery, Co., 498 U5, 340, 34518, 352-55 (1981).

417, fal at 49 (quoting Harper & Bow Publishers, Ine. v, Nation Enters., 471 LLE&
514, 589 (1885 (Brennon. J.. dissentingih

418 Hee, e, Bouthes, Ine, v, Kanebridge Corp.,. 380 Fad 276, 287 (3d Cir. 2004)
{Becker, J.. oncurringk SmithKEline Beecham Ceonsumer Healthears, 1P, v, Watson
Pharm., Inc.. 211 F.3d 21, 20 0.5 (3d Cir, 23000} Conbipendad Micro, 1997 WL 308028 a:
2.
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underlying policy of allowing free re-use of information and other
unprotectable elements embodied in compilations should prevail
in the context of compilations, just as it does in copyrighted
works more generally,



